INDEX TO PART I 


INDEX, 1950 — PART I 


Action Taken with Respect to Trade-Marks by the AIPPI at Its Paris Congress 
Wallace H. Martin 
Ascertaining the Facts in Unfair Trade Cases Julius R. Lunsford, Jr. 


The Canadian Trade-Mark E. Gordon Gowling, K.C. 

China Trade-Mark Situation N. F. Allman 

Conflict in Venezuela Between Manufacturers and Their Commercial Representatives in 

Connection with Registered Trade-Marks............eceeeeeeeeeeees J. Bentata 

A Credo About Trade-Marks and Brands Hon. Lowell B. Mason 
Customs in the United States with Respect to Importation of Trade-Marked Goods 

Erastus S. Allen 


Effect of Use of Trade-Marks Under the Cuban Industrial Property Law 
Dr. Ovidio M. Giberga 
Enemy-Owned Trade-Marks in the United States Martin Domke 


Favourable Measures for the Protection of Holders of Trade-Marks and Patents in Greece 
Plato Tavlaridis 

Home Country Registration—Article 6 Paris Convention 
Walter Winter—Translation by Maurice W. Levy 
Hugo Mock 
Victor Lebow 


Walter D. Fuller 


Laches, Acquiescence and Estoppel in Registration Cases Walter J. Halliday 
The Legal Aspect of Trade-Mark Assignments, Licenses and 
Registered-User Agreements .........ccccccccccccscccscccecces S. E. Chisholm 
The Legal Position of Trade-Marks in Austria Dr. Paul Abel 
A Legislative Report Sylvester J. Liddy 
Messages Received at Annual Meeting 
More About “Secondary Meaning” Trade-Marks Laurence A. Janey 
Opposition, Cancellation and Interference Proceedings Sylvester J. Liddy 
Opposition to Presidential Reorganization Plan No. 5 Sylvester J. Liddy 
Preview of the International Trade-Mark Conference (Lisbon, 1951) 
Dr. Walter J. Derenberg 
Proposals for Reform of Federal Trade Commission Procedure Eric Haase 
Proposals for Uniform Trade-Mark Laws Edward S. Rogers and Stephen P. Ladas 
Protection of Registered Trade-Marks in Mexico Ramon Solorzano 
The Public Interest in Legal Protection of Industrial and Intellectual Property 
S. Chesterfield Oppenheim 
Recent Canadian Decisions Harold G. Fox, K. C. 
Registering on the Principal and Supplemental Register Lenore B. Stoughton 
Registering Trade-Marks in the Public Mind Bernard C. Duffy 
The Registration of Descriptive Words and Surnames in Canada, 
Harold G. Fox, K. C. 
Report of the President 
Samuel W. Fraser 
Some Administrative Guideposts on Registrability Lenore B. Stoughton 
Some Observations on the Law of Cosmetic Advertising ,...+-Hugo Mock 
The Third Year of Administration of the Lanham Trade-Mark Act of 1946 
Walter J. Derenberg 
Trade-Mark Management Abraham S. Greenberg 
Trade-Marks and Unfair Competition—The Demise of Erie v. Tompkins 
Julius R. Lunsford, Jr. 


Trade Slogans 


85 


1059 
402 
644 
489 
385 

1031 
301 


637 
197 
8 
16 


613 
650 
893 
498 


388 
483 
515 
275 
184 


914 
95 


169 








FORTY TRADE-MARK REPORTER 





PAGE 
ee ee re ee ree Seer Arthur A. March 297 
Who Profits from the Trade-Mark System..........0.seeceeseeeeeees W. Paul Jones 510 
ee ee er ae Louis B. Mayer 292 
Abel, Paul—The Legal Position of Trade-Marks in Austria.............0.eeeeeeeeee 402 
NN. P. Aliman— Ci TLARE-PAATE BICURUON. 6.6.0.0 oc ce cccccescess sees sesccsesseesses 303 
Erastus S. Allen—Customs in the United States with Respect to Importation of 
I EET TL eT TCO TT TET Te TEE O TTT CTT TTT ToT eT 1053 
Bentata, ]—Conflict in Venezuela Between Manufacturers and Their Commercial 
Representatives in Connection with Registered Trade-Marks.................000- 104 
S. E. Chisholm—The Legal Aspect of Trade-Mark Assignments, Licenses and 
ee ee ee 1059 
Dr. Walter J. Derenberg—Preview of the International Trade-Mark Conference 
MED cc eddie seed bethe Sade HOARE OEWE SHEE ETD ECO KORO 9 0996840006 637 
Dr. Walter J. Derenberg—The Third Year of Administration of the 
EsGGHS <2 CROMER PURE OL B91 6.5 6.56.0 65s cic sinsins co ddeesrseessdeewseiase.s 914 
Martin Domke—Enemy-Owned Trade-Marks in the United States................... 948 
Bernard C. Duffy—Registering Trade-Marks in the Public Mind..................40. 498 
Harold G. Fox, K. C.—Recent Canadian Decisions. ...........cccccccccccccccccces 650 
Walter D. Fuller—The Key Role of Trade-Marks in Media...............e.eeeeeees 504 
Dr. Ovidio M. Giberga—Effect of Use of Trade-Marks Under the Cuban 
CT CT ET TOT CTE ET Pee TTT ET ee eT eee eee eee 775 
E. Gordon Gowling, K. C.—The Canadian Trade-Mark............0ccceeeeeeceeees 280 
Groombore, A. T-—TrmGe-DEash BEGGAGCMCM. 2 ioc nc ccc csccccccceccccccccccsccvess 95 
Eric Haase—Proposals for Reform of Federal Trade Commission Procedure............ 197 
Halliday, Walter J—Laches, Acquiescence and Estoppel in Registration Cases.......... 85 
Janey, Lawrence A.—More About “Secondary Meaning” Trade-Marks.............. 385 
W. Paul Jones—Who Profits from the Trade-Mark System.............eeeeeeeeeeee 510 
Edward S. Rogers and Stephen P. Ladas—Proposals for Uniform Trade-Mark Laws..... 8 
Victor Lebow—Is the Trade-Mark Declining as a Marketing Tool?.................. 770 
Sploastor J. Liddy—A Lagitiative Repent. ...cccccescccccscccsccccccccsecscccecce 644 
Sylvester J. Liddy—Opposition, Cancellation and Interference Proceedings........... 1031 
Sylvester J. Liddy—Opposition to Presidential Reorganization Plan No. 5.............. 301 
Julius R. Lunsford, Jr—Ascertaining The Facts In Unfair Trade Cases.............. 753 
Trade-Marks and Unfair Competition—The Demise of Erie v. Tompkins?........... 169 
Arthur A. March—Turnabout Is Fair Play........ccscccccccccccccsccccccccccccs 297 
Hon. Lowell B. Mason—A Credo About Trade-Marks and Brands.................. 492 
Louis B. Mayer—You and Motion Pictures. ......... ccc ec ccc c cece ec cccecceeecees 292 
Hugo Mock—Some Observations on the Law of Cosmetic Advertising................. 184 
Hugo Mock—Is an International Trade-Mark Law Desirable Now?................. 3 
Wallace H. Martin—Action Taken With Respect to Trade-Marks By The AIPPI At 
EE EE EEE E ET ET TT TET Te OTT TTT Tee Trey TET ee re eT eer Ee 741 
S. Chesterfield Oppenheim—The Public Interest In Legal Protection Of Industrial And 
UIE I 3555555 oe. 0i ina 6 10S, Sloe RUSE WA WAC N ECO ACEC Wwe aeawind He 613 
Edward S. Rogers—Proposals For Uniform Trade-Mark Law..............0eeeeee8: 8 
Ramon Solorzano—Protection of Registered Trade-Marks in Mexico..............+++ 16 
Lenore B. Stoughton—Registering On The Principal And Supplemental Register..... 893 
Lenore B. Stoughton—Some Administrative Guideposts on Registrability.............. 275 
Plato Tavlaridis—Favourable Measures For The Protection Of Holders Of Trade-Marks 
FEET ET TET TEE TT OPO ETE PETC T PLOT ee TT TT ee Tee Terr eT 950 


Walter Winter—Translation by Maurice W. Levy—Home Country Registration—Article 
Be Ss 65a 6:04 606 bneas 0400464 Rede eR EMER eKOSEEOMERES COS OxeREEA 189 











GE 
97 
10 
92 
02 
03 


14 
48 
98 
50 
04 


75 
80 
95 
97 
85 
85 
10 


70 
44 
31 
01 


TABLE OF CASES—PART II 3 





TABLE OF CASES, 1950 — PART II 


PAGE 
Abbott Laboratories v. Hospital Liquids, Inc. (Commissioner of Patents)............ sae 
Academy Award Products, Inc. v. Bulova Watch Company (U.S. D.C.S.D.N.Y.).... 431 
Ace Magazines, Inc. v. B. @ I. Publishing Co., Inc. (N. Y. S. Ct., N. Y. County)...... 704 
Adolph Gottscho, Inc. v. J. L. Ferguson Company (Commissioner of Patents)......... 846 
Aktiebolaget Bofors v. United States (U.S. D.C. W. D.C.) 2.0... ccc eee eee eens 982 
The Albert Dickinson Company v. Mellos Peanut Company of Illinois, Inc. (C. A.7).... 107 
The Alligator Company v. Larus & Brother Company, Inc. (Commissioner of Patents).. 872 
Alumatone Corporation v. Vita-Var Corporation (C. C. P. A.)... cece eee ee eee eee 804 
Amenta v. The Procter & Gamble Company {Commissioner of Patents).............. 250 
American Auto Club v. American Automobile Insurance Company et al. (C. A. 9)...... 955 
American Automobile Insurance Company et al. v. American Auto Club (C. A.9)...... 955 
The Ariens Company v. Cheny Weeder Company (Commissioner of Patents)......... 1012 
Armour and Company v. Foley & Company (Commissioner of Patents).............. 320 


Armstrong Cork Company v. The Patterson-Sargent Company (U. 8S. D.C. N. D. Ohio) 444 
Arnold Constable & Co., Inc. v. Brownstein Louis Company (Commissioner of Patents).. 729 


Artistic Foundations, Inc. v. The H. W. Gossard Co. (Commissioner of Patents)...... 866 
Atkin et al., v. Dad’s Root Beer Company (U.S. D. C. E. D. Pa.)............000 eee 562 
Auto-Wrap Corporation v. Autographic Register Company (Commissioner of Patents).. 323 
Autographic Register Company v. Auto-Wrap Corporation (Commissioner of Patents... 323 
Automatic Washer Co. v. Easy Washing Machine Corp. (U.S. D. C. N. D. N. Y.)..... 683 
B. B. PensCompany v. Brown & Bigelow (U.S. D. C. D. Minn.)...............04.4. 1003 
Baird v. Real Estate Register, Inc. (N. Y. S. Ct., Kings County) .........0eeeeeeeeees 448 
Baird v. Sears, Roebuck and Co. (Commissioner of Patents).........0.eeeeeeeeeeees 708 
Baker Importing Company, Inc. v. Nestle’s Mild Products, Inc. (C. C. P. A.).......... 526 
Baldwin Pharmacal Company, etc. v. Eugene, Ltd. (Commissioner of Patents).......... 69 
Don Baxter, Inc. v. Baxter Laboratories, Inc. (Commissioner of Patents).............. 1092 
Don Baxter, Inc. v. Baxter Laboratories, Inc. (Examiner of Interferences)............. 361 
Baxter Laboratories, Inc. v. Don Baxter, Inc. (Commissioner of Patents).............. 1092 
Baxter Laboratories, Inc. v. Don Baxter, Inc. (Examiner of Interferences)............. 361 
P. Beiersdorf & Co., Inc. v. Duke Laboratories, Inc. (U.S. D. C. 8. D. N. Y.)......... 1000 
Benrose Fabrics Corporation v. Rosenstein et al (C. A. 7). .... ccc eec cece cceecceeeees 664 
Beu v. General Foods Corporation (U.S. D. C. W. D.N. Y.). 2... cc eee ee cece ee eeees 819 
en w. Popes C00. S. EA GC. EB. BR. Fi) nnn csccccsccsanessncccesensecoseccsees 131 
Blens Chemicals, Inc. v. Wyandotte Chemical Corporation (N. Y. S. Ct., Kings County) 237 
Boston Maid v. Isaac Ginsberg & Bros., Inc. (Commissioner of Patents).............4. 468 
Botany Mills, Inc. v. Lanolin Plus Cosmetics, Inc. (Commissioner of Patents)........ 1106 
Boyer v. Dishmaster Corporation (Commissioner of Patents).........+0.seseeeeeeeees 1017 
Brand v. Fairchester Packing Co. (Commissioner of Patents)..........000eeeeeeeees 148 
Brewer, etc. v. International Forwarding Co. (C. A. 5).....eccccecceeeesceccesceeee 306 
Bretton Shirt Corp. v. Graybar Electric Company, Inc. (Commissioner of Patents)...... 1088 
F. Brody & Sons, Co. v. Rosenfield (Commissioner of Patents)..........ee.eeeeeeeee 714 
Brookfield Laboratories v. Sharp & Dohme, Incorporated (Commissioner of Patents).... 328 
Brown & Bigelow v. The International Silver Company (Commissioner of Patents)...... 146 
Brown & Bigelow v. The International Silver Company (Commissioner of Patents)...... 469 
Brown & Bigelow v. B. B. Pen Company (U.S. D. C. D. Minn.)...........- eee eee 1003 
Brown & Bigelow v. Remembrance Advertising Products, Inc. (S. Ct., N. Y. County).... 239 
Brownstein Louis Company v. Arnold Constable & Co., Inc. (Commissioner of Patents)... 729 
Bulova Watch Company v. Academy Award Products, Inc. (U.S. D.C.S.D.N. Y.).... 431 
Burlington Mills Corporation v. Roy Fabrics, Inc. et al. (U.S. D. C. 8. D. N. Y.)...... 551 


California Consumers Corp. v. National Cranberry Association (Commissioner of Patents) 870 
Campbell Soup Company v. Hy-V Company Inc. (Commissioner of Patents)........... 721 





FORTY TRADE-MARK REPORTER 


The Capewell Manufacturing Company v. United-Carr Fastener Corporation (Commis- 
sioner of Patents) 

Capital Television Corporation v. Telco Television, Inc. (N. Y. S. Ct., Kings County)... 

The William Carter Company v. William B. Schwartz & Co., Inc. (Commissioner of 
Patents) 

The William Carter Company v. Schwartz, etc. (Commissioner of Patents) 

Carnac, Inc. v. Kannak Textiles, Inc. (Commissioner of Patents) 

Celanese Corporation of America v. E. I. Du Pont de Nemours and Company (Commis- 
sioner of Patents) 

Century Distilling Company v. Continental Distilling Corp. (U. S. D. C. E. D. Pa.).... 

Charmette Fabrics Co., Inc. v. Charles Miller Coat Company, Inc. (Commissioner of 
Patents) 

Cheney Weeder Company v. The Ariens Company (Commissioner of Patents) 

Chipman Chemical Company, Inc. v. Smith Kline & French Laboratories (Commissioner 
of Patents) 

Chorbajian v. Steinberg, et al. (N. Y. S. Ct. N. Y. County) 

Clark, et al. v. North Star Army and Navy Store, Inc. et al. (S. Ct. Minn.)............ 

The Coca-Cola Company v. Jacobson Beverage (Commissioner of Patents) 

The Coca-Cola Company v. Parness (Examiner of Interferences) 

The Coca-Cola Company v. Rodrignez Flavoring Syrups, Inc. etc. (Examiner of Inter- 
ferences) 

The Coca-Cola Company v. Santa Cola Company (Commissioner of Patents) 

The Cofax Corporation v. G. H. Packwood Manufacturing Company (three cases) 
OS 8 ee eT eee 

T. Cohn, Inc. v. Unique Art Manufacturing Company, Inc. (C. A. 2) 

Columbia Broadcasting System, Inc. v. Columbia of New York, Inc. (N. Y. S. Ct., 
N. Y. County) 

Columbia of New York, Inc. v. Columbia Broadcasting System, Inc. (N. Y. S. Ct., 
N. Y. County) 

Compania “Ron Bacardi,” S. A. v. Ronrico Corporation (Commissioner of Patents)... . 

Consumers Company v. Consumers Petroleum Company (C. A. 7) 

Consumers Petroleum Company v. Consumers Company (C. A. 7) 

Continental Coffee Company, Inc. v. The Dan Perkins Company (Commissioner of 
Patents) 

Continental Distilling Corporation v. The Steinhardt Company, Inc., Etc. v. Gordon- 
O’Neil Company (Commissioner of Patents) 

Continental Distilling Corp. v. Century Distilling Company (U.S. D. C. E. D. Pa.).... 

Cook Chemical Company v. Cook Paint and Varnish Company (U.S. D.C. W. D. Mo.) 

Cook Paint and Varnish Company v. Cook Chemical Company (U.S. D. C. W. D. Mo.) 

Corman & Wasserman, Inc. v. Goodall-Sanford, Inc. (Commissioner of Patents) 

The Crown Overall Manufacturing Company v. Desmond’s (C. C. P. A.).....2 2200 eee 

The Crown Overall Mfg. Co., et al. v. Merrimac Hat Corporation (U. S. D. C. S. D. 
i 8 er eT eee Tere reer Tere Ty Te TTT TTT TT errr e 

Cutler Orchards, Inc. v. Polk Packing Association (Commissioner of Patents) 

The Curtiss Candy Company v. Life Savers Corporation (C. A. 7) 


Dad’s Root Beer Company v. Atkin et al. (U. S. D. C. E. D. Pa.)... 2... eee eee eees 

Desco Shoe Corporation v. New England Shore Manufacturing Company (U. S. D. 
og Aare rt re re er re ee ee ee ee 

Desmond’s v. The Crown Overall Manufacturing Company (C. C. P. A.).....-+-005- 

Di Orio; Di Orio v. The Toni Company v. The Toni Company (Commissioner of Patents) 

Diesel Oil & Burner Corporation of New York v. New York Diesel Heating Corporation 
(N. Y. S. Ct., Queens County) 


PAGE 


62 
134 


458 
454 
158 


67 
221 


589 
1012 


1100 
56 
450 
465 
840 


343 
461 


799 
20 


316 


316 
60 
1069 
1069 


1103 


706 
221 
236 
236 
709 
680 


442 
711 
520 





mBootds 


TABLE OF CASES—PART II 


PAGE 
Daion: et ai. v. Pdagerald ot al... (U.. 3. DB: C. HB. BM. ZF.) 0 0.0 6cisveinssecesvssseses 827 
Dishmaster Corporation v. Boyar (Commissioner of Patents) 
E.Z Do Distributors, Inc. v. Rest-Well Products Co., Inc. (N. Y. S. Ct., N. Y. County) 447 
Domenick Ippolito, etc. v. Nancy and Dressed Dolls, etc. (C. C. P. A.).. ccc cece eee eee 
Druffel v. Snap-On Drawer Company (C. A. 6) 
E. I. Du Pont de Nemours and Company v. Celanese Corporation of America (Com- 

missioner of Patents) 

Duke Laboratories, Inc. v. P. Beierdorf & Co., Inc. (U.S. D. C. 8. D. N. Y.)......... 1000 
Dwinell-Wright Company v. Emery & Kavanagh Co., Etc. (Commissioner of Patents) 241 
Dworman et al. v. Pompez et al. (N. Y. S. Ct., N. Y. County) 


Easy Washing Machine Corp. v. Automatic Washer Co. (U. S. D. C. N. D. N. Y.).... 

Eclipse Air Brush Co. v. Frick Company (Commissioner of Patents) 

The Edwin H. Filter Company v. The Grady-Travers Company, Incorporated (2 cases) 
(Commissioner of Patents) 

Elder Mfg. Company; Federal Trade Commission v. Royal Pharmacal Corporation v. 
Federal Trade Commission (Commissioner of Patents) 

Elder Manufacturing Company v. International Shoe Company (Commissioner of 
Patents) 

The Ellmore Silver Co., Inc. et al. v. The R. Wallace & Sons Mfg. Co. (U. S. D. C. D. 
Conn. ) 

Elizabeth Arden Sales Corporation v. Sun Cosmetic Shoppe, Inc. (C. A. 2) 

Emerson’s Shoes, Inc. et al. v. R. P. Hazzard Co. (U. S. D. C. D. Mass.)............ 228 

Emery & Kavanagh Co., Etc. v. Dwinell-Wright Company (Commissioner of Patents)... 241 

Endo Products, Inc. v. Nutrition Research Laboratories (Commissioner of Patents).... 724 

Eureka Williams Corporation v. Willoughby Machine and Tool Company (Commis- 
SE OE BE 5 6 eo divs dows Se sauneiawweun ewes CLEC RENE N ena bean wa AO 

Eversharp, Inc. v. Pal Blade Co., Inc. et al. (C. A. 2) 

Eugene, Ltd. v. Baldwin Pharmacal Company, etc. (Commissioner of Patents) 

Exley v. Stauffer, et al. (C. A. 9) 

Ex Parte American Map Company, Inc. (Commissioner of Patents) 

Ex Parte Bausch & Lomb Optical Company (Commissioner of Patents) 

Ex Parte Bayuk Cigars Incorporated (Commissioner of Patents) 

Ex Parte Bianchini, Ferier, Inc. (Commissioner of Patents) 

Ex Parte Blue Lake Producers Cooperative (Commissioner of Patents) 

Ex Parte Boillat (Commissioner of Patents) 

Ex Parte Breeze Corporation, Inc. (Commissioner of Patents) 

Ex Parte Burgess Battery Company (Commissioner of Patents) 

Ex Parte Charmette Fabrics Company, Inc. (Commissioner of Patents) 

Ex Parte Chicago Roller Skate Company (Commissioner of Patents) 

Ex Parte Cube Steak Machine Co. (Commissioner of Patents) 

Ex Parte Dooley Co. (Commissioner of Patents) 

Ex Parte Duncan Electric Manufacturing Co. (Commissioner of Patents) 

Ex Parte Eutectic Welding Alloys Corporation (Commissioner of Patents) 

Ex Parte Evans (Commissioner of Patents) 

Ex Parte Foilrapp, Inc. (Commissioner of Patents) 

Ex Parte Garrison, Etc. (Commissioner of Patents) 

Ex Parte Good Luck Glove Company (Commissioner of Patents) 

Ex Parte Goodall-Sanford, Inc. (Commissioner of Patents) 

Ex Parte The B. F. Goodrich Company (Commissioner of Patents) 

Ex Parte Mars Signal-Light Company (Commissioner of Patents) 

Ex Parte Master Lock Company (Commissioner of Patents) 

Ex Parte Monsanto Chemical Company (Commissioner of Patents) 





FORTY TRADE-MARK REPORTER 


Ex Parte Nancy Ann Storybook Dolls, Inc. (2 cases) (Commissioner of Patents) 
Ex Parte O’Leary, Etc. (Commissioner of Patents) 

Ex Parte Oshkosh Trunks and Luggage (Commissioner of Patents) 
Ex Parte Oshkosh Trunks and Luggage (Commissioner of Patents) 
Ex Parte Oshkosh Trunks and Luggage (Commissioner of Patents) 
Ex Parte Peerless of America, Inc. (Commissioner of Patents) 

Ex Parte Penzel, Mueller & Co., Inc. (Commissioner of Patents) 

Ex Parte Picot Laboratories, Inc. (Commissioner of Patents) 

Ex Parte B. A. Railton Company (Commissioner of Patents) 

Ex Parte Reeves Brothers, Inc. (Commissioner of Patents) 

Ex Parte Rejane, Inc. (Commissioner of Patents) 

Ex Parte The Stadler Products Company (Commissioner of Patents) 
Ex Parte Stauffer Chemical Company (Commissioner of Patents) 

Ex Parte Thompson Products, Inc. (Commissioner of Patents) 

Ex Parte Universal Metal Products Co., Inc. (Commissioner of Patents) 
Ex Parte The Ward Products Corporation (Commissioner of Patents) 
Ex Parte Westall, etc. (Commissioner of Patents) 

Ex Parte Westgate Sea Products Co. (Commissioner of Patents) 

The FR Corporation v. J. H. Lewis, Inc. (Commissioner of Patents) 


Facts On Dial, Inc. v. Facts On File, Inc. (N. Y. S. Ct., N. Y. County) 

Facts On File, Inc. v. Facts On Dial, Inc. (N. Y. S. Ct., N. Y. County) 

Roy Fabrics, Inc. et al. v. Burlington Mills Corporation (U. S. D. C. S. D. N. Y.).... 

Fairchester Packing Co. v. Brand (Commissioner of Patents) 

Fashion Park, Inc. v. Goodall-Samford, Inc. (Commissioner of Patents) 

Federal Telephone & Radio Corporation v. Federal Television Corporation (C. A. 2).. 

Federal Television Corporation v. Federal Telephone & Radio Corporation (C. A. 2).. 

Federal Trade Commission v. Elder Mfg. Company; Federal Trade Commission v. 
Royal Pharmacal Corporation (Commissioner of Patents) 

J. L. Ferguson Company v. Adolph Gottscho, Inc. (Commissioner of Patents) 

J. L. Ferguson Company v. New Jersey Machine Corporation (Commissioner of Patents) 

J. L. Ferguson Company v. Island Equipment Corp. (Commissioner of Patents) 

Finer Full Fashion Hosiery Co. v. Stardust, Inc. (Commissioner of Patents) 

Pens ©. eet C6). BB. Ge. hs DD) one scribe cdc cccsccesscccsscccsoavess 

Piagerald et al. v. Dillon et al. (U. S. D.C. B. D. N,V.) 2... ccc cccccccccccccensss 

Flannagan, et al. v. Seltzer (N. Y. S. Ct., N. Y. County) 

Flower Foods, Inc. v. Philadelphia Quartz Company (Commissioner of Patents) 

Foley & Company v. Armour and Company (Commissioner of Patents) 

Frick Company v. Eclipse Air Brush Co. (Commissioner of Patents) 

Forstmann Woolen Company v. J. W. Mays, Inc. (U.S. D. C. E. D. N. Y.)........... 

Forstmann Woolen Company v. Murray Sices Corp. (U.S. D. C. §. D. N. Y.)......... 


Genadeen Caterers, Inc. v. Hotel Genadeen, Inc., et al. (N. Y. S. Ct., Queens County) 136 

General Electric Company v. Schwartz, Etc. (U.S. D. C. E. D. N. Y.)..........2..5. 1007 

General Foods Corporation v. Beu (U. S. D. C. W. D.N. Y.). 2... ee eee eee ee eee 

Gold Seal Company v. S. C. Johnson & Son, Inc. (Examiner of Interferences) 

Gold Seal Company v. S. C. Johnson & Son, Inc. (Commissioner of Patents) 

Goodall-Sanford, Inc. v. Corman & Wasserman, Inc. (Commissioner of Patents) 

Goodall-Sanford, Inc. v. Fashion Park, Inc. (Commissioner of Patents) 

Goodman & Theise, Inc. v. Traford Fabrics, Inc. (Commissioner of Patents) 

Gordon-O’Neill Company v. Continental Distilling Corporation v. The Steinhardt Com- 
pany, Inc., Etc. (Commissioner of Patents) 





A OmAnonweor Wuonvown -f Of OH 


TABLE OF CASES—PART II 


Gossard Co. v. Artistic Foundations, Inc. (Commissioner of Patents) 

The Grady-Travers Company, Incorporated v. The Edwin H. Fitler Company (2 cases) 
(Commissioner of Patents) 

Graybar Electric Company, Inc. v. Bretton Shirt Corp. (Commissioner of Patents) 

The Grove Laboratories, Inc. v. William G. Terwilliger (Commissioner of Patents)... 


Hampton, et al. v. LaSalle Hat Co., Inc., et al. (U.S. D.C. S. D.N. Y.).........00.. 
Harper v. Tropic-Aire, Incorporated (Commissioner of Patents) 
B. W. Harris Manufacturing Co. Inc. v. Sportswear Co. (C. C. P. A.)....... ee eee 790 
B. W. Harris Manufacturing Co., Inc. v. Werber Sportswear Co.; Werber Sportswear 

Co. v. B. W. Harris Manufacturing Co., Inc. (C. C. P. A)... cc cece ee wee ee eees 790 
Haughton Elevator Company v. Seeberger, etc. (Commissioner of Patents) 326 
Hawaiian Pineapple Company, Ltd. v. Marzall (U. 8S. D. C. W. D. C.)............ 701 
Hawley & Hoops v. Mason, Au & Magenheimer Conf. Mfg. Co. (Commissioner of 

Patents) 
R. P. Hazzard Co. v. Emerson’s Shoes, Inc., et al. (U. S. D. C. D. Mass.)............ 228 
Heart Pharmaceutical Corporation et al. v. Smith, Kline & French Laboratories (U. S. 

eS eee eT Te Ce TTT TTT TTT TTT TTT TT CTT eT TTT Te 547 
Helena Rubenstein, Inc. v. Hudnut (Commissioner of Patents) 728 
Hershey Chocolate Corporation v. Yorkana Cigar Company (Examiner of Interferences) 337 
The Hewitt Soap Company, Inc. v. Lanail, Incorporated (Commissioner of Patents)... 460 
Hospital Liquids, Inc. v. Abbott Laboratories (Commissioner of Patents) 322 
Hotel Genadeen, Inc., et al. v. Genadeen Caterers, Inc. (N. Y. S. Ct., Queens County) 136 
The House For Men, Inc. v. Rawlings International, Inc. (Commissioner of Patents).. 715 
Hudnut v. Helena Rubinstein, Inc. (Commissioner of Patents) 728 
Tom Huston Peanut Company v. George Ziegler Company (C. C. P. A.)............ 420 


Hy-V Company, Inc. v. Campbell Soup Company (Commissioner of Patents) 721 
The Hygienic Products Company, etc. v. Judson Dunaway Corporation (C. A. 1) 113 


International Brotherhood of Electrical Workers v. Rocke International Electric Corp. 
(Commissioner of Patents) 143 
International Electric Company v. International Electric Fence Co., et al. (C. A. 9).. 407 
International Electric Fence Co., et al. v. International Electric Company (C. A.9).... 407 
International Forwarding Co. v. Brewer, etc. (C. A. 5).: 306 
International Shoe Company v. Elder Manufacturing Company (Commissioner of 
Patents ) 
The International Silver Company v. Brown & Bigelow (Commissioner of Patents)... 146 
The International Silver Company v. Brown @& Bigelow (Commissioner of Patents)... 469 
Ippolito v. Nancy Ann Dressed Dolls, Etc. (C. C. P. Ai)... cece ccccccccccccccveces 785 
Ippolito v. Nancy Ann Dressed Dolls, Etc. (C. C. P. A.) i... cece cece cece cece eee eees 972 
Isaac Ginsberg & Bros., Inc. v. Boston Maid (Commissioner of Patents) 
Island Equipment Corp. v. J]. L. Ferguson Company (Commissioner of Patents) 


M. H. Jacobs Co., Inc. et al. v. Stahly, Inc. (C. A. 7) 

M. H. Jacobs Co., Inc. et al. v. Stahly, Inc. (C. A. 7) 

Jacobson Beverages v. The Coca-Cola Company (Commissioner of Patents) 

F. Jacobson & Sons, Inc. v. Jaybern Fabrics, Inc. (Commissioner of Patents) 

Jaybern Fabrics, Inc. v. F. Jacobson & Sons, Inc. (Commissioner of Patents) 

Jean Jordeau, Inc. v. Pal Blade Co., Inc. et al. (U.S. D. C. S. D. N. Y.)............ 
Jeffreys Laboratories, Incorporated v. Wyeth, Incorporated (Commissioner of Patents).. 137 
Jewell Tea Co., Inc. v. Kraus (U.S. D. C. N. Dz Tl.) ... cece ccc cee eee eee 120 
Johnson Products Co. v. Lever Brothers Company (Commissioner of Patents) 

S. C. Johnson & Son, Inc. v. Gold Seal Company (Examiner of Interferences) 

S. C. Johnson & Son, Inc. v. Gold Seal Company (Commissioner of Patents) 





FORTY TRADE-MARK REPORTER 


PAGE 
Ju-C-Orange of America v. Penrith-Akers Manufacturing Co. (C. C. P. A.)......... 
Judson Dunaway Corporation v. The Hygienic Products Company, etc. (C. A. 1) 
Judson Roberts Company, Inc., et al. v. The Sheldon-Claire Company (U. S. D. C. 
Be aeons Gd wae ahah d CED CDN aamewale SOR CawS Kiewwarieaeacne 


Kanmak Textiles, Inc. v. Carnac, Inc. (Commissioner of Patents) 

mate v. Teale Drag Company (CU. 5. DB. C.. B.D. DRO.) i icccocs ciaiveescecscccecseses 
Rate Drug Company v. Kate (U.S. DLC. B.D. MO:) occccccisccecasvvcsiswesscwesss 
Kaylon, Inc. v. Shrage & Pines (Commissioner of Patents) 

Kensington Steel Co. v. Washington Iron Works (Commissioner of Patents) 

eee a Dee Dee Go, See. Ta. G. Be GE. Te, TP pec ciceccscsrssswescccvcewsvnes 
Kraus, etc. v. Newman, etc. (C. A. 2) 

Kreiner v. Power (Commissioner of Patents) 


La Chapelle v. United Shoe Machinery Corporation (U. S. D. C. D. Mass.)......... 
Lactona, Incorporated v. Perfumerie De Raymond (Commissioner of Patents) 
Lanail, Incorporated v. The Hewitt Soap Company, Inc. (Commissioner of Patents)... 
Lanolin Plus Cosmetics, Inc. v. Botany Mills, Inc. (Commissioner of Patents) 
Lanolin Plus Cosmetics, Inc. v. Marzall, et al. (C. A. D. C.) 2.2... cccccccccccces 
Larus & Brother Company, Inc. v. The Alligator Company (Commissioner of Patents) 872 
LaSalle Hat Co., Inc., et al. v. Hampton, et al. (U.S. D.C. S. D. N. Y.)............ 30 
Lehn @& Fink Products Corporation v. Ney (Commissioner of Patents) 
Lenel, Inc., et al. v. Lucien Lelong, Inc. (C. A. 5) 
Lennan Lights, Incorporated v. United States Electric Mfg. Corporation (Commissioner 
of Patents) 
Lever Brothers Company v. Johnson Products Co. (Commissioner of Patents) 
J. H. Lewis, Inc. v. The FR Corporation (Commissioner of Patents) 
Libbey-Owens-Ford Glass Company v. Plastron, Inc. (C. C. P. A.).... eee eee eee 
Life Savers Corporation v. The Curtiss Candy Company (C. A. 7) 
Lisner v. The Reese Chemical Company (Commissioner of Patents) 
Loraine Knitwear Company, Inc. v. Lorraine Manufacturing Company, Inc. (U. S. 
i i i eh, Rh deidad LHe RhKd eA RAEN aes Seek se Cekeeess 
Lorraine Manufacturing Company, Inc. v. Loraine Knitwear Company, Inc. (U. S. 
ly ie By SS ed aeeane Sree Kdehhbes Re deedeeOA OSS EME RORecaseeWedes 124 
Lucien Lelong, Inc. v. Lenel, Inc., et al. (C. A. 5) 


In Re Maas & Waldstein Company (Commissioner of Patents) 
Macdonald et al. v. Winfield Corporation et al. (U. S. D. C. E. D. Pa.)............ 
Marzall v. Hawiian Pineapple Company, Ltd. (U. S. D. C. W. D. C.)............... 
Marzall, et al. v. Lanolin Plus Cosmetics, Inc. (C. A. D. C.)..... 0. ccc cece ecco 
Mason, Au G Magenheimer Conf. Mfg. Co. v. Hawley & Hoops (Commissioner of 
Patents) 
Maternally Yours, Inc. v. Your Maternity Shop, Inc. (U. 8. D. C. 8. D. N. Y.)........ 
The May Department Stores Company v. Maycourt Hosiery Mills, Inc. (Commissioner 
of Patents) 
Maycourt Hosiery Mills, Inc. v. The May Department Stores Company (Commissioner 
of Patents) 
Maycourt Hosiery Mills, Inc. v. Valcort Hosiery Corporation (Commissioner of Patents) 
J. W. Mays, Inc. v. Forstmann Woolen Company (U.S. D. C. E. D. N. Y.)......... 
Mellos Peanut Company of Illinois, Inc. v. The Albert Dickinson Company (C. A. 7).. 107 
The Mercirex Company v. United Drug Company Etc. (two cases) (C. C. P. A.).... 534 
A. C. Merrick and John R. Kneebone doing business as Brookfield Laboratories v. 
Sharp & Dohme, Incorporated (U. S. D. C. N. D. Ill.) . 2.0... eee eee eee eee eee 128 
Merrimac Hat Corporation v. The Crown Overall Mfg. Co., et al. (U. S. D. C. 





TABLE OF CASES—PART II 


PAGE 
i Be By. Wabdnessccenereckesdenvenscasecanddpedinndeséecentkeceeneneees 442 
Metropolitan Opera Association, Inc. et al. v. Wagner-Nichols Recorder Corporation, 
Etc. (N. Y. S. Ct., N. Y. County) 
Momma 2 a, «. Goat @ oh. CER. CG. A.) ccvccccssccvccsccvcaseevscsescasees 
Meyer & Studeli, S. A. v. Rodana Ltd. (Commissioner of Patents) 
Charles Miller Coat Company, Inc. v. Charmette Fabrics Co., Inc. (Commissioner of 
Patents) 
Mission Dry Corporation v. The Seven-Up Company (Commissioner of Patents) 
Mont-O-Mint Sales Corporation v. Wyeth, Incorporated (U. S. D. C. W. D. Mo.)... 
Moore, etc. v. The Proctor & Gamble Company (Commissioner of Patents) 
R. J. Moran Co. v. Seeck & Kade, Inc. (Commissioner of Patents) 
R. J. Moran Co. v. Seeck & Kade, Inc. (U.S. D. C. S. D. N. Y.). 2... ec eee ee eee 
Morse-Starrett Products Co. v. Steccone, etc. (U.S. D. C. N. D. Cal.)...........40-- 
Murray Sices Corp. v. Forstmann Woolen Company (U.S. D. C. S. D. N. Y.)......... 


Nancy Ann Dressed Dolls, etc. v. Domenick Ippolito, etc. (C. C. P. A.)... ee cece ee eeee 
Nancy Ann Dressed Dolls, Etc. v. Ippolito (C. C. P. A.) i. ccc cece cece cece eee eeeeees 
Nancy Ann Dressed Dolls, Etc. v. Ippolito (C. C. P. A.) . cece eee e cece cece eeceees 
National Cranberry Association v. California Consumers Corp. (Commissioner of Patents) 870 
The National Drug Company v. Wyeth Incorporated (Commissioner of Patents) 
The National Mineral Company, Etc. v. The Norwich Pharmacal Company (C.C. P. A.) 787 
In re National Recreation Association, Inc. (C. C. P. A.) . ccc cece ec eceeccereeceeeeee 424 
Nestle’s Milk Products, Inc. v. Baker Importing Company, Inc. (C. C. P. A.).....--+4- 526 
New England Shoe Manufacturing Company v. Desco Shoe Corporation (U. S. D. C. 

D. Mass.) 36 
New Jersey Machine Corporation v. J]. L. Ferguson Company (Commissioner of Patents) 842 
New York Diesel Heating Corporation v. Diesel Oil & Burner Corporation (N. Y. S. Ct., 

Queens County) 

Newman, etc. v. Kraus, etc. (C. A. 2) 
North Star Army and Navy Store, Inc. et al. v. Clark, et al. (S. Ct. Minn.)............ 
North Star Manufacturing Co. v. Wells Lamont Corporation (Commissioner of Patents) . . 
The Norwich Pharmacal Company v. The National Mineral Company, Etc. (C. C. P. A.) 
Noxan, Inc. v. The Pennsylvania Salt Manufacturing Company (Commissioner of Patents) 
Nutrition Research Laboratories v. Endo Products, Inc. (Commissioner of Patents) 


Oklahoma Clothing Manufacturers v. Wells Lamont Corporation (Commissioner of 
Patents) 


G. H. Packwood Manufacturing Company v. The Cofax Corporation (three cases) 
MD tii neeh sd cdke ease Chea Nansen shes ee enekenscededenonsedeseesees 799 

Pal Balde Co., Inc. et al. v. Eversharp, Inc. (C. A. 2) 516 

Pale Balde Co., Inc. et al. v. Jean Jordeau, Inc. (U.S. D.C. S. D. N. Y.)..........4.. 545 

Parness v. The Coca-Cola Company (Examiner of Interferences) 840 

Patterson-Sargent Company v. Armstrong Cork Company (U.S. D. C. N. D. Ohio).... 444 

The Pennsylvania Salt Manufacturing Company v. Noxon, Inc. (Commissioner of Patents) 472 

Penrith-Akers Manufacturing Co. v. Ju-C-Orange of America (C. C. P. A.)........4-- 542 

Pepsi-Cola Company v. Vess Dry Company of Ohio (Commissioner of Patents) 

Perfumerie De Raymond v. Lactona, Incorporated (Commissioner of Patents) 

The Dan Perkins Company v. Continental Coffee Company, Inc. (Commissioner of 
Patents ) 

Pernet v. Rex Cutlery Corporation (Commissioner of Patents) 

Philadelphia Quartz Company v. Flower Foods, Inc. (Commissioner of Patents) 

Plastron, Inc. v. Libbey-Owens-Ford Glass Company (C. C. P. A.).. cee eee cence eeees 

Polk Packing Association v. Cutler Orchards, Inc. (Commissioner of Patents) 

Pompez et al. v. Dworman et al. (N. Y. S. Ct., N. Y. County) 





10 FORTY TRADE-MARK REPORTER 





PAGE 
Power ¥. Kreiner (Comminsioner of Patents)... ....2.ccccccccscccscccccccccescecs 57 
The Procter & Gamble Company v. Amenta (Commissioner of Patents)............. 250 
The Procter & Gamble Company v. Moore, etc. (Commissioner of Patents)........... 334 
B. & I. Publishing Co., Inc. v. Ace Magazines, Inc. (N. Y. S. Ct., N. Y. County)...... 704 
Rocke International Electric Corp. v. International Brotherhood of Electrical Workers 
NE OE PEND danke 6 Wao pie ols SANs +55 Ed SA NSROEKIS WSS ES WL Ewsee oe 143 
The Radio Shack Corporation v. The Radio Shack, Inc., et al. (C. A. 7).....02e0000- 211 
The Radio Shack, Inc., et al. v. The Radio Shack Corporation (C. A. 7)......+2+0006- 211 
Rawlings International, Inc. v. The House For Men, Inc. (Commissioner of Patents).... 715 
Real Estate Register, Inc. v. Baird (N. Y. S. Ct., Kings County) ...........2-0-eeeeee 448 
Rex Cutlery Corporation v. Pernet (Commissioner of Patents)..........+20+ee+eeee+ 1102 
The Reese Chemical Company v. Lisner (Commissioner of Patents)..........++++e+0++ 1090 


Remembrance Advertising Products, Inc. v. Brown & Bigelow (S. Ct., N. Y. County)... 239 
Rest-Well Products Co., Inc. v. E. Z Do Distributors, Inc. (N. Y. S. Ct., N. Y. County).. 447 


Reet rah v. Bette Bile. Co. (C. C. B.A.) cscs scccscvccccccccoscscscsocccevee 418 
Rite-Rite Mfg. Co. v. Rite-Craft Company (C. C. P. A.) . 2. eee cece cece eee eee eeeee 418 
Rodana Ltd. v. Meyer & Studeli, S. A. (Commissioner of Patents).........++2++e+005 588 
Rodriquez Flavoring Syrups, Inc., etc. v. The Coca-Cola Company (Examiner of Inter- 
TOREES ieee tom cuesiee SUSAN hak Mowe CetRSas deem sba Dade Camnn sews bw sa 343 
Ronrico Corporation v. Compania “Ron Bacardi,’ S.A. (Commissioner of Patents).... 60 
Rosenfield v. F. Brody & Sons Co. (Commissioner of Patents)...,.........-22eeeeee- 714 
Rosenstein et al. v. Benrose Fabrics Corporation (C. A. 7)....0. cece eccecceceecnaes 664 
ee i te a, Ws Gy Dida occ eencdeesdereceeesdtevetseevetuces 585 
Royal Pharmacal Corporation v. Federal Trade Commission v. Elder Mfg. Company; 
Federal Trade Commission (Commissioner of Patents)..........0..eeeeeeeeees 252 
Ruzak Industries, Inc.; Ruzak Industries, Inc. v. Tri-State Plastic Molding Company, 
et al. v. Tri-State Plastic Molding Company (C. A. 6).......eeeeceeececeeevees 409 
Samson Crane Co. v. Union National Sales, Incorporated, et al. (U.S. D. C.D. Mass.).. 33 
Santa Cola Company v. The Coca-Cola Company (Commissioner of Patents).......... 461 
Schwartz, etc. v. General Electric Company (U.S. D. C. E. D. N. Y.).......-.00005- 1007 
Schwartz, etc. v. The William Carter Company (Commissioner of Patents)...........- 454 
William B. Schwartz @ Co., Inc. v. The William Carter Company (Commissioner of 
NEN S aialaiaiene darsvare ireland dininab aaa Win wie on SSSaw a SeeG ase weiewae wees area 458 
Sears, Roebuck and Co. v. Baird (Commissioner of Patents)..........0.0eceeceeeees 708 
Seeberger, etc. v. Haughton Elevator Company (Commissioner of Patents)............ 326 
Seeck & Kade, Inc. v. R. J. Moran Co. (Commissioner of Patents)............200005 162 
Seeck & Kade, Inc. v. R. J. Moran Co. (U.S. D.C. 8S. DN. Y.).... cc cece cece e eee 686 
Seltzer v. Flannagan, et al. (N. Y. S. Ct., N. ¥. County) ..........cccceceeccescvees 1009 
SCTE TTC TT CT TOT CTCL TUT TCL TCT TCT TTT TTT Te 413 
The Seven-Up Company v. Mission Dry Corporation (Commissioner of Patents)....... 848 
Sharp & Dohme, Incorporated v. A. C. Merrick and John R. Kneebone doing business 
as Brookfield Laboratories (U. S. D. C. N. D. Ill.) . 0.0... cece eee eee eee ee eee 128 


Sharp & Dohme, Incorporated v. Brookfield Laboratories (Commissioner of Patents).... 328 
The Sheldon-Claire Company v. Judson-Roberts Company, Inc., et al. (U. 8. D. C. S. D. 


fk ee ee ee ee rT ey rer er Te er rT Pe eer rrr 52 
Shrage & Pines v. Kaylon, Inc. (Commissioner of Patents).............00eeeeeeeeee 153 
Sleepmaster Products Company, Inc. v. Slumber Bedding & Mattress Co., Inc. (Examiner 

Oi Oe ee CSET TT ETE TCT TTT CLT TST TTT Te 1014 
Slumber Bedding & Mattress Co., Inc. v. Sleepmaster Products Company, Inc. (Exam- 

EE EE EE Ee OT Eee rT eer TT Te TT rere 1014 


Smith, Kline & French Laboratories v. Chipman Chemical Company, Inc. (Commis- 
RN TE I ooo. 3 isisc5:e wis wi sielee bio GN GEWECKE MR sab mewleeRwdieioeé 1100 





i] 


Cee Ss 


Svc CO Oene 





PAGE 


250 
334 
704 


143 
211 
211 
715 
448 
1102 
1090 
239 
447 
418 
418 
588 


343 

60 
714 
664 
585 


252 


409 


33 
461 
1007 
454 


458 
708 
326 
162 
686 
1009 
413 
848 


128 
328 


1014 


1014 


1100 








TABLE OF CASES—PART II 11 





PAGE 

Smith, Kline & French Laboratories v. Heart Pharmaceutical Corporation et al. (U. S. 
ey Os ad onde ncrccned vseccecsthsareeadsddedeswedencecesuvhoeeses 547 

Smith, Kline & French Laboratories v. Starr, Doing Business As Starr Pharmacal Com- 
ee TE GE UN ohn oo ees ere censecciesesweeencencrencecenqee 1108 
Snap-On Drawer Company v. Druffel (C. A. 6)... cc ccc cece cere cece ewer eeeseesees 1070 
Socony-Vacuum Oil Company, Inc. v. The Viscol Company (U.S. D.C. 8. D. N. Y.).. 426 
Speed Products Company, Inc. v. Timmerman Products, Inc. (C. A. 2)....020eeeeeees 22 
Sportswear Co. v. B. W. Harris Manufacturing Co. Inc. (C. C. P. A)... cece ee eee eee 790 
Rabe, Sas. v. 26. J. Favebe Co, Ens. 66 Gl. CG. Bu TF) occ ccscccccscvescsescscseseves 675 
Seanty, Tne. v. 50. TH. Jacahe Co., Tat. 66 ah, CG. A. FT). cc ccccnccnavivescccsvccvesees 969 
Stardust, Inc. v. Finer Full Fashion Hosiery Co. (Commissioner of Patents)...........- 592 

Starr, Doing Business As Starr Pharmacal Company v. Smith, Kline @ French Labora- 
Sovkes COpMMMERIONEG GE FROGS) «0 occ cc ccccccaccnccccecccenceccesesocscescus 1108 
Se, GF GT. GBD GEA. Bh, Bo ik ceca cawdceincessscencececocensscscceccevesses 960 
Steccone, etc. v. Morse-Starrett Products (U. 8S. D. C. N. D. Cal.)............--020 ees 41 
Steinberg, et al. v. Chorbajian (N. Y. S. Ct., N. Y. County) ......-. 02 cece eee cece eeee 56 

The Steinhardt Company, Inc., Etc. v. Gordon-O’Neill Company v. Continental Distilling 
Corporation (Commissioner of Patents) .......cccccccccccceccccccccccscscene 706 

Re Sterling Polish Company, Ltd. and Sheffield Merchandise, Inc. (Commissioner of 
ERR rr re ae eee ner ee ee Cn een er ere ere 609 
Sun Cosmetic Shoppe, Inc. v. Elizabeth Arden Sales Corporation (C. A. 2)......20-05+ 26 
Sunbeam Corporation v. Sunbeam Furniture Corp., et al. (U.S. D. C. S. D. Cal.)..... 308 
Sunbeam Corporation v. Sunbeam Lighting Co. (C. A. 9)..... eee eee e reece eee eees 669 
Sunbeam Corporation v. Sunbeam Lighting Co. (C. A. 9)... .. cece cece eee e tence eeee 968 
Sunbeam Furniture Corp., et al. v. Sunbeam Corporation (U. S. D. C. S. D. Cal.).... 308 
Sunbeam Lighting Co. v. Sunbeam Corporation (C. A. 9)... ..cc cece cece cece eeeeees 669 
Sunbeam Lighting Co. v. Sunbeam Corporation (C. A. 9)....c cece ccc e cee reeeeeees 968 


Tampa Cigar Company, Inc. v. John Walker & Sons, Limited (Examiner of Interferences) 862 
Telco Television, Inc. v. Capital Television Corporation (N. Y. S. Ct., Kings County).. 134 


Tinnerman Products, Inc. v. Speed Products Company, Inc. (C. A. 2)... 2.2 c cece eees 22 
William G. Terwilliger v. The Grove Laboratories, Inc. (Commissioner of Patents)...... 868 
The Toni Company v. Di Orio; Di Orio v. The Toni Company (Commissioner of 
RII: 6. cs.diprvaaiss, iain Sieus aa iaie lave wach Slee SA ca ah Se RE a ee Re 151 
The Toni Company v. The Toni Company v. Di Orio; Di Orio (Commissioner of Patents) 151 
Traford Fabrics, Inc. v. Goodman & Theise, Inc. (Commissioner of Patents).......... 453 
Tri-State Plastic Molding Company v. Ruzak Industries, Inc.; Ruzak Industries, Inc. v. 
Tri-State Plastic Molding Company, et al. (C. A. 6)... 2c cece ccc eec cece enees 409 
Tri-State Plastic Molding Company, et al. v. Tri-State Plastic Molding Company v. 
Ruzak Industries, Inc.; Ruzak Industries, Inc. (C. A. 6)... 0. cece cece eee eee eee 409 
Tropic-Aire, Incorporated v. Harper (Commissioner of Patents)..............0-e0005 73 
Unique Art Manufacturing Company, Inc. v. T. Cohn, Inc. (C. A. 2)... ccc eee eee ees 20 


Union National Sales, Incorporated, et al. v. Samson Crane Co. (U.S. D. C. D. Mass.) .. 33 
United-Carr Fastener Corporation v. The Capewell Manufacturing Company (Commis- 


Ee cnc cn dcdecewhedntenhdteekslakenssdaceneeendaneees eeeeee 62 
United Drug Company Etc. v. The Mercirex Company (two cases) (C. C. P. A.)....... 534 
United Shoe Machinery Corporation v. La Chapelle (U. S. D. C. D. Mass.)......... 689 
United States v. Aktiebolaget Bofors (U.S. D. C. W. D.C.) 2... cc ccc cece eee ween eee 982 


United States Electric Mfg. v. Lennan Lights, Incorporated (Commissioner of Patents).. 330 


Valcort Hosiery Corporation v. Maycourt Hosiery Mills, Inc. (Commissioner of Patents) 723 
Vess Dry Company of Ohio v. Pepsi-Cola Company (Commissioner of Patents)........ 595 
The Viscol Company v. Socony-Vacuum Oil Company, Inc. (U.S. D.C. 8S. D. N. Y.).. 426 


12 FORTY TRADE-MARK REPORTER 


Vita-Var Corporation v. Alumatone Corporation (C. C. P. A.)..... cece cece eeeees 
Vita-Var Corporation v. The White Company (C. C. P. A.) .. ccc cece e cece cece eeeee 


Wagner v. Whitehall Pharmacal Company (Commissioner of Patents) 

Wagner-Nichols Recorder Corporation, Etc. v. Metropolitan Opera Association, Inc. et al. 
(N. Y. S. Ct., N. Y. County) 

The R. Wallace & Sons Mfg. Co. v. The Ellmore Silver Co., Inc. et al. (U. S. D. C. D. 
Conn.) 

John Walker & Sons, Limited v. Tampa Cigar Company, Inc. (Examiner of Inter- 
ferences ) 

Washington Iron Works v. Kensington Steel Co. (Commissioner of Patents) 

Wells Lamont Corporation v. North Star Manufacturing Co. (Commissioner of Patents) 

Wells Lamont Corporation v. Oklahoma Clothing Manufacturers (Commissioner of 
Patents) 

Werber Sportswear Co.; Werber Sportswear Co. v. B. W. Harris Manufacturing Co. Inc. 
RE RR a ee Pe eS re ee 

The White Company v. Vita-Var Corporation (C. C. P. A.).. ccc cece cece cere eeeeee 

Whitehall Pharmacal Company v. Wagner (Commissioner of Patents) 

Willoughby Machine and Tool Company v. Eureka Williams Corporation (Commissioner 
of Patents) 

Winfield Corporation et al. v. Macdonald et al. (U.S. D. C. E. D. Pa.).............. 

Wyandotte Chemical Corporation v. Blens Chemicals, Inc. (N. Y. S. Ct., Kings County) 

Wyeth, Incorporated v. Jeffreys Laboratories, Incorporated (Commissioner of Patents) .. 

Wyeth, Incorporated v. Mont-O-Mint Sales Corporation (U.S. D. C. W. D. Mo.)...... 

Wyeth, Incorporated v. The National Drug Company (Commissioner of Patents) 


Yorkana Cigar Company v. Hershey Chocolate Corporation (Examiner of Interferences) 
Your Maternity Shop, Inc. v. Maternally Yours, Inc. (U.S. D. C.S. D. N. Y.)........ 


George Ziegler Company v. Tom Huston Peanut Company (C.C. P. A.)....... eee eees 


PAGE 
804 
537 


257 


792 
537 


237 
137 
820 


337 
235 


420 





>>> > >>> D> >d>> >> >D>D>D 


AHORA HHO OADARDRAQAADAAD 


WORD LIST—PART II 


WORD LIST, 1950 — PART II 


D (Cont.) 


Desamine 
Absorb-ol Desco 
Aerogene Dexedrine 
Alligator Diesel 
Dixie Belle 
Aluma a oye SR ee vane 
Alumatone Dolls of the Da : 
Alumi Dolls of the Month It's Up to All of Us.... 


A. Arnold Brand 3 It’s Ripe Tobacco. . 
Arizest International Electric .. 


Auto International Forwarding 


Autofold Co. .. , 
Autopack International Forwarding 


Autosnap Service 
Autowrap 


Emerson 
Enna Jettick 
Escalator 


Eugene : 
Eugeneol : _— Walker 


Jaybern 


Balgri 

Bellezan a rs 
Benrose 

Benzadrex Facts on Dial 

Best Rum Bar None.... Facts on File 

Big Buster Federal Television Cor- 

Black Crows poration 


Block Buster Fixies 

Bostonian Flexees © 

Botany Flexi ' 

Boy Blue Flavorite Lanolin 

Boy Scout Flor de Habano Laurium 

Brillante Fluds 

Brilliante Model Foilrapp : ‘ 

Buster Brown Folestrin Little Miss Muffett 
Foley Live Blade 
Forever Ware Lix 


Forstmann Loraine 
Freezes Love and Kisses 


Freezone Lov-Kiss 


Celanese 
Charge Up 
Charm Gang Buster 
Charmcrepe Gendaleen 
Charm Pebble : Glass Wax 
Grande Baroque 
Graybar Mark O Matic 
Mavis Colo 
Maycraft 
Coco Cola Maycrest 
Code-O-Matic Maycourt 
Columbia Medanna 
Crown Mercirex 
Cube Steak Hershey Milateen 
Hi-Jinks Monobloc 
His Monolite 
His Commando Mont-O-Min 
His Excellency Morranium 
Dermene 
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Nursery Rhymes 
Nu-Zest 


Ocean Spray 
Oil-O-Matic 

On Watch 

Oregon’s Finest 

Oregon Fruit Products... 
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Pal 
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DIGEST OF CASES, 1950 — PART II 
TRADE-MARK ACT OF 1946 (LANHAM ACT) 


Lanham Act 
Section 


REGISTRABILITY. 


A. General. 


Section 2(c) of 1946 Act is made applicable to the supplemental register by section 26 
thereof. 

Under 1920 and 1946 Acts, composite mark consisting of the words “Arnold Brand,” 
appearing on a representation of a seal, below which appear the words “The Seal Of Quality” 
and the firm name of the registrant, held to signify the “Arnold” brand of tomatoes and not 
to indicate connection with petitioner having personal name “A. Arnold Brand” but having 
no connection with the tomato business. 148 


The only priority date provided in the International Convention for the Protection of 
Industrial Property and the Trade-Mark Act of 1946 is that based upon a prior foreign appli- 
cation for registration filed within six months from the filing date in this country. 


On facts of record, since applicant’s mark was registered in Switzerland in 1943 and 
application was not filed here until 1948, applicant held not entitled to benefit of priority date 
corresponding to prior foreign registration. 1115 


On facts of record, label, wrapper or container, as submitted, held not registrable on 
Principal Register under 1946 Act, though a number of elements of label would be proper 
subject matter for trade-mark registration. 

Repeated imprint of word “Picot” blending into background, held to constitute mere 
background rather than trade-mark use. 

Separate features of label alleged to be trade-marks should be so registered and not com- 
bined in a jumbled combination of various elements, as here. 

Primary question is whether or not the material presented is actually a trade-mark within 
the meaning of section 45, and functions as such. 870 


Question here involved is that of applicant’s right to register its mark; and if it resembles 
that of prior registration to extent specified in section 2(d), other registrations or uses by 
others would not affect the statutory requirement of refusal under that section, 





16 FORTY TRADE-MARK REPORTER 


Scope or possible extent of opposer’s rights under its registration or applicant’s right to 
use of its mark held not open to consideration in opposition proceeding. 241 


In proper case, courts may recognize right to registration of one part of composite mark. 

Requirement of the statute, that no mark shall be refused registration if goods of the 
owner may be distinguished thereby from goods of same class, is just as imperative as 
prohibitory provisions against registration enumerated under Section 5 of 1905 Act. 

Citation of authorities in registration cases is of little value except for whatever may be 


contained therein with respect to statement or application of principles of trade-mark 
law. 413 


In registration proceedings, previously decided cases are of little or no value because each 
issue must be adjudicated on its own individual facts and circumstances. . 420 


While 1946 Act permits registration of numerous trade-marks not registrable under 1905 
Act, there is nothing in new Act permitting registration of material which is not and does 
not function as a trade-mark. 

Definition of trade-mark in Section 45 of 1946 Act does not change fundamental nature 
of a trade-mark under prior Acts. 373 


Opposer may suggest ex parte refusal of application on ground applicant is not entitled 
to registration sought but opposer is not entitled to be heard in connection therewith. 

For purposes of ex parte action, allegations of notice of opposition need not be taken 
as true, nor as having any basis in, fact. 

On facts of record, applicants use of registration notice held proper and not to require 
any application of doctrine of unclean hands. 595 


While mere phonetic misspelling is not sufficient to confer registrability upon a descrip- 
tive term, where there is reasonable doubt that word would be regarded as made up of 
descriptive words, mark should be passed for publication and, in absence of opposition, 
registered under 1946 Act. 600 


Inclusion of non-registrable matter requires refusal of registration of composite mark, 
in absence of disclaimer, under 1905 Act. 

Since application was filed under 1905 Act, it is unnecessary to consider registrability 
of applicant’s mark, under 1946 Act. 602 


A trade-mark may consist of any symbol, emblem, device or words, but its office is to 
point out distinctly the origin of the article to which it is applied. 520 


Opposer’s long prior use of “Hydrolite,”’ limited to waterproofing compound, held not 
a bar to registration of same mark by another for casein paint, under 1905 Act. 

Court of Customs and Patent Appeals has only statutory jurisdiction and may not con- 
cern itself with question of unfair competition. 

Yale Electric Corporation v. Robertson, 26 F. 2d 972, distinguished 537 


In case of ambiguity in appearance and description of prior registration of third party, 
held it would be proper to give applicant benefit of doubt and permit its application to be 
passed for publication, and registered in the absence of opposition. 367 


Issue whether trade-mark is registrable or unregistrable as generic or misdeceptive, etc., 
becomes inter partes if raised by opposer or petitioner for cancellation. 347 


Examiner’s references to interviews with official of government agency in connection with 
determining question of registrability disregarded, but, in view of such references, case consid- 
ered reopened to extent that affidavits submitted by applicant after final refusal of registration 
are considered and held to form part of record. 368 
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“Duncan Electric Mfg. Co.,” used on name plate attached to goods, held merely a trade 
name and not a trade-mark. 

Corporate names fall within definition of “trade names and commercial names,” in 
section 45 of 1946 Act but no provision is made for registration of trade names as distinguished 
from trade-marks. 

If it were the intention of Congress to establish register for corporate, firm and other 
trade names, such intent would have been clearly stated. 731 


Defendant’s 1905 Act registrations, covering “Speed Clip” and “Speed Nuts” held invalid 
because descriptive. 

Validity of opposer’s registrations is not in issue in opposition and plaintiff’s right to 
register is not affected by invalidity of defendant’s registrations. 22 


On facts of record, disclaimer in application held insufficient in view of change in goods 
in connection with which mark is used. 820 


B. Descriptiveness 


One devising a new process or material and applying to it the obvious and apparent 
descriptive terms which would normally be applied thereto, does not thereby add distinctiveness 
to the term so used. 

Fact that an accepted abbreviation is used rather than the whole word does not change 
descriptive meaning. 

“Low Temp” held merely descriptive of alloys in various forms suitable for welding, 
brazing, soldering and hard-surfacing operations, under 1946 Act. 164 


The words “Brilliante Model,” accompanied by representation of a star from which rays 
emanate, held merely descriptive of clarinets, under 1905 Act. 


The word “Brilliante” held a mere misspelling of the word “Brilliant,” or of the musical 
term “Brillante,” either of which would be descriptive of clarinets. 

The word “Model” should be disclaimed in any event. 

Fact that star is included in applicant’s mark sought to be registered held insufficient 
to permit registration as a composite mark. 265 


(Case 1) “Dolls of the Month” held descriptive of dolls and inherently incapable of func- 
tioning as a trade-mark for dolls, under 1946 Act. 

(Case 2) “Dolls of the Day” held descriptive of dolls and inherently incapable of func- 
tioning as a trade-mark for dolls, under 1946 Act. 258 


The word “Giant” held merely descriptive of candy bars and unregistrable under 1905 
Act. 420 


“Inklings” held descriptive of contents of applicant’s periodical published for its 
employees. 413 


The word “Rite” held a misspelling of “write” and descriptive of pencils and pens, and 
therefore not subject to exclusive appropriation by any dealer in goods similar to those of the 
parties, under 1905 Act. 418 


*Soil-Bil-Der,” phonetic misspelling of “soil builder,” held generic term for materials 
useful in restoring or building up poor soil. 


Mere representation of a can with a powdered material flowing from it into a water-closet 
bowl, could not constitute a valid trade-mark for the product here involved. 114 


Applicant’s claimed mark, described as consisting of letter “O,” formed by affixing two 
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confronting C-shaped straps to top of piece of hand luggage, held merely a particular form 
of affixing added material customarily used to cover the metal fasteners holding the handle. 
Straps comprising opposer’s claimed mark held not to give impression of confronting 
“C’s,” nor considered together as an “O,” and held to constitute design rather than an indi- 
cation of origin; and whether merely ornamental or functioning as reinforcement, held that 
the design does not function as trade-mark. 1020 


For ex parte determination as to whether or not a word is descriptive as applied to a 
product, Examiner held entitled to refer to published materials including dictionaries, patent 
specifications, advertising material, books and other publications. 

Whether or not mark sought to be registered is descriptive or misdescriptive depends 
upon usage. 

While letters used alone or in combination with other features may function as trade- 
marks, if applicant’s mark consisting of the letter ““B” indicates to the public that applicant’s 
product contains vitamin “B,” it is descriptive and unregistrable. 140 


If name signifies certain physical and chemical properties of goods or indicates the method, 
result or characteristic of their use, it is merely descriptive. 372 


C. Surnames 


Failure of plaintiff to disclose to Patent Office that “Steccone” was a surname, in obtain- 
ing 1905 Act registration, held irrelevant. 40 


“Reeves” held dominant feature of composite mark and not registrable because primarily 
merely a surname, under 1946 Act. 


Fact that other meanings may exist does not necessarily indicate that a word would 
ordinarily have other than its primary meaning; and fact that lexicographers or others might 
recognize a possible unusual meaning, held not controlling. 


Affidavits submitted held insufficient to constitute showing of distinctiveness under sec- 
tion 2(f) of 1946 Act. 

Representations of swatches in composite mark held mere background for dominant 
surname; and question whether or not the swatches might independently constitute a trade- 
mark held not before the Commissioner for consideration. 79 

D. Supplemental Register 


The primary object in including the Supplemental Register in 1946 Act was to provide 
basis for obtaining foreign registrations. 

Provision for registration of labels as such, on supplemental Register, does not mean that 
a registrable trade-mark may not be applied in form of a label. 879 


§ 2. PLEADING AND PRACTICE. 


A. Section I(a). 

Registration heid properly refused under section 1(a) of 1946 Act because in none of 
specimens submitted does trade-mark shown in drawing appear; and therefore applicant has 
made no showing that mark sought to be registered has actually been used. 373 

B. Section 2(a) 
On facts of record, “Glass Wax” held not deceptive under Section 2 (a) of 1946 Act. 348 


C. Section 2(d) 


Same considerations as to establishing likelihood of confusion apply under Section 2(a) 
as under 2(d). 872 
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Mere use of a word appearing in opposer’s corporate name is not sufficient to require 
that opposition be sustained, in absence of showing that likelihood of confusion will result. 872 


Under section 2(d) of 1946 Act, question to be decided is whether or not applicant’s 
mark so resembles opposer’s mark as to be likely, when applied to applicant’s goods, to cause 
confusion or mistake. 

Fact that mark registered under ten year clause of 1905 Act is surname and would be so 
recognized, held necessarily and properly considered in determining question as to confusing 
similarity. 320 


Composite mark prominently displaying name “JOHNNIE WALKER” below picture of 
man with top hat, wearing monocle and smoking cigar, held confusingly similar to “JOHNNIE 
WALKER?” and fanciful figure of a man wearing top hat and monocle; and confusion as to 
source held likely to arise if registration of applicant’s mark were permitted for cigars in view 
of world-wide celebrity of opposer’s whisky marks. 

Section 2(d) of 1946 Act held intended to prevent such likelihood of confusion as to 
source of reputation. 862 


Consent of prior registrant may be given weight where there is at least arguable difference 
between marks but where they closely resemble each other, such consent cannot overcome 
statutory bar of Section 2(d) of 1946 Act. 

Particular caution should be exercised in accepting such consent where prior registration 
shows dates subsequent to those alleged by applicant. 475 


Notice of opposition held to allege in effect that applicant’s mark so nearly resembles 
that of opposer as to be likely, when applied to applicant’s goods, to cause confusion or mis- 
take, in accordance with section 2(d) of 1946 Act. 247 


D. Section 2(e) 
The word “Supersite” held descriptive of automotive vehicle lighting equipments and parts 
thereof. 


The word “Super” held descriptive of automotive vehicle lighting equipment and lamp 
bulbs. 262 


The word “Slax” held a phonetic spelling of the word “slacks” and merely descriptive of 
fabrics which may be used for making slacks. 


Mere misspelling does not avoid descriptiveness. 263 


Term which technically is misdescriptive may be a fanciful trade-mark and not descriptive, 
or deceptively misdescriptive, when used entirely arbitrarily in connection with a product. 


“Glass Wax” held barred from registration, under 1946 Act, by Section 2(e). 348 


“Noclamp” held merely descriptive of glues and not registrable on principal register, under 
1946 Act. 

Fact that clamps may, on occasion, be necessary in use of product, does not make mark 
registrable, since descriptive meaning of term is held that which is intended by applicant 
and would be accepted by the public and since section 2(e) of 1946 Act applies to misdescrip- 
tive as well as descriptive terms. 372 


E. Section 2(f) 


Applicant for registration under Section 2(f) of 1946 Act having burden of showing 
that mark has become distinctive, held to have failed to sustain that burden. 

Existence of applicant’s expired 1920 Act registration covering mark held not to indicate 
that mark attained any distinctiveness while such registration was in force. 
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On facts of record, agreements by others to discontinue use of term held not to indicate 
that mark was or has become distinctive. 

The number of adverse uses casts doubt upon allegation of distinctiveness and may tend 
to indicate that trade regarded term as open to use by anyone. 

On facts of record, long continued use alone held insufficient to indicate distinctiveness. 

If lack of confusion is to be considered as indicating distinctiveness, it must be clear that 
it resulted from a real difference in marks used; and prior registration and concurrent use for 
over twenty years of confusingly similar mark must be considered as negativing, to some extent, 
claim of substantially exclusive use and distinctiveness. 475 


(Cases 1 and 2) Long continuous use, no matter how extensive, held of no avail to con- 
vert phrase inherently incapable of functioning as a trade-mark into one which is distinctive. 

On facts of record, applicant held to have failed to sustain burden of showing that mark 
has or could become distinctive of its goods. 

(Case 1) On facts of record, if there were any doubt that the words sought to be regis- 
tered are completely lacking in trade-mark significance and incapable of functioning as a 
trade-mark, held that it would be necessary to refuse registration under section 2(f), due to 
use of substantially similar marks by others during the five years preceding the filing of the 
application. 258 


Applicant having taken no testimony, held restricted to its filing dates and to have failed 
to prove substantially exclusive and continuous use in commerce for five years next preceding 
filing dates of its applications. 

On facts of record, opposer held to have established priority of use of “Hershey” and 
“Hershey’s” on chocolate and chocolate products but not to have sold any tobacco products, 
and whether opposer has right to enter tobacco field held questionable in view of transfer 
of non-chocolate activities of opposer’s predecessor to third party. 337 


“Glass Wax” may be at most misdescriptive in sense that such suggestion of deceptive- 
ness may be overcome by showing of distinctiveness under Section 2 (f). 

While it is not necessary for applicant to rely on trade-mark use for a five-year period 
under Section 2(f), and record shows that “Glass Wax” may have come to identify appli- 
cant’s product, Examiner has no jurisdiction to pass on registrability of “Glass Wax” under 
Section 2(f), in present proceeding, since applicant does not seek registration under Section 
2(f). 

Reference to Section 2(f) in petition to make application special, held not sufficient to 
bring application under that section. 348 


On facts of record, applicant held to have failed to establish distinctiveness of mark by 
affidavits and exhibits submitted. 373 


Burden of establishing distinctiveness under section 2(f) is on applicant. 

More than exclusive use is required to establish distinctiveness in case of highly descrip- 
tive marks; the mere fact that others may not have used term is not sufficient to establish that 
it may be recognized as a trade-mark. 

That word may be a trade-mark though used with other marks is well established, but it 
must be used in such manner that it will be so recognized. 

Fact that others in the business, familiar with applicant’s commercial practices, associate 
mark with applicant does not indicate that it would be so recognized by the purchasing 
public. 369 

Motion to dissolve interference should be granted on ground interference was irregularly 
declared unless applicant promptly removes allegations of substantially exclusive use, under 
section 2(f). 

If applicant’s mark so nearly resembles those of prior registrations that, as applied to the 
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products, there is likelihood of confusion or mistake, there can not have been substantially 
exclusive use on part of applicant, providing other marks are still in use. 

Applicant should be required to elect; if applicant wishes to retain claim of substantially 
exclusive use, mark should be refused registration on ground that showing is insufficient in view 
of prior registrations; if applicant wishes to continue the interference on ground of priority, 
the allegations of substantially exclusive use should be eliminated from the application. 706 


F. Section 6 


While there was no express statutory provision for disclaimers, under 1905 Act, the new 
Act makes specific provision for such disclaimers. 


If applicant’s contention is correct, that the swatches in composite mark constitute proper 
subject matter for registration, disclaimer or elimination of “Reeves” as required by section 6 
would appear to be proper procedure. 79 


G. Section 12(c) 


Where the particular goods on which the mark is used are set out in detail in original 
registration under 1905 Act, the 1946 Act requires that, for purposes of republication under 
Section 12(c), the applicant points out on which of the specific items listed the mark is now 
in use. 

Applicant for republication held not entitled to use general description “canned fruits” 
and “canned vegetables” where original registration sets forth particularized description of 
the goods as “canned fruits—namely, pears, grated pineapple, sliced pineapple, etc.; canned 
vegetables—namely, stringless beans, red beans, kidney beans, etc.” 


H. Sections 13 and 47(a) 


Commissioner held to have no authority to extend time within which notice of opposition 
may be filed to application under 1905 Act, where no action has been taken to bring applica- 
tion under 1946 Act. 

Section 13 of 1946 Act and Rule 20.2, authorize Commissioner to extend time for filing 
notice of opposition for good cause shown held to apply only to applications under 1946 Act. 

By terms of Section 47(a) of 1946 Act where no action is taken to bring under 1946 Act 


an application previously filed under 1905 Act, the prosecution of such application must 
be proceeded with in accordance with 1905 Act. 1118 


I. Sections 14(d) and 46(A) and (B) 


When language of a statute is plain and unambiguous it must be held to mean what it 
expresses. 


Construction of 1946 Act beyond its specific provisions is forbidden by express provisions 
of section 46(a) of the Act. 

Registrations under 1905 Act, by provisions of section 46(b) of 1946 Act, are generally 
subject to provisions of 1946 Act and automatically entitled to all its benefits except as limited 
in sections 8, 12, 14 and 15. 

Legislative history of 1946 Act held to demonstrate intent of Congress not to give F. T. C. 
broad jurisdiction sought to be exercised here. 252 


F. T. C. held to have no authority, under section 14(d) of 1946 Act, to apply to cancel 
1905 Act registrations, irrespective of whether such registrations were republished under 
section 12(c) of 1946 Act. 


F. T. C. authority to apply for cancellation of registrations held expressly limited by 
section 14(d) to marks registered on principal register, established by 1946 Act. 


Section 14 is one of the sections specified in section 46(b) as having only limited applica- 
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tion to 1905 Act registrations, and 1905 Act registrations are not mentioned in proviso of 
section 14(d), under which these proceedings were brought. 252 


J. Sections 16, 26 and 46(b) 


Application on Supplemental Register held not subject to interference, as section 26 of 
1946 Act excludes Supplemental Register from operation of section 16. 

By terms of section 46(b) of 1946 Act, registrations under 1920 Act have status of 
Supplemental Registrations and therefore 1920 registrations are not subject to interference 
under 1946 Act. 1121 


K. Section 21—R. S. 4915 


It is clear from Section 21 of 1946 Act that Commissioner of Patents is not necessary 
party to inter partes proceedings under R. S. 4915, but he may at his option intervene. 347 


L. Section 23 


“It’s Ripe Tobacco!” held incapable of distinguishing applicant’s cigars and not regis- 
trable on Supplemental Register, under 1946 Act. 

Use of “It’s” in connection with generic term “Ripe Tobacco” does not change the char- 
acter of the mark. 

Long continued use might be persuasive in a proper case, but in connection with this 
term, as used on applicant’s labels, it only indicates continuing use of a laudatory phrase. 75 


“Configuration of goods” is not defined by 1946 Act; but to be registrable on Supple- 
mental Register, Section 23 requires that it be capable of distinguishing the applicant’s goods. 

If test to be adopted is that configuration of goods must be bizarre, then to be registrable 
it must be so bizarre, unique or unusual as to be recognized by the public as distinguishing 
applicant’s goods and indicating source. 

Question of what is ornamental held not to govern, since if capable of distinctiveness, one 
which was grotesque would be as much entitled to registration as an attractive or ornamental 
design. 

Shape of configuration of goods held not distinctive; nor is there any indication that com- 
ponents of the composite are or would be regarded as indicating origin. 

Whether or not apparatus such as applicant’s can be distinctive in sense required by 
Section 23 is questionable, as configuration of goods may mean form of particular part of 
characteristic as well as overall shape. 

To extent that previous unfair competition cases may be pertinent, they appear to indi- 
cate that only configuration of characteristic, non-functional features rather than the entire 
article must have been intended by “configuration of goods.” 

Where subject matter is of nature which would clearly be subject to protection under 
the Patent Law, if otherwise eligible, held it would seem clear that the appearance of the 
article should not be registered as a trade-mark. 377 


M. Section 33(b) 


If a trade-mark owner’s use of his incontestable mark is subject to defense specified in 
section 33(b) of Lanham Act, held that a fortiori plaintiff’s mark which lacks status of incon- 
testability must be subject to same defense. 


On facts of record, motion to strike fifth defense granted with leave to amend so as to 
allege use of trade-mark to violate anti-trust laws. 830 


N. Section 42 


Upon filing of notices of opposition to tentative recordation of trade name “Sterling 
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Polish Company” and upon applicant’s notification to Department of its desire to withdraw, 
application for recordation considered as abandoned. 609 


O. Section 43(a) 


Section 43(a) of Lanham Act should be construed to include only such false descriptions 
or representations as are of substantially the same economic nature as those involving infringe- 
ment or other improper use of trade-marks. 

Allegation that members of public are misled into purchasing at defendant’s store in 
mistaken belief that they are conferring a benefit upon a certain labor organization held not 
to state cause of action under section 43(a) of Lanham Act. 

In absence of diversity of citizenship, complaint dismissed for failure to state cause of 
action under either federal statute upon which plaintiff relies, viz., Federal Trade Commis- 
sion Act and Trade-Mark Act of 1946. 33 


P. Sections 44(g) and 44(h) 


Sections 44(g) and 44(h) of 1946 Act held not pertinent as dealing with rights of 
foreign nationals and not relating to registrations. 872 


Q. Section 47(a) 


Since application was filed under 1905 Act, and applicant has not sought by amendment 
to bring it within Section 47(a) of 1946 Act, application must be considered in light of 1905 
Act. 424 


§ 3. CoNnsTRUCTION OF STATUTES 


In construing federal statute, weight should be given to reviser’s notes included in com- 
mittee reports when the legislation was before Congress. 


Implied repeals are not favored and should be avoided if a reasonable construction so 
permits. 960 


II. TRADE-MARKS AT COMMON LAW 
§ 1. Nature oF TraDE-Mark RIGHTS 


It is well established that trade-mark rights grow out of use of a particular mark, not 
its mere adoption; and mark is not the subject of property except in connection with an 
existing business. 

Validity of plaintiff’s 1905 Act registration of mark, not considered on present motion 
for preliminary injunction. 431 


It is well established that more than one trade-mark may be used upon the same label. 431 


Exclusive rights of owner of a trade-mark grow out of his use of the trade-mark and not 
out of its mere adoption. 

On facts of record, plaintiff’s disclaimer in one registration, and description of plaintiff’s 
goods in another under 1905 Act, held to limit plaintiff’s right to exclusive use of name 
“Benrose”’ to fabrics of character described in the registrations as distinguished from upholstery 
fabrics. 664 


Manufacturer of machines for tenderizing meat has no trade-mark rights in mark as applied 
to meat which it has never sold or with which it has never been associated. 

Fact that applicant was first to use mark held immaterial. 

On facts of record, whatever applicant may have intended words to mean or whatever 
their meaning may have been initially, “Cube Steak” held now generic as applied to meat, 1023 
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The law of trade-marks stems from the law of unfair competition. 


Registration of trade-mark does not in itself confer any greater rights than existed at 
common law. 


At best, registration is but a method of recording, for purpose of serving notice of claims 
of ownership and informing the public and dealers with reference thereto. 1003 


Function of trade-mark is to identify ownership of article to which it is affixed; and hence 
it is a symbol of good will. 1003 


A trade-mark must be used on the commodity or its container; it must be physically 
affixed thereto. 


Irrespective of validity of registrations, if one has built up a “secondary meaning” through 
the use of a trade name or trade-mark, such use will be protected against unfair competition. 


A trade name acquires a secondary meaning when it identifies the product in the mind 
of the public as that of a particular producer. 


On facts of record, plaintiff held to have built up a secondary meaning in defendant’s 
surname “Steccone” which is entitled to protection. 


Licensee under a patent may acquire trade-mark rights enforceable against licensor. 40 


Mere fact that one person has adopted and used trade-mark on his goods does not prevent 
adoption and use of same mark by others on articles of different description. 


Right to use of trade-marks names depends upon laws of the states. 

Law of state in which infringement is asserted governs. 

In absence of state authorities, common law principles of general application govern. 

Defendant’s right to use of name and mark must be determined as of date of his 
first use. 573 

How the public would regard use of mark on goods rather than intent of the user held 
controlling. 


Upon facts of record “$AFETY PAY$,” as used by applicant on books of matches, held 
not to conform to definition of trade-mark in 1946 Act, and not to function as means of 
identifying applicant’s goods. 733 


§ 2. Wuat May Be A Trape-MarkK 
A. Words and Marks Capable of Exclusive Appropriation 


(1) Particular Instances 


“Coca-Cola” held a well-known trade-mark which has attained universal recognition, 
entitled to broad rights when considered in its entirety. 461 


In oppositions the ultimate issue is the statutory right to register and the question of 
right to use is not involved. 


Each case must, however, be considered in the light of its own circumstances. 461 


“Servel” held a coined, arbitrary, technical trade-mark for household refrigerators, refrig- 


eration apparatus, condensing units, air conditioners, paints, enamels, publications, etc., under 
1905 Act. 413 


Registration of “Servel” as trade-mark for periodical held not a mutilation of mark as 
used by applicant in conjunction with the word “Inklings.” 413 


The letter “O” might constitute trade-mark, if properly affixed or recognized as such. 


On facts of record, straps on luggage held not to form a letter “O” which would be 
recognized as such. 1020 
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Pictorial representation of a woman pouring the contents of a can into a watercloset bowl 
held not merely descriptive of plaintiff’s product but original, arbitrary and fanciful, under 
1905 Act. 113 


On facts of record, the letter “B” held neither descriptive nor misdescriptive of composi- 
tion containing chemical ingredients for strengthening, feeding and promoting the develop- 
ment of cut plants and flowers, under 1905 Act. 

Since opposition has been dismissed, any doubts should be resolved in favor of applicant. 

On facts of record, applicant held to have failed to establish such injury as to entitle it to 
cancellation of opposer’s registration. 140 


The word “Beam” held the significant portion of applicant’s mark and not descriptive of 
electric air-circulating fans, under 1905 Act. 

“Air Beam,” the word “Air” being disclaimed, held confusingly similar to “Sunbeam,” 
used on identical goods, under 1905 Act. 166 


The letter “V,” as applied to food products, held an arbitrary mark having no specific 
or generally recognized meaning. 721 


Both the word “Flexees” and the word “Fixies” held arbitrary marks as applied to girdles, 
corsets, etc. 866 


“Alligator” held an arbitrary trade-mark for raincoats. 

Tobacco and tobacco products, viz., smoking tobacco, chewing tobacco, cigars, cigarettes 
and snuff held so different in every essential characteristic, from raincoats that confusion as 
to source is not likely even when the same mark is used thereon. 872 


“His” held to be used in arbitrary sense and valid technical trade-mark as applied to 
toilet preparations. 715 


B. Words Incapable of Exclusive Appropriation 


(1) Particular Instances 


The word “slack,” forming part of respondent’s mark “Slackfrost,” held merely descrip- 
tive as applied to slacks and shirt ensembles, under 1946 Act. 709 


“Rex,” while valid technical trade-mark, is commonly used and widely registered as 
trade-mark by numerous people, and also commonly used to signify superior quality. 534 


While known mark cannot be appropriated and rights cannot be acquired by mere 
addition of words, syllables or other features which leave known mark recognizable as perma- 
nent feature of new mark, held that inclusion of syllable “rex” in applicant’s mark cannot 
be considered as appropriation of opposer’s mark. 


There is no particular color combination associated with appellant’s products; and it is 
elementary that a color or container cannot be a trade-mark. 

District court’s holding that there can be no trade-mark in a package, the shape of a 
bottle, or a letter of the alphabet affirmed. 304 


“Foilrapp” held descriptive of aluminum foil in packaged roll and flat sheet form, under 
1946 Act. 

Mark does not have to be descriptive of all intended uses of goods to which it is applied 
to be descriptive as a matter of law; that it is descriptive of a stated use is enough to render 
it unregistrable, on Principal Register. 

It is well settled that words used in combination, even though not found in the dictionary 
or elsewhere in the precise combination in which they appear in the mark, may be the correct 
nomenclature for a particular thing. 1119 
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While the word “Star” may be referred to as a “weak mark,” such words are accepted 
as valid trade-marks; and “Star” is not descriptive of hosiery. 592 


“Balgrip” held neither merely descriptive nor misdescriptive of spectacle frames and 
mountings, under 1946 Act. 600 


“Lanolin Plus,” the word “Lanolin” being disclaimed, held descriptive of toilet and 
laundry soaps, under 1905 Act. 1106 


“Best Rum Bar None” held a mere laudatory statement designating high quality or char- 
acter and as such inherently incapable of indicating source or origin. 60 


“Cube Steak” held generic as indicating a type of meat; and being generic as to meat 
processed on applicant’s machines it is equally generic as to applicant’s machines for tenderizing 
meat, under 1946 Act. 

If “Cube Steak” is descriptive of the product, it would indicate the use of the applicant’s 
machine and also be descriptive thereof. 1023 


If mark is generic it cannot become distinctive and is therefore unregistrable, under 
section 2(f) of 1946 Act. 

If there were doubt as to generic nature of mark, “Cube Steak,” held mark is merely 
descriptive and, on facts of record, applicant held to have failed to establish that mark has 
become distinctive. 1023 


Neither party is entitled to exclusive use of common word “Unknown” as a reference to 
the weird and mysterious. 704 


While the word “Toyland” is a term in the public domain broadly descriptive of toy 
departments and toy stores, held that it is not descriptive of dolls in general, or of any other 
toy for sale in the toy department of any store, and therefore is subject to appropriation and 
registration as a trade-mark, under 1905 Act. 785 


In view of the many prior registrations containing the prefix “Sulfa” and the suffix “dine,” 
held that the prefix “Sulfa” and the suffix “dine” are neither distinctive nor the dominant 
parts of defendant’s marks “Sulfathalidine” and “Sulfasuxidine” and cannot be relied 
upon by defendant to establish distinctiveness of these marks. 128 


“Botany” held not descriptive of soaps if they contain vegetable oils and not misdescrip- 
tive thereof if they do not contain such oils, under 1905 Act. 107 


The word “zero” held incapable of being appropriated for exclusive use by any applicant 
with respect to clothing designed to be used in cold weather. 790 


On facts of record, in competitive field occupied by plaintiff and defendant, use of 
color, including colored stripes, as background on labels, held functional and descriptive. 

As a rule, color cannot be monopolized to distinguish a product except in connection 
with some definite arbitrary symbol or design. 520 


“Super” held descriptive of metal castings, under 1946 Act. 599 


On facts of record, “U-Flex’”’ held descriptive of vehicle piston rings, but if otherwise 
registrable, this would not prevent registration on Supplemental Register under 1946 Act. 

On facts of record, applicant would be entitled to benefit of doubt as to whether or not 
mark is generic, if otherwise registrable. 608 


“Crown” held merely descriptive of military caps, under 1905 Act. 680 


Mark consisting of series of parallel alternating dark and light stripes of approximately 
equal width on surface of batteries or battery cartons, held merely background dress of goods, 
having no trade-mark significance and incapable of functioning as such. 
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Color alone does not function as a trade-mark and where it constitutes only a background, 
as distinguished from an element of a design, it has never been recognized as such for regis- 
tration purposes or otherwise. 


The Barbasol Company v. Jacobs, 160 F. 2d 336, distinguished. 373 


“The Playground” held descriptive of subject matter contained in applicant’s magazine 
and therefore not registrable under 1905 Act. 425 


Plaintiff held to have established that its trade name ‘‘Radio Shack” identified its business 
to customers and users of radio equipment. 211 


The word “Pebble” held merely descriptive of the type of surface on fabric or leather and 
therefore unregistrable, under 1946 Act, for piece goods. 367 


§ 3. TitLe To A TRADE-MarkK 
A. Assignments 


Certified copies of recorded assignments, in chain of title from predecessors to opposer, 
held prima facie proof of opposer’s ownership of registration. 71 


On facts of record, held that partial assignment to opposer was not in gross, and that 
opposer’s answer to interrogatories, admitting that its assignor continued to market vitamin 
concentrates under other marks after assignment of one mark to opposer, cannot be construed 
as overcoming prima facie validity of assignment. 71 


On facts of record, purported assignment held a mere naked transfer of title to mark 
by which no actual good-will was acquired by assignee but which amounted to an abandon- 
ment by assignor. 458 


On facts of record, purported transfer referring to “good will and all kinds of tangible 
assets” held an assignment in gross which included no good-will and therefore junior party 
is not entitled to rely upon any date of use prior to its own use of mark. 1012 


B. License 


Owner of a trade-mark wishing to license its use to another and still retain rights stem- 
ming therefrom must maintain control of nature and quality of goods of licensee bearing 
mark. 

On facts of record, defendant neither exercised nor attempted to exercise such control. 40 


Patent licenses transferring to licensee the goodwill, trade-marks, trade names and trade 
rights, together with a list of customers, and providing that the licensee shall reassign to 
licensor all such goodwill, trade-marks, and trade rights upon termination of the license, held 
to constitute a complete abandonment by licensor and unless use of mark was continued by 
licensee nothing was left to revert to licensor. 


On facts of record, licensee, having made no use of mark assigned, held to have com- 
pleted the abandonment by its action. 330 


C. Abandonment 


On facts of record, registrant’s course of conduct causing the word “Escalator” to lose 
its significance as an indication of origin held demonstrated by meaning of the word to the 
general public resulting from registrant’s own use of the word as a generic and descriptive 
term in patents, in its advertising addressed to the trade, and in standard safety code prepared 
by committee upon which registrant had responsible representatives who made no protest. 326 


Trade-mark rights may be lost by changing ingredients of product to which it is applied, 
under such circumstances that its use on changed product would result in deception. 820 
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§ 4. INFRINGEMENT 
A. Confusing Similarity 
(1) General 


In determining question of confusing similarity, marks must be considered in their entireties 
and descriptive or disclaimed material cannot be entirely disregarded. 74 


Concurrent use for long period of time might overcome any presumption of similarity 
arising from examination of the marks; but such conclusion could not be drawn unless marks 
differed to substantial degree. 866 


Likelihood of confusion of the public as to crigin of goods, because of similarity of 
marks, is test applied in opposition proceedings as w<'! 2s trade-mark infringement and unfair 
competition suits. 526 


Fact that opposer has used “Charm” in a number of combinations does not mean that 
it has right to prevent registration of any mark including that word. 

In determining question of likelihood of confusion, opposer’s marks as applied to par- 
ticular goods must be separately compared with that of applicant; and in this connection 
it is proper to consider the specific differences in the goods. 589 


In determining question of confusing similarity, the marks must be considered in their 
entireties and descriptive or disclaimed material may not be disregarded. 

The so-called doctrine of cumulative dissimilarities cannot be applied where the goods 
possess the same descriptive properties and the marks considered in their entireties closely 
resemble each other. 153 


Where similarity of marks is under consideration, each case must be determined on its 
own facts. 

In determining question of confusing similarity, marks must be considered in their 
entireties; and any doubts should be resolved against newcomer. 718 


As applied to identical goods, alleged weakness of part of opposer’s mark would not 
prevent confusion from concurrent use of applicant’s mark, if they are confusingly similar. 592 


Similarity in sound alone has been held sufficient to give rise to reasonable likelihood of 
confusion. 592 


Where products not only possess the same descriptive properties but are identical except 
as to price, this difference cannot be considered sufficient to avoid or lessen likelihood of con- 
fusion between marks used thereon. 588 


The similarity of names which causes confusion is largely a matter of impression. 
Similarity may be visual or auditory. 240 


Fact that applicant’s hair dressing is sold only through beauty parlors as distinguished 
from drug stores and like vendors handling opposer’s shaving cream held insufficient to 
avoid likelihood of confusion. 

Question is not one of confusion between the goods as such, but the likelihood of con- 
fusion as to the source of the involved products of the parties. 787 


That confusion may result from similarity in any one of the elements of sound, appear- 
ance, or meaning, is well established. 

Prior decisions as to similarity of marks are seldom controlling and minor differences and 
facts may result in different conclusions. 856 


Side-by-side visual comparison held not the test of confusing similarity. 107 
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Under section 2(d) of 1946 Act question is whether applicant’s mark so resembles 
opposer’s as to be likely when applied to applicant’s goods to cause confusion or mistake or 
to deceive purchasers. 

Under this test similarities or differences between both the marks and goods must be 
considered. 

Question is not whether there would be confusion as to products themselves, but whether 
or not there might be confusion as to source or origin. 724 


In determining question of confusing similarity under 1946 Act, cases decided under 
1905 Act are pertinent to extent that they considered question of likelihood of confusion. 

Cases decided under 1905 Act held inapplicable under 1946 Act, to extent that they 
pass upon question whether goods possess the same descriptive properties. 

When the marks are identical, there is greater likelihood of confusion even though there 
are arguable differences as to the goods. 

In determining whether there is likelihood of confusion, many elements are properly 
considered, including among others: use, appearance, composition and structure of articles 
and places or people to whom they are sold. 

Fact that applicant’s mark has been used for many years without any confusion held 
entitled to some weight, but in view of close relationship between the goods, held not 
determinative. 

While fact that previously registered mark is “weak” and used on many products would 
be entitled to consideration where both the mark and goods differ, held it cannot permit 
registration of identical mark for closely related goods of similar species within the same 
general category. 604 


While side by side comparison is not the test of confusing similarity, visual comparison 
of marks presented may emphasize similarity. 

When goods are as close as those here involved, casual purchaser relying upon recom- 
mendation or recollection might be confused by similarity of marks. 


Standard Brands Inc. v. Eastern Shore Canning Co. Inc., 172 F. 2d 144 distinguished. 721 


Under section 2(d) of 1946 Act, question is whether respondent’s mark so nearly re- 
sembles that of petitioner as to be likely when applied to respondent’s goods to cause confusion 
or mistake or to deceive purchasers. 

Similarities or differences between both the marks and the goods must be considered; and 
doctrine of “cumulative differences” applies. 

In determining question of confusing similarity, marks must be considered in their 
entireties. 870 


Likelihood of confusion from similar marks is largely matter of opinion; and prior 
decisions are of little value because each case must rest upon its own distinctive facts. 680 


In view of decision that the goods of the parties possess the same descriptive properties, 
doctrine of “cumulative dissimilarities” does not apply. 

The sound of marks alone is sufficient to render confusion likely, though precise pro- 
nunciation which the public will give to a trade-mark cannot be determined. 159 


In determining question of confusing similarity, side-by-side comparison of marks and 
detailed scrutiny of labels bearing marks held improper. 

“It is a fallacy to break the fagot stick by stick”; and marks should be considered in their 
entireties in determining question of confusing similarity. 534 


In determining question of confusing similarity, the marks must be considered in their 
entireties. 715 
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Where applicant has appropriated word which is full equivalent of opposer’s mark, and 
made it a substantial element of its mark, it cannot remove likelihood of confusion by mere 
inclusion of additional material. 1010 


Prior registrations of similar marks are without effect in considering the question of 
confusing similarity. P 1121 


Likelihood of confusion cannot be avoided by a newcomer adopting an essential part 
of a mark formerly used by others and merely adding to it or removing portions from it. 143 


Marks must be considered in their entireties in determining question of likelihood of 
confusion; and particularly where mark widely used for many years is involved, effect of com- 
bination of elements of disclaimed descriptive portion, script style of lettering, and color must 
be considered. 463 


In determining question of confusing similarity, the marks must be considered in their 
entireties, and even unregistrable or disclaimed material may not be completely disre- 


garded. 318 


While side-by-side comparison or careful enunciation of the terms would differentiate, this 
is not the test of confusing similarity since the purchasing public does not make such close 
distinctions. 

Similarity in sound alone may be sufficient to create likelihood of confusion. 453 


Composite mark consisting of representation of broad arrow, having wings with lines 
simulating flight, with the word “Speed” taking up nearly all space of shaft held confusingly 
similar to “Speed Nut,” “Speed Clip,” the word “Clip” being disclaimed, and to “Speed Nuts” 
with design, the word “Nuts” being disclaimed, used on similar goods, under 1905 Act. 22 


B. ConcurRENT USE 


Where two parties independently employ same mark in separate, wholly remote markets, 
question of prior appropriation is legally insignificant, unless second comer selected mark 
with same design inimical to the interests of the first user, i.e. adopted it in bad faith, or at 


the time of second comer’s adoption of mark the first user had “secondary meaning,” “good 
will” or “reputation” in territory where second comer employed the mark. 
Area to which trade-mark is restricted depends upon facts of each case. 573 


If considered as application for concurrent registration, application held defective in not 
specifying area for which applicant seeks registration, as required by section 1, of 1946 Act. 


Opposer not having received required statutory notice, question of concurrent registration 
should not be considered inter partes but certain phases will be treated ex parte. 


Concurrent registration differs from registration by related company, under section 5, 
in that use by either concurrent user does not inure to benefit of other. 


On facts of record, confusion or mistake held likely to result from sale of same products, 
under same mark, in same area; and therefore registration as a concurrent user is impossible 
under requirements of section 2(d) of 1946 Act. 1092 


Where on facts of record, in 1938 trade-mark was first used in far western states by 
T and S, who formed Oregon corporation which was later abandoned; and T continued use 
of mark in far west until 1923, part of the time buying from S who had previously gone to 
Chicago, where S continued use of mark; and T with H in 1941 having formed Washington 
corporation (defendant); which continued use of mark in far west; and T with S in 1943, 
while still connected with defendant, having formed partnership in Chicago, which continued 
use of mark; and T in 1944, having sold his interest in defendant to H; and about the same 
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time T having acquired interest of S in Chicago partnership and organized Illinois corporation 
(plaintiff), which continued use of mark, held that plaintiff may not exclude defendant from 
its concurrent right to use of mark. 407 


§ 5. Suits ror INFRINGEMENT 
A. Pleadings and Practice 


Test of trade-mark infringement is whether there is deceptive similarity to such an 
extent as to lead to confusion in the purchaser’s mind in comparing the accused mark with 
the purchaser’s assumed memory of plaintiff’s trade-mark. 

In applying test and weighing possibilities, common sense must prevail over technical 
niceties. 1003 


Lack of interference in fact because of differences in marks and similar points held 
peculiarly within discretion of Examiner to decide. 706 


Priority may be established by testimony entirely or principally orally, provided it is 
straightforward, clear and convincing. 

Where applicant’s records for years prior to 1940 were destroyed in ordinary course of 
business, testimony of those who sold, packed, and shipped the goods and saw them in stores, 
specifying in detail the marking and the sale of the products under the mark in question, cor- 
roborated to a substantial extent by catalogs, held to establish use of the mark involved since 
prior to any date claimed by senior party. 714 


On facts of record, testimony of junior party and alleged predecessor as to use and 
transfer of mark held indefinite, unsatisfactory and insufficient for determination that any 
good-will existed which could be assigned at date of purported transfer. 


Junior party held to have failed to establish priority. 1012 


Abandonment of prior application by junior party, under 1905 Act, for registration of 
same mark, after refusal on ground of descriptiveness, held not res judicata upon which senior 
party may rely, because same issue is not involved in present interference. 

If contention of senior party as to descriptiveness were adopted, it would be necessary 
to refuse its registration of the same mark. 322 


Plaintiff, having the burden of showing affirmatively that the alleged infringing mark was 
used in interstate commerce, or in intrastate commerce which substantially affected interstate 
commerce, held neither to have pleaded nor proved it. 

Defendants operating local retail stores held to have made intrastate sales exclusively, 
with the exception of sporadic and isolated instances held not to affect substantially interstate 
commerce. 228 


Refusal to register “Charm Pebble” as trade-mark for piece goods, in absence of dis- 
claimer of “Pebble” held proper. 367 


Examiner’s requirement of disclaimer of “Rite” in the mark “Rite-Craft” held proper. 418 


B. Relief 


In computing deductions for (a) cost of sales, (b) salesmen’s salaries and expenses, (c) 
general sales office expense, and (d) general and administrative expense, such deductions 
should not be made on basis of allocation of all such costs incurred by Century regardless of 
whether manufacture and sale of “Dixie Dew” whiskey increased such costs. 


Century is not entitled to deduction for interest on investment. 221 








32 FORTY TRADE-MARK REPORTER 





Continental is not entitled to any part of terminal profit received by infringer, Century, 
upon sale of its business. 

Federal income and excess profits tax payments held not permissible deductions in case 
of deliberate wrong-doing. 

Century held entitled to allowance for salesmen’s salaries and expenses as found by 
master. 221 


Century held to have sustained its burden of proving that part of its “Dixie Dew” profits 
were not due to infringement of “Dixie Belle.” 


Infringer undertaking to show profits were not due to infringement held not required to 
establish that fact beyond all doubt. 221 


III. REGISTRATION OF TRADE-MARKS 
§ 1. Errect oF REGISTRATION 


“Nursery Rhymes” held not descriptive of dolls generally but highly suggestive of a 
class of dolls in particular. 


Suggestive mark “Nursery Rhymes” held generic to the specific marks registered to 
opposer, each of which is individually suggestive of a segment of the group of which applicant’s 
contested mark is suggestive. 


Opposer has no right to contest ex parte rejection of applicant’s mark. 


Commissioner of Patents has right and duty, in safeguarding public, to decide whether 
applicant has right to registration without reference to issues raised in notice of opposition. 972 


With certain specific statutory exceptions, application for registration is assertion of claim 
of exclusive right to use trade-mark. 


“Related company” constitutes an exception, under 1946 Act, by which registration is 
permitted, though more than one has the right to use of mark. 


If Don Baxter, Inc. were held to control Baxter Laboratories, Inc., in respect of nature 
and quality of goods upon which mark is used, use by the latter would inure to benefit of 
former. 


On facts of record, Don Baxter, Inc. held not to control nature and quality of goods 
on which Baxter Laboratories uses mark “Baxter” and hence the two are not “related com- 
panies” within 1946 Act. 1092 


Registration of “Trigs” held not to constitute mutilation of respondent’s mark, nor 
registration of only portion thereof, where “Carter’s’” appears on labels with “Trigs” but 
separated from it and in a different size and type. 458 


Plaintiff’s 1946 Act registration held to confer no broader rights on plaintiff than its 
registrations under 1905 Act, because plaintiff’s rights to exclusive use of its registered mark 
are limited to those fabrics on which the mark has been and is being used in plaintiff’s 
business, 7.¢e., fabrics of a character adapted for personal wear. 664 


While existence of third party registrations covering part of mark is some evidence of 
common usage of that part, they do not strengthen applicant’s rights to registration 592 


Under 1905 Act there was no statutory provision authorizing disclaimer of unregistrable 
subject matter, although practice grew up in Patent Office and was approved by Supreme 
Court in Beckwith case. 


Harsh results, however, were sometimes involved in use of disclaimer, under 1905 Act, 
due to holdings that matter once disclaimed could never be reclaimed. 
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Section 6 of 1946 Act remedies deficiency in former practice by providing that Commis- 
sioner shall require disclaimer of unregistrable matter, but that disclaimer shall not prejudice 
rights then existing or thereafter arising the disclaimed matter. 413 


Applicant’s registration under 1920 Act held not to constitute prima facie evidence of 
ownership or use of mark by applicant. 


In absence of other proof, applicant can not contend that any date of use prior to its 
filing date has been established. 729 


Appellant having admitted issuance of registration to appellee’s predecessor, held to have 
recognized prima facie ownership in him. 

Recorded assignment to appellee held evidence of appellee’s ownership and use of mark, 
in the absence of contrary evidence. 542 


§ 2. RecisTRABLE MARKS 
A. Registrability in General 


Court in 4915 suit should not compel Patent Office to grant registration where courts 
would decline to protect mark even if registered. 820 


Decision in prior cancellation proceeding, under 1920 Act, held based upon conclusion 
that, despite some related use, whisky and cigars could not be held to have same descriptive 
properties. 

Decision in prior cancellation proceeding, under 1920 Act, held not based on likelihood 
of confusion as term is now used in 1946 Act. 862 


Whether a picture can be a trade-mark for goods depends upon the same test applied in 
determining whether words can be trade-marks. 


Test of validity at common law is also test for registrability under 1905 Act. 


Composite mark is valid if in addition to merely descriptive element it also contains 
fanciful or arbitrary elements sufficient to give it enough individuality, so that viewed as an 
entirety it performs function of pointing distinctively to origin of goods. 113 


B. Descriptive and Generic Terms 


“Colorprint” held incapable of distinguishing maps and atlases, does not function as a 
trade-mark, and is therefore unregistrable under Section 2(f) of 1946 Act. 

Natural meaning of terms sought to be registered is that applicant’s maps are printed in 
color, or are colored prints of particular map. 368 


“The Sulphur That Fumes” held unregistrable on Supplemental Register, under 1946 
Act, as incapable of distinguishing applicant’s sulphur or sulphur compound because generic 
in nature and used merely to call attention to a property of the product and it would be 
equally applicable to the product whatever its source. 730 


C. Proper Names and Geographic Terms 
On facts of record, name “B. F. Goodrich,” included with other features of composite 
mark, held not distinctively displayed, under 1905 Act. 602 


D. Confusing Similarity— 


(1) Particular Instances 


“Ravens” held confusingly similar to “Black Crows,” used on identical goods, under 
1905 Act. 
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Both dictionary definitions and common usage held to substantiate opposer’s contention 
and no fine distinction would be drawn between a crow and a raven. 

If there were doubt as to similarity of words, no distinction would be made between the 
word “raven” and picture of large black bird on opposer’s packages which might be regarded 
interchangeably as a crow or raven. 856 


In this case, mere use of the mark “Graybar” on shirts or jackets and use of the same 
mark on electrical apparatus, without anything further, held not to establish any reasonable 
inference of likelihood of confusion. 1088 


“Desamine” and “Dexedrine” held too close to each other in sound and appearance to 
avoid confusion, if goods of the parties are same or similar. 1109 


“Henley” held confusingly similar to “Hendan,” used on similar goods, under 1946 
Act. 729 


“Starglitter” held confusingly similar to “Stardust,” used on similar goods, under 1946 
Act. 592 


“Tommie Tuckins,” the word “Tuckins” being disclaimed, held confusingly similar to 
“Tommy Tucker,” used on similar goods, under 1905 Act. 153 


‘Bedmaster” held confusingly similar to “Sleepmaster” and “Quiltmaster,” used on 
goods which are identical or have the same descriptive properties, under 1946 Act. 


“Nursery Rhymes” held confusingly similar to “Boy Blue,” “Little Miss Muffet,’ ‘To 
Market,” “Polly Put Kettle On,” etc., used on similar goods, under 1905 Act. 972 


“Protinal” held confusingly similar to “Provatol,’ used on similar goods, under 1905 
Act. 7t 


*Tone-Oil” held confusingly similar to “Toni,” used on similar goods, under 1920 Act. 151 


“Syrutussin” held confusingly similar to “Pertussin,” used on similar goods, under 1905 
Act. 162 


“‘Neyso” held confusingly similar to “‘Lysol,” used on similar goods, under 1905 Act. 159 
“Fixies” held confusingly similar to “Flexees,” used on similar goods, under 1946 Act. 866 


“Slackfrost,” used on slacks and slacks and shirt ensembles, held confusingly similar to 
*‘Sunfrost,” used on piece goods, under 1946 Act. 709 


“Suave” held confusingly similar to “Swav,” used on similar goods, under 1905 Act. 787 


“XXX,” dominant feature of applicant’s mark, used on lawn and tree food, held 
clearly anticipated by registrations of “XXX,” used on fertilizers, under 1946 Act. 

Addition of surname “Stadler’s” to mark, otherwise confusingly similar, held insufficient 
to avoid likelihood of confusion. 1121 


“Skoot,” accompanied by descriptive material which is disclaimed, held confusingly 
similar to “Scoop,” used on similar goods, under 1905 Act. 

Fact that certain additional material appears on applicant’s labels, held insufficient to 
distinguish between them. 156 


*“Duz Mor” held confusingly similar to “Duz,” used on similar goods, under 1905 Act. 

Applicant having taken opposer’s well-known arbitrary mark in its entirety, there is reason- 
able likelihood that confusion or mistake as to origin will arise if such marks are applied to the 
goods of the parties. 334 


“Loraine” held confusingly similar to “Lorraine,” used on similar goods, under 1946 
124 


Act. 
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“The Radio Shack, Inc.” held confusingly similar to ““The Radio Shack Corporation.” 211 


“hy V” held confusingly similar to “V-8,” used on substantially identical commercial 
products, under 1905 Act. 721 


“Laurium” held confusingly similar to “Lauron,” used on similar goods, under 1946 


Act. 724 


“HR” in block letters so combined that the righthand upright portion of the letter “H” 
and that of the letter “‘R” are formed by the same line held confusingly similar to monogram 
mark consisting of letters “RHR,” the letters “R,” the first of which is in reverse form, are 
displayed in script, and are joined to, and form a part of, the letter “H,” which is displayed 
in block type lettering, used on similar goods. 

Fact that letters are so associated or intertwined as to form monogram of somewhat 
elaborate appearance does not change essential character of mark. 728 


Similarity in sound or appearance may be sufficient. 


Lack of confusion assertedly shown by applicant’s long use of mark may not be con- 
sidered, in absence of proof of such use prior to filing date. 729 


Defendant’s corporate name “Facts on Dial’ held confusingly similar to plaintiff’s trade- 
mark and corporate name “Facts On File,” used in same type of business. 836 


In determining question of likelihood of confusion between marks of the parties, the 
marks must be considered in their entireties. 

In considering question of confusing similarity, descriptive or disclaimed material may 
not be disregarded. 

In determining question of confusing similarity, previous cases are not controlling. 


Default and consent actions can not serve as precedents. 842 


Composite mark consisting of the word “Wings” in connection with outline of an eagle 
with outspread wings, held confusingly similar to the word “Wings” together with a wing 
design, used on similar goods, under 1946 Act. 

Inclusion of the relatively minor design features in applicant’s mark held not to avoid 
likelihood of confusion. 6 


Composite mark consisting of the word, “Tuffies,” displayed in rustic lettering above the 
notation “out of the West,” the words appearing above representation of a boy in cowboy 
clothing pulling a calf by a rope, held confusingly similar to “Tuffy,” in script form, used on 
similar goods, under 1905 Act. 1010 


“Rodana” held confusingly similar to “Medana” used on identical goods, under 1905 Act. 

Existence of “ana” as suffix commonly used by Swiss manufacturers in watch names, in 
absence of evidence of any substantial use in this country, held insufficient to distinguish 
between marks of the parties. 

Similarity in sound held sufficient to give rise to reasonable likelihood of confusion 
between marks involved. 588 


” 


“Charm Pebble” held confusingly similar to “Charmcrepe,” the word “crepe” being dis- 
claimed, used on similar goods, under 1946 Act. 367 


“Forever Ware,” the word “Ware” being disclaimed, held confusingly similar to “Wear- 


Ever,” used on similar goods, under 1905 Act. 74 


“Use of “Hershey” on cigars, cigarettes, cheroots, smoking and chewing tobacco, held 
likely to cause confusion of purchasers of opposer’s chocolate products sold under same mark 
through same dealers to same class of purchasers. 337 
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‘Dermene” held confusingly similar to “Drene,” used on similar goods, under 1905 Act. 
Addition of applicant’s name or other similar material would not remove confusing 
similarity of the marks here involved. 250 


(Case 1) Green and gold yarns appearing at intervals on the surface of rope, held con- 
fusingly similar to blue and yellow yarns appearing on the outer surface of opposer’s rope in 
the same way, under 1946 Act. 

(Case 2) Green and gold yarns extending through entire length of rope and visible only 
at the end held confusingly similar to blue and yellow yarns applied to opposer’s rope in the 
same manner and visible in the same way, under 1946 Act. 247 


“Lanail” held confusingly similar to “Lana Oil” and to “Lana,” used on similar goods, 


under 1905 Act. 460 
“Maycourt” held confusingly similar to “Maycrest” and “Maycraft,”’ used on similar 
goods, under 1905 Act. 318 


“Traford Fabrics,” associated with shield-like design, the word “Fabrics” being disclaimed, 
held confusingly similar to “Stafford,” used on identical goods, under 1905 Act. 


Design features associated with the marks of the parties, held not sufficient to distinguish 


them. 453 
“Rite-Craft” held not confusingly similar to “Rite-Rite,” used on similar goods, under 
1905 Act. 418 


“Supersite,” accompanied by design, held confusingly similar to “Super Safe,” used on 
similar goods. 

Prior registration of confusingly similar mark under 1920 Act precludes registration 
under 1946 Act. 

Design feature included in applicant’s mark held insufficient to distinguish from previously 
registered confusingly similar mark. 262 


Composite mark consisting of fanciful representation of head and shoulders of a woman 
wearing a crown and ermine, in conjunction with words “Fit For A Queen,” which are 
disclaimed, held to constitute conventional pictorial representation of a queen and con- 
fusingly similar to “Queen Make” written in script against the background of an inverted 
triangle, used on similar goods, under 1905 Act. 468 


“Magic Wand” held confusingly similar to “Magic Rod” and to “Magic Wave,” used 
on similar goods, under 1946 Act. 479 


“Federal Television Corporation” held not confusingly similar to “Federal Telephone & 
Radio Corporation.” 219 


“Crepe Romain” held confusingly similar to “Romainette Crepe,” the word “Crepe” 
being disclaimed in both instances, used on similar goods, under 1946 Act. 473 


(2) Not Confusingly Similar—Particular Instances 


“TUE-CIO” and “IUE” held not confusingly similar to “UE.” 

“International Union of Electrical, Radio and Machine Workers” and “International 
Union of Electrical, Radio and Machine Workers, C. I. O.,” held not confusingly similar to 
“United Electrical, Radio and Machine Workers of America.” 

“International” and “International C. I. O.” held not confusingly similar to “United Elec- 
trical, Radio and Machine Workers of America.” 131 


Plaintiff having failed to prove secondary meaning in the words “The Emerson Shoe,” 
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held not entitled to injunction restraining defendants from using the trade name “Emerson’s 
Shoes.” 228 


“Venoset” held not confusingly similar to “Clyset,” used on same goods, under 1946 
Act. 322 


“Superloy” held not confusingly similar to “Supermang,” used on substantially identical 
goods, under 1946 Act. 599 


“Alumatone” held not confusingly similar to “Alumikote,” used on similar goods, under 
1905 Act. 


Chatham Pharmaceuticals, Inc. v. Reserve Research Co., 159 F. 2d 869, distinguished. 804 


“Code-O-Matic,” the word “Code” being disclaimed, held not confusingly similar to 
“Packomatic,” used on similar goods. 842 


“Jaybern,” used on wool, cotton and rayon piece goods, held not confusingly similar to 
“Jayson,” used on various articles of men’s and women’s clothing, under 1946 Act. 1018 


“Flexi-Crown,” the word “Crown” being disclaimed, held not confusingly similar to 
“Crown Adjust-Alls,” or to the picture of a crown and the word “Crown,” used on similar 
goods, under 1905 Act. 680 


On facts of record, in view of different classes of trade with which parties deal, use of 
“B.B.” on ball point pens sold to stores, which in turn retail them to public, held not likely 
to be confused with “B & B,” as used by defendant. 1003 


“Tailoredaire” held not confusingly similar to “Tropic-Aire” or to “Tropic-Aire Condi- 
tioned,” the words “Aire Conditioned” being disclaimed, used on similar goods, under 1905 
Act. 73 


“Sulfodene” held not confusingly similar to “Sulfathalidine” or to “Sulfasuxidine,” used 
on medicinal preparations, under 1946 Act. 128 


“‘Toni-Gay, made by Nesco of Boston,” “Rompees, by Nesco of Boston,” and “Hi-Jinks, 
by Nesco of Boston,” held not confusingly similar to “Desco” used on identical goods. 37 


Applicant’s mark “Tailordaire” held not an appropriation of opposer’s corporate name 
“Tropic-Aire, Incorporated,” under 1905 Act. 73 


Two trade-marks, one consisting of picture of animated apricots toasting each other 
by holding aloft liquid-containing goblets touching each other, and the other consisting of a 
picture of animated prunes similarly toasting each other, held not confusingly similar to 
opposer’s registered mark consisting of representation of three animated figures each having 
a full body portion with legs and arms and a head formed of a fruit or other round object, 
used on similar goods, under 1905 Act. 


Plaintiff held entitled to decree authorizing Commissioner of Patents to issue registra- 
tions for its marks. 701 


“American Auto Club,” used in business of selling usual motor club services, held not 
confusingly similar to “American Automobile Insurance Company” or to “American Automo- 
bile Fire Insurance Company,” used in business of writing automobile insurance in its various 
coverages. 


Possibility that in rare and isolated instances relatively few persons may make careless 
mistake, does not warrant relief. 955 


“Milcharm Fashions,” combined with certain pictorial matter, the word “Fashions” being 
disclaimed, used on clothing, held not confusingly similar to “Charmette” or to other marks 
including the word “Charm,” used on fabrics, under 1905 Act. 589 
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“Mark O Matic,” separated without hyphens and printed in white lettering on a black 
background of a flash of lightning, the word “Mark” being disclaimed, held not confusingly 
similar to “Packomatic,” used on similar goods. 846 


ellezz eld n n infringement o iz used on similar goods, in view of similar 
“Bellezza” held not an infringe t of “Balaiza,” used lar goods, f 1 


marks used on competing goods by others and fact that purchasers of such commodities are 
meticulous and do not depend solely on pronunciation but rely upon reputation of the 
makers. 


“Lenel” held not confusingly similar to ‘““Lucien Lelong.” 304 


*“Mercirex” held not confusingly similar to “Rex” or “Rexall,” used on similar goods, 


under 1905 Act. 534 


“Spray Kist,” as applied to fresh frozen vegetables, held not so similar to “Ocean Spray,” 
for fresh and canned cranberries and similar products, as to indicate likelihood of confusion, 
under 1946 Act. 870 


Default and consent actions in Patent Office held not precedents to be considered in 
determining question of confusing similarity. 846 


“Folestrin” held not confusingly similar to “Foley” or “Foley’s,” used on similar goods, 
under 1946 Act. 320 


“Thermomatic” held not confusingly similar to “Oil-O-Matic,” used on similar goods, 
under 1905 Act. 718 


“Zeroland,” combined with design features suggesting cold, held not confusingly similar 
to “Zero King,” accompanied by representation of a crown, used on similar goods, under 
1905 Act. 790 


, 


“International Electric” with the words “Rocke” and “Corp.,” appearing above and 
below these words and all being enclosed in a framelike design, held not confusingly similar 
to composite mark consisting of concentric circles bearing the words “Union Made,” the 
letters “IBEW,” the words “Affiliated with American Federation of Labor,” the words “Inter- 
national Brotherhood of Electrical Workers,” and the words “Organized Nov. 28, 1891,” 
under 1905 Act. 

Registrant’s mark held not to constitute an appropriation of petitioner’s corporate name, 
under 1905 Act. 143 


“Santa Cola,” the word “Cola” being disclaimed, held not confusingly similar to “Coca- 
Cola,” used on similar goods, under 1905 Act, where there were no resemblances as to script, 
manner of display, color or other features of the marks. 461 


Caricature of alligator smoking a cigarette held clearly intended to connect it with 
tobacco and to have no substantial resemblance to opposer’s caricatures of alligator shown in 
connection with rain. 

On facts of record, styles of lettering held merely conventional. 

Since goods differ to such a substantial extent, even use of same mark “Alligator” held 
not likely to cause confusion as to source. 872 


“His Excellency” held not confusingly similar to “His” or to “His Commando,” used 
on identical goods, under 1905 Act. 715 


“My Pop’s,” together with slogan “It’s Tops In Root Beer,” held not confusingly similar 
to “Dad’s,” used on identical goods, under 1946 Act. 

On facts of record, defendants’ label held not confusingly similar to plaintiff’s label, 
used on identical goods. 562 
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“Benzahex,” used on agricultural insecticides and fungicides, held not confusingly similar 
to “Benzadrex,” used on vasoconstrictor, under 1946 Act. 1100 


The following goods held to be of the same descriptive properties: 


Application for “machine staples” is without restriction and covers all kinds of machine 
staples which could be used on whatever material can be fastened together by staples. 


Plaintiff’s ‘“‘machine staples” held goods of the same descriptive properties as defendant’s 
fasteners, under 1905 Act. 22 


Louse powder for poultry, livestock, and dogs held goods of the same descriptive proper- 
ties as soap, though not competitive in the sense that purchasers would accept one for the 


other. 334 
Hair dressing held goods of the same descriptive properties as shaving cream to be used 
before shaving, as the goods of both parties are toilet preparations, under 1905 Act. 787 


Ready mixed aluminum paint, primers and oil paints held goods of the same descriptive 
properties as paints, varnishes, enamels, lacquers, waterproofing products, and kindred mate- 
rials, under 1905 Act. 804 


Printing machines for applying code indications to labels held goods of same descriptive 
properties as packaging machinery; but there are specific and substantial differences between 
the products. 842 


Boys’ clothing consisting of jeans, overalls, pants, dungarees, cowboy pants and trousers 
held goods of the same descriptive properties as work gloves of fabric and combined fabric 
and leather, under 1905 Act. 1010 


Oils and greases for waterproofing, making flexible, stuffing, finishing and improving the 
texture of leather, held goods of the same descriptive properties as lubricating oils, under 
1905 Act. 426 


Likelihood of confusion may be considered in determining whether or not goods of the 
parties possess the same descriptive properties, under 1905 Act. 


Neither fact that both products are related to cleanliness, nor that they may be sold in 
the same establishments, is controlling in determining whether goods possess the same descrip- 
tive properties, but, on facts of record, those circumstances must be given substantial 
weight. 334 


Hair tonic held goods of the same descriptive properties as shampoo, under 1905 Act. 250 


Hosiery held goods of the same descriptive properties as dress and negligee shirts, under 


1905 Act. 318 
Canned fruit juices for food purposes held goods of same descriptive properties as canned 
mixed vegetable juices, under 1905 Act. 721 


Gas conversion burners and parts therefor, for use in domestic commercial and industrial 
heating, held goods of same descriptive properties as heating devices, particularly liquid fuel- 
burning devices, automatic electrically controlled and operated fuel heating systems, including 
the electrically operated controls therefor and domestic hot water heaters, under 1905 Act. 718 


Difference in channels through which goods of the parties have been marketed held not 
a controlling factor. 

Goods of the same descriptive properties, in the statutory sense, include not only the same 
kind of things but also things entirely different from one another; and test to be applied 
is not likelihood of confusion as to difference in the goods but the likelihood of confusion 
as to the difference in the ownership of two identical marks attached to the goods. 799 


Substantial doubt as to the likelihood of confusion resulting from use of similar marks 
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on opposer’s industrial skin cleansers, crystallized soaps, cleansing cream for removing hecto- 
graph ink from the hands, soap dispensing equipment, and liquid cement used in attaching 
soap dispensing equipment to walls or other surfaces, and plastic cement or liquid adhesive, 
in the nature of glue, as a general purpose adhesive, and applicant’s pressure adhesive tape 
and adhesive tape dispensers, resolved against applicant, new comer, under 1905 Act. 799 


Women’s coats and suits held goods of the same descriptive properties as fabrics, under 
1905 Act. 589 


Skin ointment for pimples, eczema, itch, skin rash, chafing, athlete’s foot, and insect bites, 
held goods of the same descriptive properties as liquid germicidal, bactericidal, disinfectant and 
antiseptic preparation us«d for treating most if not all of the same ailments, under 1905 
Act. 


Fact that one is liquid and the other an ointment held insufficient to differentiate between 
the products; and similarity of the products is not affected by fact that opposer’s product has 
additional uses. 159 


Women’s pajamas held goods of the same descriptive properties as boys’ shirts and blouses, 
under 1905 Act. 153 


Waterless cleaner for the hands held goods of the same descriptive properties as detergent 
soap powder and soapless detergent, under 1905 Act. 156 


Piece goods held goods of the same descriptive properties as men’s clothing under 1905 


Act. 155 


Paper bags and merchandise envelopes held goods of the same descriptive properties as 
paper strips, leaves and sheets, in the nature of office supplies, under 1905 Act. 323 


E. Goods of Different Descriptive Properties 


Pneumatic spray guns held goods of different descriptive properties from refrigeration 
machinery and accessories and farm equipment and accessories, including pumps, compressors 
and analogous articles, under 1905 Act. 712 


§ 3. REGISTRATION PROCEDURE 


A. Application 


Three essential parts of application for registration of trade-mark are: (1) description 
of goods and manner in which mark is used in connection with them; (2) drawing; and (3) 
specimens or facsimiles of mark as actually used. 


The particular description of goods or services, for which trade-mark is proposed to be 
registered, must be stated definitely in application. 


Under trade-mark registration act, exclusive use of registered trade-mark is limited to 
description of goods in application. 


By filing application for registration of trade-mark, owner manifests intent to continue 
production of goods or services for which mark is registered. 820 


Question of amending application to include applicant’s name as part of mark, raised in 
brief on appeal to Commissioner, but not raised in grounds of appeal, held not proper at this 
stage of the proceéding. 250 
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B. INTER ParTEs PRocEEDINGS 
(1) Opposition 
a. General 


Fact that opposer markets medicinal products, similar to some of applicant’s goods, under 
other marks, held not controlling. 868 


Uncontroverted testimony of opposer as to actual confusion in trade resulting from con- 
current use of identical mark by the parties, held not without significance on the question 
in issue as to likelihood of confusion. 

Doubt as to likelihood of confusion should be resolved against the new comer. 799 


If the mark sought to be registered is confusingly similar to one previously used, it is not 
entitled to registration. Therefore, it is not necessary that opposer be the owner of a registra- 
tion of the mark on which it relies, nor that opposer have exclusive rights to such a mark in 
order to maintain an opposition. 

Validity of opposer’s registration is immaterial, so far as the opposition is concerned. 162 


Alleged descriptiveness of opposer’s mark could be considered only insofar as any claimed 
lack of distinctiveness might indicate lack of confusion. 162 


1905 Act held applicable to opposition to application pending under that Act. 
In order to sustain opposition under 1905 Act, it must be shown that the goods of the 
parties possess the same descriptive properties. 334 


Opposer having failed to establish priority of use of second mark relied upon in notice 
of opposition, held there is no need to consider similarity or lack of similarity between appli- 
cant’s mark and second mark of opposer. 599 


Upon filing of notices of opposition to tentative recordation of trade name “Sheffield,” 
and after consideration of evidence presented by applicant and opposers, application for 
recordation of “Sheffield” as trade name denied. 


Opposition may be instituted by competing industry member, who may not own conflicting 
trade-mark or registration, on grounds that mark sought to be registered is descriptive or 
generic or deceptive. 

It is not necessary that opposer deal in identical merchandise; it is sufficient if opposer 
is engaged in closely competing business which might be handicapped if registration of 
descriptive or deceptive term were allowed. 347 


In opposition proceeding, where opposer has priority, whether or not opposer’s mark 
has been properly registered or is subject to registration under any Act is immaterial. 343 


If only question involved were similarity between “Yan-Cola,” the word “Cola” being 
disclaimed, and “Coca-Cola,” the opposition would not be sustained. 


*Yan-Cola,” the word “Cola” being disclaimed, held confusingly similar to “Coca-Cola,” 
used on similar goods, under 1905 Act, where similarity of color and script appears sufficient 
to indicate reasonable likelihood of confusion. 465 


Conventional allegations in the notice of opposition containing naked recitation of uses 
of marks on the respective goods may be sufficient in the usual case where reasonable inference 
of likelihood of confusion follows from such allegations. 

In particular cases where, under ordinary circumstances, use of same mark on different 
goods would not cause confusion or deception, the special circumstances and facts relied upon 
to show that confusion is likely, must be pleaded in the notice of opposition. 1088 
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It is no longer necessary to establish that goods of the parties have same descriptive 
properties, as was required under 1905 Act. 

1946 Act provides more flexible test, which will require refusal of registration where 
there is likelihood of confusion, though goods fall into different categories and permit regis- 
tration in case of goods falling in same general class where confusion is unlikely. 

Adoption of a combination of features clearly associated with a particular manufacturer 
might indicate intent to benefit from goodwill of first user; and such combination might 
indicate likelihood of confusion where imitation of single feature might not. 

Extent to which unfair competition cases apply is not entirely clear since rule in section 
2(d) does not confer upon Patent Office the broad powers of an equity court. 872 


Descriptions in application and opposer’s registration held not to justify Examiner’s infer- 
ence that goods are unrelated. 
Opposer held to have failed to prove that products are related or have any similarity. 1108 


Opposer is not required to prove confusion; likelihood of confusion as to source jis 
sufficient. 

Lack of evidence of confusion during years both products have been on the market held 
not entitled to any substantial weight as indication that there is not likelihood of confusion 
between five cent articles. 856 

Opposer is entitled to rely not only upon its previously registered trade-marks but also 
upon trade names and designs previously used on labels and in advertising literature in a 
manner analogous to a trade-mark use. 799 


Opposer’s registered mark held not subject to attack in an opposition proceeding. 

Ordinarily the addition of other features to a known mark is not sufficient to avoid 
confusion so long as the mark so adopted still remains a prominent and noticeable feature 
of the second mark. 715 

Where equity courts, in cases involving the right to use, have held the word “cola” 
descriptive and that it might be used, provided the entire mark involved was clearly distin- 
guishable from “Coca-Cola,” and Court of Customs and Patent Appeals, in cases involving 
registration, has ruled that confusion is likely to result from the mere occurrence of the 
word “cola,” even though disclaimed, held that it is impossible to reconcile these two lines 
of cases, each being based upon likelihood of confusion. 

While ordinarily Patent Office should follow Court of Customs and Patent Appeals, it 
is proper to assume that changes in conditions or facts, recognized in a number of cases would 
now be considered by that court. 461 


b. Pleading and Practice 


Under Federal Rules of Civil Procedure motion to dismiss notice of opposition for 
failure to state a claim upon which relief can be granted, held proper. 

All facts pleaded in notice of opposition must be accepted as proved for purposes of 
motion to dismiss; but this rule does not apply to conclusions of law or to conclusions of 
fact or inferences from other facts pleaded. 

If from facts pleaded, the inference of likelihood of confusion does not follow, then the 
notice of opposition does not support a cause of action. 1088 

Question of descriptiveness of word “Flexi,” in applicant’s mark “Flexi-Crown,” held not 
before Court of Customs and Patent Appeals as it was not raised in notice of opposition. 680 

On motion to dismiss, factual allegations in notice of opposition must be accepted as 


595 


true. 


On facts of record, notice of opposition held properly dismissed for failure to make any 
sufficient allegations of damage to opposer. 595 
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Examiner’s refusal to consider different mark and registration thereof by opposer for 
similar goods, not set out as one of the grounds of opposition, held correct. 320 


In absence of proper allegations of damagé, opposer has no right to maintain notice of 
opposition. 

Under 1946 Act, as under 1905 Act, opposer must show special interest in subject 
matter of application so that he will be damaged thereby and not merely a general interest 
which he may possess in common with other members of the general public. 595 


Allegations in notice of opposition that opposer will be damaged by registration of appli- 
cant’s mark, without more, is not sufficient to comply with the statute. 

While confusing similarity is not sole ground upon which application may be opposed, 
on facts of record, opposer held to have failed to point out any other basis of damage to it 
from the registration sought. 

Applicant’s reliance upon a mark in bringing an opposition or an action held not suffi- 
cient ground for alleging damage to opposer in a notice of opposition. 595 


On facts of record, paragraph of answer held properly stricken as collateral attack upon 
opposer’s registration. 

To extent that allegations constitute collateral attack, they are improper in opposition; and 
to extent that allegations refer to scope of opposer’s rights, they are unnecessary since such 
matter may be proven and presented under general allegations and denials of answer. 469 


Applicant may not avoid decision in opposition by withdrawing or abandoning application, 
without consent of opposer. 

Applicant is entitled to avoid effect of unfavorable decision based on alleged conflicting 
rights of opposer herein, though registration might be barred by other rights or action, where 
applicant’s mark is not inherently unregistrable. 472 


Only issues properly considered are those presented by pleadings; new registration of 
opposer’s mark issued after final hearing could not be pleaded; and reconsideration on basis 
of such reregistration held properly denied. 418 


Examiner’s dismissal of counterclaim for cancellation, included in answer to notice of 
opposition, held a final judgment within meaning of Rule 54(b) of the Federal Rules of 
Civil Procedure from which an appeal lies to the Commissioner, since the examiner’s action 
finally disposed of the proceeding for cancellation and left nothing open for further consid- 
eration of that phase of the proceeding. 146 


Request that consideration of contemporaneous petition to Commissioner for exercise of 
supervisory authority, in connection with examiner’s striking of paragraph of answer, be post- 
poned until hearing of appeal, granted. 146 


Registration of opposer, identified in stipulated facts but not pleaded in notice of opposi- 
tion, could not be relied upon by opposer. 159 


Suspension of proceedings in opposition continued, pending determination of appeal from 
dismissal of counterclaim for cancellation, without prejudice to any appropriate action by 
either party. 146 


Opposer’s marks not pleaded as separate grounds of opposition, cannot be relied upon 
for that purpose. 715 


Where application was involved in two oppositions, this and prior proceeding, and due 
to unusual circumstances neither counsel in this case nor those who heard it in Patent Office 
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were aware that applicant had defaulted in prior opposition, until immediately prior to 
expiration of time for opposer herein to appeal from dismissal of notice of opposition, to 
avoid possibility of this case being presented to the courts without full information, Com- 
missioner’s decision herein was vacated and applicant required to show cause why an order 
should not be substituted dismissing the appeal of applicant to the Commissioner as moot. 

While decision sustaining prior opposition of third party by default bars registration sought 
by applicant, on facts of record, held that appeal to Commissioner by applicant herein did 
not present a moot question. 

Commissioner’s decisions on appeal and on petition for reconsideration herein, previously 
vacated, are reinstated though, on facts of record, reversal of Examiner’s decision which 
had ssutained notice of opposition, does not entitle applicant to registration. 472 


c. Evidence 


Opposer’s 1905 Act registration constitutes prima facie proof of ownership of its mark. 155 


Expired 1905 Act registration held not evidence of use either as to the date of registra- 
tion or application, and certainly not as to the date of the first use claimed. 850 


Opposer’s 1905 Act registration held to establish prima facie opposer’s ownership and 
priority of use of its mark. 599 

While registration is prima facie evidence of ownership and implies use, such presump- 
tion held to arise only when registration is relied upon by its owner. 

When presented by third party, registration merely shows existence of registration. 592 


Survey, though it may be entitled to little probative force for other purposes, held to 
show that vast number of housewives assume that “Glass Wax” may either be a wax or con- 
tain wax. 347 


Opposer’s registrations under 1881 and 1905 Acts, both renewed, held prima facie evi- 
dence of opposer’s ownership and use of its marks. 460 


While deliberate substitution of applicant’s product for opposer’s, practiced independently 
of use of mark, should not be considered, fact that such passing off has occurred held 
pertinent. 465 


Section 5 of 1946 Act held inapplicable because opposer is not involved in this proceeding 
as a “registrant” or “applicant.” 338 

Opposer held to have failed to prove that it legitimately controls or is controlled by 
Hershey Estates in respect to the nature and quality of its goods; and opposer held to have 
failed to plead or prove that damage to Hershey Estates would be damage to opposer. 

Opposer held to have failed to sustain cause of action under Section 5 of the 1946 Act, 
where only connection shown between opposer and Hershey Estates is that both succeeded to 
different activities of Hershey Chocolate Company and controlling stock interest in both is 
held by fourth corporation not a party to this proceeding. 

Opposer held not entitled to rely upon registration not pleaded but introduced in 
evidence. 


Where notice of opposition claimed ownership of registrations and notice was given 
under Rule 154(e), then applicable, as to assignments and registrations, and sworn copies 
of the assignments were made of record, held that opposer had established prima facie owner- 
ship of registrations involved. 

Opposer’s 1905 Act registration held prima facie evidence of use of marks shown therein, 
as applied to goods specified. 1018 














r & 
» & 
om- 
rder 


ight 
did 
usly 


Lich 


472 


155 


Ta- 


350 


nd 
99 


n- 


47 
vi- 
60 
tly 


Id 
55 





DIGEST OF CASES—PART II 45 





Evidence can not be first introduced by incorporation in a brief on appeal. 

Determination of question whether applicant’s mark so resembles opposer’s mark as to 
cause confusion, mistake or deception of purchasers, held to involve consideration of goods 
upon which marks are used and similarity of marks themselves. 1018 


Opposer having burden of proof to establish that goods of the parties have the same 
descriptive properties, held to have failed to sustain that burden. 

Caution must be exercised in drawing inferences as to specific composition or use of 
products, on basis of dictionary definitions, in absence of evidence. 

Practice of using the term “Toyland” in retail stores to identify that part of the store 
from which toys of various sorts are sold, held a matter of common knowledge. 785 


Where collateral registrations for some seventeen different articles were offered in evi- 
dence, not to attack validity of opposer’s mark but to show diversity in its use, held that it 
is thereby conceded that the term “Pax” is not merely descriptive of goods of either party and 
that applicant is not unrestricted in its right to use of mark. 799 


In absence of testimony, opposer held limited to description of goods stated in regis- 
tration. 

Labels accompanying notice of opposition cannot be relied upon to establish priority, 
without testimony. 1109 

Where applicant searched Patent Office records before adopting mark, and discovered 
numerous registrations theerof, it may be presumed that applicant found opposer’s involved 
registrations and went ahead with full knowledge. 

In absence of explanation as to why applicant adopted its marks, it is fair to infer that 
applicant, as new comer, sought to profit by confusion with opposer’s similar marks that 
would result. 799 


A party is not bound by the date of first use claimed in a registration. 

While opposer is entitled to prove an earlier date if it is able to do so, proof of such 
earlier use by oral testimony must be clear and convincing and must be free from discrepancies 
or inconsistencies. 

On facts of record, opposer relying upon brief, general and uncorroborated statements 
of witnesses whose occupation was such that they would have little knowledge of or interest 
in the trade-marks or selling methods of the company, held to have failed to sustain burden 
of proving use prior to date of first use by applicant’s predecessor. 

Applicant’s testimony, by witnesses who occupied responsible positions with its predecessor, 
held clear and convincing and partially corroborated, and to establish priority. 850 


Opposer’s 1905 Act registration held prima facie proof of ownership of the mark therein 
disclosed, and of use thereof. 137 


Opposer’s 1905 Act registrations are prima facie proof of opposer’s ownership and use of 
its mark upon the products stated but cannot be considered as establishing extraneous facts. 

It is a matter of common knowledge that fruit and vegetable juices are sold and con- 
sumed at the same establishments. 721 


d. Laches, Estoppel and Acquiescence 
On facts of record, applicant held to have failed to establish defense of laches. 850 


Decision in prior cancellation proceeding, under 1920 Act, denying opposer right to cancel 
applicant’s registration of name “JOHNNIE WALKER,” for cigars, held not res judicata 
nor to estop opposer from questioning applicant’s right to register composite mark, comprising 
name “JOHNNIE WALKER?” and picture of man with top hat, wearing monocle and smoking 
cigar, in 1946 Act opposition. 
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Arnold Milling Co. v. Thorobred Co. Inc., 82 U. S. P. Q. 436, 39 T. M. R. 846, dis- 
tinguished. 862 


On facts of record, applicant held to have failed to establish that opposer would or should 
have knowledge of its use of its mark; and defense of laches held inapplicable. 


Where applicant’s mark is confusingly similar to opposer’s prior registration, applicant 
is not entitled to register; and even extensive use by applicant would not bestow upon it a 


right to a registration which is prohibited by the statute. 247 
Validity of opposer’s registrations may not be questioned in opposition, in absence of 
counterclaim for cancellation, on ground that opposer’s mark is common surname. 1018 
On facts of record, held that the doctrine of equitable estoppel does not apply to present 
case. 1104 


In absence of counterclaim, attack on opposer’s registered mark may not be considered in 
opposition proceeding. 1010 


\ 


Mere delay is not ordinarily sufficient to constitute laches, which would bar the assertion 
of trade-mark rights. 

On facts of record, held that there is nothing indicating acquiescence or estoppel presented, 
other than mere lapse of time. 

Even if opposer was under duty to object if it intended to prevent applicant’s use of 
mark, opposer could take no action as to applicant’s right to register until this application 
was filed and published. 

Opposer’s right to maintain opposition held not barred by laches. 856 


Third party use of a trade-mark or trade name held generally not a defense in opposition 
proceedings. 

If confusion exists in mind of public because of registration or use of marks confusingly 
similar to opposer’s, applicant should not be permitted to add to confusion. 

On facts of record, held that use of “Hershey” by concerns in bakery and ice cream 
field. 337 


Fact that Commissioner disagrees with Examiner, on question of laches, requires that 
other questions as to confusing similarity of the marks and the goods be considered, but does 
not require automatic reversal of Examiner if petitioner is not entitled to maintain pro- 
ceeding. 842 


(2) CANCELLATION 
(a) General 


“Pina-Tonic” and “Pina Tonol” held to have been abandoned by respondent, prior to 
institution of these proceedings, and cannot be relied upon by respondent to support his own 
petition for cancellation. 

“Pina-Tonic” and “Pina Tonol” held not minor variations of nor legal equivalents of 
“Tone-Oil.” 151 


Petitioner’s registrations under 1905 Act held to establish ownership and use of its mark 
as applied to the goods specified therein, at a date prior to any date of use claimed by 
respondent. 870 


Respondent held to have failed to establish that “Toni” is merely the name of an indi- 
vidual; and since “Toni” is not name of respondent, he would not be injured by petitioner’s 
registration theerof; and since respondent’s use of “Tone” is subsequent to petitioner’s use of 
its mark, respondent held to have failed to establish damage or injury, under 1905 Act. 151 
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Section 2 of 1920 Act and section 24 of 1946 Act, relating to cancellation of registrations, 
held identical in effect; and each requires petitioner to show that he would be injured or 


damaged. 148 


’ On facts of record, applicant counterclaimant held to have failed to sustain burden of 
establishing injury resulting to it from opposer’s registration of “Pertussin.” 162 


Where registered mark goes beyond mere descriptiveness and is incapable of indicating 
origin or ownership, held that no proof of actual use of the identical mark should be required 
and the use of an equivalent phrase is considered adequate showing of damage. 60 


Petition for cancellation held properly dismissed where, on facts of record, registrant’s 
use of mark began in period between petitioner’s abandonment of practically identical mark 
for identical goods and petitioner’s subsequent resumption of use of previously abandoned 
mark. 331 


Under 1905 Act it was held that registration of descriptive word may be cancelled 
without showing of use by one engaged in competitive business. 

Under 1920 Act, since mere descriptiveness was no bar to registration, and registration 
under that Act did not constitute prima facie proof of ownership, proof of damage was required 
in addition to the fact that petitioner was competitor of the registrant. 60 


Amendment of respondent’s petition for cancellation of petitioner’s registration, refused 
where petition and proposed amendment, seeking to insert allegations as to respondent’s prior 
use of “Pina-Tonic” and “Pina Tonol,” failed to allege similarity between the additional words 
sought to be set up and petitioner’s registered mark. 151 


The word “Escalator” held to have become recognized by the general public as the name 
for a moving stairway, as the result of registrant’s course of conduct causing the mark to 
lose significance as an indication of origin, and registration thereof cancelled. 326 

In absence of appeal by registrant, case being before Commissioner for issuance of formal 
order to carry out Examiner’s recommendation that registration be restricted, held that to 
restrict registration would tend to condone false allegations made in application and case is 
remanded to Examiner with instructions. 1090 


Where record indicates that registrant was not using mark on majority of items listed 
in registration, at time of filing application, and that mark was used on a few other items a 
year or two later, held that registration should be cancelled entirely rather than 
restricted. 1090 


Side by side comparison is not the test for confusing similarity of marks. 
Possibility of confusion on part of one buying on recollection or recommendation con- 
trols, in determining question of likelihood of confusion. 


Petitioner for cancellation need not prove actual confusion but only likelihood of con- 
fusion, which may be established by examination and comparison of marks involved. 866 


(b) Pleading and Practice 


Petition for cancellation of registration which had expired prior to institution of pro- 
ceeding, held properly dismissed. 790 


Outcome of prior proceedings between the parties, held to have involved entirely different 
mark and therefore did not constitute res judicata. 842 


In opposition proceedings, applicant in counterclaim may, under Rule 15(b) of Federal 
Rules of Civil Procedure, make allegations as to similarity or competitive nature of products 
upon hypothetical basis inconsistent with its denials in other portions of answer. 
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Counterclaim for cancellation of opposer’s registrations must set up damage to applicant 
independent of the bringing of opposition proceeding. 

On facts of record, hypothetical allegations of applicant-counterclaimant that the goods 
of the parties so resemble each other that under the terms of 1946 Act there would be likeli- 
hood of confusion, or that upon the facts pleaded they would be in a competitive situa- 
tion and that as a competitor applicant is damaged, held so intermingled with allegations 
relating to bringing of the opposition proceeding that entire counterclaim should be stricken, 
with leave to applicant to amend. 469 


c. Evidence 


Uncontradicted and unimpeached, direct testimony in support of allegations of petition 
as to change of name of petitioner, with liber and page references to Patent Office record, 
held sufficient proof of ownership of registration. 

Ordinarily an assignment or certificate should be produced, as best evidence of ownership 
of registration, but there is no inflexible rule that such document must be produced. 


Petitioner’s 1905 Act registration held prima facie proof of its ownership of mark. 


On facts of record, testimony held sufficient to show petitioner’s use of its mark prior 
to any date claimed by respondent. 709 


In view of prior filing date of respondent’s application for the registration sought to be 
cancelled, petitioner cannot rely upon its registrations. 

Testimony submitted by petitioner for purposes of establishing likelihood of confusion 
and priority held insufficient. 143 


Oral testimony as to actual sales corroborated to some extent by documents, held clear 
and convincing in view of all the circumstances and accepted as establishing priority. 


Oral testimony as to occasional sales by petitioner’s predecessor after he had disposed of 
his rights and agreed to discontinue business, held vague and ambiguous and not acceptable 
to establish continuing sales under mark. 330 


Petitioner held to have proved priority, use in interstate commerce and continuous use, 
on facts of record, by uncontradicted testimony as to sales in interstate commerce and 
continuous use of mark since date of adoption and by documentary evidence as to first use 
thereof in intrastate commerce. 57 


In view of the various proceedings involving petitioner’s marks, and decisions calling 
petitioner’s attention to registrations thereof by others, held that petitioner was or should 
have been aware of numerous other registrations of “White House” including that of 
respondent. 241 


Since validity of opposer’s registration is immaterial in opposition, held that opposer’s 
reliance upon its registrations has no bearing upon question whether applicant is entitled to 
relief sought in counterclaims for cancellation. 

Counterclaims may not be entertained unless they are sufficient to constitute independent 
causes of action under the statute. 

Applicant for cancellation must show some special interest in subject matter of registra- 
tions under attack other than any which he might possess in common with other members of 
the general public. 343 


On facts of record, petitioner held to have failed to establish that it is damaged 
by the registration sought to be cancelled; and petitioner’s failure to bring this proceeding 
earlier despite knowledge of respondent’s registration is fatal to the right it might otherwise 
have had. , 242 
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Motion to dismiss counterclaims for cancellation of registrations of “Coca-Cola” by sub- 
sequent user of “Mavis Cola” granted on following grounds: 


> 


(1) Though applicant may be entitled to use the word “Cola,” as part of mark, it has no 
right to use “Coca” on product not containing coca derivatives and has no right to use com- 
bination term including either, which is colorable imitation of opposer’s mark “Coca-Cola.” 

(2) The alleged grounds for cancellation referred to under (f), (h), (j) and (k) held 
irrelevant. 

(3) Assignment and licenses involved held to warrant no interference that opposer has 
parted with its proprietary rights in its mark. 

(4) Alleged grounds for cancellation designed as foundation for charge of fraud or 


deception in connection with opposer’s use or registration of its mark held matters of public 
concern which cannot involve private right of action. 343 


d. Laches, Estoppel and Acquiescence 


On facts of record, respondent held to have failed to sustain defense of laches, where 
only showing was that respondent’s mark was registered for about seven years and nothing 
was submitted to indicate any knowledge of the registration on the part of petitioner. 468 


Respondent’s pleading of laches in its answer held adequate to advise petitioner and 
Examiner of defense relied on by respondent. 

Examiner’s action in referring to Patent Office record in proceeding between petitioner 
and third party as showing notice to petitioner of respondent’s registration, held proper. 241 


On facts of record, delay of slightly less than two years from date of registration to 
filing of petition for cancellation held not to constitute laches sufficient to defeat a proper 
claim for cancellation. 846 


§ 3. APPEALS 
a. To Commissioner 


While winning party may urge any matter of record, in his brief on appeal, Patent Office 
practice is to dismiss a cross-appeal of the winning party. 

Purported cross-appeal not accompanied by required fee held improper in form. 

Motion to dismiss cross-appeal denied, where case contains no proper cross appeal. 


Motion by successful opposer to extend limit of appeal denied because such appeal, even 
if proper in form, would be subject to dismissal. 1016 


While ex parte rejection of application may properly be considered on appeal in oppo- 
sition, held that, since all the facts have not been developed, it will not be done here, but 
Examiner of Trade-Marks should re-examine application in light of any facts herein brought 
out and any additional facts which he may discover when application again comes before 


him. 1109 
b. R. S. 4915 


When no new evidence is presented at trial of 4915 suit, trial court may view Patent 
Office findings as of “dominating importance ;” however, plaintiff (applicant) is not required 
to submit new matter in order to sustain suit under R. S. 4915. 

On facts of record, paragraphs 10 through 17 of complaint alleging manner in which 
Commissioner erred in failing to dismiss the opposition and in failing to cancel defendant’s 
(opposer’s) registration held not redundant, immaterial or impertinent and motion to strike 
these paragraphs denied. 686 
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Suit under R. S. 4915, by unsuccessful applicant and counterclaimant for cancellation 
against opposer, without joining Commissioner of Patents, held properly brought against 
opposer in its home district. 

Opposer held proper party defendant; section 21 of 1946 Act expressly states that Com- 
missioner is not a necessary party; motion to dismiss denied. 

Dismissal of prior 4915 suit, brought by plaintiff (applicant) against defendant (opposer) 
and Commissioner, in District of Columbia, held not res judicata. 686 


Only by filing proper application in Patent Office and proof of compliance with statute, 
can plaintiff in 4915 suit establish right to decree directing registration of trade-mark. 

There is no provision of law for allowance of amendments, deletions, or additions by 
Court in 4915 suit or for consideration of right to register other than upon application as 
filed in Patent Office and proof adduced before Court. 

On facts of record, held that an hiatus exists between description of goods in appli- 
cation as filed and plaintiff’s proofs as to goods upon which mark is now used; and therefore 
to decree that plaintiff is entitled to registration sought would be to decree a misdescription 
of the goods upon which mark is now used. 

On facts of record, plaintiff held to have failed to establish its compliance with provi- 
sions of trade-mark act. 820 


Suit under R. S. 4915 is a trial de novo at which every issue as to registrability of pro- 
posed mark is before Court for consideration and determination. 

Court is not limited to questions presented by notice of opposition and issues framed 
by parties, in suit under R.S. 4915, but may investigate registrability of plaintiff’s mark gener- 
ally under the statute. 820 


Plaintiff (applicant) has burden of establishing compliance with the statute entitling it 
to registration. 820 


IV. UNFAIR COMPETITION 


1. TrapE-Mark INFRINGEMENT AND UNFAIR COMPETITION 
A. Basis of Relief—General 


Wherever the natural and probable consequences of the use of his name by a newcomer 
have caused confusion of the public in differentiating the newcomer’s goods or establishment 
from the goods or business of an old established competitor, the newcomer has been required 
to take steps necessary to eliminate such confusion. 

Mere use of name which defendants had a right to use does not in and of itself constitute 
unfair competition. 

Defendants held not to have passed off its goods as plaintiff’s, nor practiced fraud on 
the purchasing public. 

Plaintiff held to have failed to sustain burden of proving confusion. 228 


Subject to proviso that public must not be misled by any device or representation, tend- 
ing to establish belief that defendants’ goods are plaintiff’s, and there being no question of 
infringement of trade-mark or copyright, since plaintiff’s costume jewelry designs are in the 
public domain, defendants are free to copy them. 56 


Although it is unnecessary to establish fraudulent intent, on facts of record, held that 
defendant chose corporate name with knowledge of plaintiff’s trade-mark and did so for 
purpose of taking advantage of plaintiff’s business reputation. 
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Mere possibility of deception and consequent injury to plaintiff’s good-will justifies equity 
court in granting injunctive relief. 836 


Owner of secret process has right not to have secret made public by theft, bribery or 
stealth, or by breach of confidential relation. 

To maintain monopoly, owner of secret process must have recourse to patent laws. 

Once secret process becomes public, provided disclosure is not obtained unlawfully, 
property rights in the secret come to an end. 

It is the employment of improper means to procure trade secrets, rather than mere 
copying or use, which is basis of liability. 

Person to whom secret process is lawfully disclosed in connection with license to use it, 
held not guilty of tortious act if he uses the process beyond scope of license. 982 


Where jurisdiction of federal court is based on diversity of citizenship and jurisdictional 
amount, infringement of plaintiff’s common law trade-mark rights may be restrained. 120 


Jurisdictional requirement as to amount in controversy is satisfied if it appears anywhere 
in the record that jurisdictional amount is involved; and this amount is to be tested by value 
of property right of plaintiff represented usually by value of its good-will. 120 


New competitor has duty to so distinguish his product from those of his rival that neither 
its name nor its dress will probably deceive the public. 

Newcomer is not obligated to protect the negligent and inattentive purchaser from con- 
fusion resulting from indifference, and is not required to make the market foolproof. 520 


There is no complete list of activities constituting unfair competition. 

Doctrine of unfair competition developed to deal with business malpractices offensive to 
the ethics of society. 

Statement of cause of action in unfair competition depends more upon facts set forth 
and less upon technical requirements than most causes of action. 

Allegation of “palming off’ held not essential to cause of action for unfair competition. 

Doctrine of unfair competition has been extended to granting relief in cases where there 
was no fraud on the public but a misappropriation for the commercial advantage of one person 
of a benefit or “property right” belonging to another. 

“Property rights” are rights which are recognized and protected by the courts by ex- 
cluding others therefrom. 

The creative element in intellectual productions has been protected. 

The right to exclusive use of one’s own name and reputation has long been recognized by 
the courts. 

The existence of actual competition between the parties held no longer a prerequisite to 
equitable relief. 

Interference with contractual relations will be enjoined by a court of equity. 1072 


Plaintiff held entitled to injunction restraining defendant from using the word “Jewel” in 
connection with any retail food or dairy product business in Chicago and its suburbs. 
Plaintiff held not entitled to damages or profits. 120 


In cases involving copying of non-functional features, showing of secondary meaning is 
required. 

Dismissal of complaint affirmed, where plaintiff alleged but failed to prove secondary 
meaning; and fact that defendant deliberitely imitated decorative combination color scheme 
for toy held insufficient to justify injunctive relief because the law does not afford a remedy. 20 
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A non-fanciful word may be used by one business as its trade-mark, and as its trade name 
under circumstances where its unqualified use by another may constitute infringement or 
unfair trade. 

A distinctive mark or name will be broadly protected but words or names which have 
been applied to and used and registered as trade-marks for a large number and variety of 
products, will be protected only within the range of use on similar goods. 669 


In trade-mark infringement suit, plaintiff has burden of proving likelihood of confusion 
as to source. 

Fact that two trade names are similar, held not sufficient in itself to warrant equitable 
interference. 

Though whether the goods are similar is not the test, such evidence may be pertinent to 
ultimate question of whether there is likelihaood of confusion. 

Trial court’s finding that similarity of product did not exist and that plaintiff had failed 
to prove likelihood of confusion, held adequately supported by the record. 664 


Juvenile reader of comic books is not likely to be too discriminating when buying and 
hence is more apt to be deceived. 

Appearance of defendant’s cover held so similar to and suggestive of plaintiff’s magazine 
as to leave no doubt that there was a design to imitate. 704 


Trade-mark laws and the law of unfair competition are concerned not alone with pro- 
tection of property rights existing in individuals, but also with protection of public from fraud 
and deceit. 

Right of the public to be so protected transcends rights of individual trade-mark owner 
and is beyond his power to waive. 675 


New competitor is not held to the obligations of an insurer against all possible confusion 
to the degree of making the market “fool proof.” 1003 


In granting preliminary injunction, court must consider the equities, balance of con- 
venience and right of purchasing public to protection. 

It is clear that the sale of one manufacturer’s goods for those of another is unlawful. 

While it is well established that goods may be sold honestly under the brand name or 
trade-mark of the maker, if the goods are sold in their original form, defendants’ practice of 
disposing of plaintiff’s “seconds” as “firsts” is unlawful. 551 


It is well settled that if defendant’s use of name made it more difficult for plaintiff to go 
into related field, or if defendant’s reputation in the trade was bad and so damaged plaintiff’s 
reputation, plaintiff, first user, might compel defendant as later user to distinguish. 

No doctrine exists by which first user of specific name or description is given power to 
prevent its use by others. 219 


While there can be unfair competition without trade-mark infringement, there cannot 
be trade-mark infringement without acts which also amount to unfair competition. 431 


Doctrine of unfair competition does not extend to preventing defendant from selling or 
offering for sale garments of inferior workmanship. 

Public is entitled to be protected against any misrepresentation or overemphasis which 
leads to misunderstanding. 

Defendant’s advertisement of clothing made from plaintiff’s fabric held deliberate attempt 
by defendant, through overemphasis of plaintiff’s fabric trade-mark, to avail itself of good-will 
established by plaintiff and higher grade establishments which offer for sale garments made 
of “Forstmann” fabrics. 
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To extent that defendant’s advertisements give prominence to plaintiff’s label, though it 
is not subject of valid copyright registration, defendant held guilty of unfair competition which 
should be condemned. 433 


There is little if any distinction between principles applicable to infringement of trade- 
marks and trade names. 

Likelihood of confusion is test for determining whether actionable wrong is inflicted by 
defendant upon plaintiff through use of similar mark; proof of actual confusion is not required. 

Trade-mark infringement and unfair competition may exist despite dissimilarity of the 
fields and lack of market competition, if confusion as to source is likely. 308 


Defendant’s truthful use of plaintiff's fabric trade-mark “Forstmann” in advertising 
clothing as made from plaintiff’s fabric, and on clothing as so made, held not infringement 
of technical trade-mark. 433 


Since defendant’s counterclaim is based on plaintiff’s unsuccessful attempt in 1938 to 
extend its mark to light machine oils, and this attempt was abandoned as early as 1940, and 
there is no evidence to indicate that it will ever be renewed, held that whether such extension 
may properly be made is an academic question requiring no determination at the present 
time. 426 


Defendant’s use of name “Columbia” in selling television sets held unfair competition with 
plaintiff which had established secondary meaning in radio and television field, despite 
absence of evidence of competition. 

While defendant’s intent is held immaterial, its whole conduct is held an attempt to 
deceive the public into believing that defendant’s television sets were made by plaintiff. 

Proof of monetary injury or actual confusion held not required to entitle plaintiff to 
injunction. 316 


There is no basis for injunctive relief against defendant for breach of confidential rela- 
tionship where plaintiff employed defendant to manufacture boxes for plaintiff’s customer, 
and to ship them to plaintiff’s customer. 

Idea of plastic box for cakes, originated by plaintiff and unprotected by patents, held not 
to give plaintiff monopoly upon such boxes. 

Defendant’s sales of plastic boxes made from other molds, after termination of contract 
with plaintiff, held not to constitute unfair competition in absence of evidence of passing off. 

Plaintiff's employment of third party to copy defendant’s boxes, though admittedly 
unethical, held not to constitute unfair competition in absence of evidence of misrepresenta- 
tion by plaintiff. 409 


No man can have any right to represent his goods as those of another. 
Whether a false representation has been made is generally a question of fact. 


Evidence of record held clearly to support findings of no infringement and no unfair 
competition or violation of settlement agreement. 304 


In absence of contract, fraud, or estoppel, any man may use his own name in all legitimate 
ways, and as the whole or part of a corporate name; it is only when use is dishonest or 
fraudulent that court may interfere; courts will not act where the only confusion, if any, 
results from similarity of names and not from manner of use. 664 


Trade name will be protected even though the words are of a descriptive character, if 
they have acquired a distinctive meaning in the market place. 


Confusion of origin or sponsorship and not confusion of goods is the controlling factor. 


Knowingly adopting the same trade name as plaintiff should and must be considered 
fraud. 211 
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The test of confusion as to source is bottomed upon likelihood of confusion of the goods 
or business of the prior appropriator of a name or mark by a newcomer. 


Probability of consumer confusion through use of same or similar names varies with nature 
of the businesses. 

Good will of casualty and surety companies is not so closely tied to their names as that 
of commercial companies, because brokers and agents who deal with them are professional 
buyers sufficiently conversant with the facts not to be misled by mere similarity in names as 
the general public might be. 

Fact that clientele of business is limited does not defeat right to protection, but this has 
an important bearing upon likelihood of confusion. 


Proof of actual confusion is not a prerequisite to injunctive relief. 


If no likelihood of deception appears plaintiff cannot prevail even though absence of 
competition be treated as no objection. 955 


B. Scope of Relief—Particular Instances 


It does not follow from validity of plaintiff’s composite mark that plaintiff is entitled to 
appropriate exclusively the merely descriptive elements of its composite marks. 


Plaintiff held not entitled to prevent defendant from advertising its product by showing 
it in use by a person who would normally be expected to use it, provided defendant does not 
represent its product in such a way as to render it likely that confusion will result. 


Defendant’s advertising containing representation of an entire woman held sufficiently 
differentiated from plaintiff's mark and not to constitute trade-mark infringement or unfair 
competition; and a fortiori, if defendant can use the representation of an entire woman in 
its advertising it can use a representation of only a woman’s hand therein, without likelihood 
of confusion resulting. 784 


The word “Sunbeam” held not a fanciful term with little use in the English speaking 
world. 

On facts of record, judgment granting injunction to plaintiff restraining defendants from 
using the name “Sunbeam” in connection with their business affirmed, in so far as it pertains 
to use of “Sunbeam,” or a colorable substitute therefor, upon or in connection with household 
utensils, and as to the use of script suggestive of plaintiff’s script and to the use of the word 
“Master” in connection with the word “Sunbeam” in relation to the manufacture and sale of 
plaintiff’s appliances; and in all other particulars the judgment is reversed. 


Plaintiff’s use of “Sunbeam” on electrically operated household utensils held not to 
justify injunction against defendants’ use of “Made by Sunbeam Electrical Appliance Co., 
Los Angeles, California,” or similar wording in a catalog or on electrical fluorescent 
fixtures. 669 


Trial court, confronted with record indicating that defendants are engaging in deceptive 
acts or practices, held to have inherent power to frame decree in such manner as to protect 
public against continuation of such unlawful acts and practices, without regard to violation 
or non-violation of any rights of plaintiff. 

Modification of judgment by Court of Appeals does not accord to plaintiff the relief 
sought or amount to recognition of rights asserted by plaintiff; modification directing defendants 
to inform public of defective condition of razors bearing plaintiff’s trade-mark is to protect 
public from fraud and deception and any benefit to plaintiff is only incidental to that 
purpose. 969 


Plaintiff prior user of mark and trade name in its territory held not entitled to enjoin 
defendant, second comer, in his own territory, where he adopted mark in good faith, without 
notice of plaintiff’s use of mark, and where plaintiff had. 573 
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Though plaintiff waived its trade-mark and fair trade rights, held that defendants should 
be prohibited from offering to the public admittedly defective razors, bearing plaintiff’s trade- 
mark, without indicating to prospective purchasers fact that the razors are equipped with 
defective pawl spring and are not backed by the one-year guarantee applicable to razors sold 
by plaintiff through its established dealers. 675 


Plaintiff held entitled to injunction restraining defendant, its officers, servants and agents 
from using any name or style similar to plaintiff’s name “Facts On File, Inc.,” or any imitation 
of such name. 

Thirty day stay granted. 836 


Plaintiffs held entitled to judgment declaring that defendant cannot prevent plaintiffs from 
using their mark “Sulfodene” in connection with the sale, offering for sale or advertising of 
plaintiffs’ medicinal preparation. 128 


Defendant restrained from using his surname “Steccone,” as trade-mark on squeegees; 
and from so using his name that reasonably attentive purchasers cannot readily distinguish 
between products of plaintiff and defendant. 

Defendant may make, advertise and sell squeegees as products of “Steccone Products 
Company,” or as his product, so long as name “Steccone,” used alone or in combination, 
is accompanied by sufficient explanatory material so as to clearly differentiate his goods 
from plaintiff’s. 40 


Plaintiff held entitled to decree restraining defendant from all advertisements concerning 
sales of products made of “Forstmann’s” woolens which give prominent position and emphasis 
to such name or label, and from attaching tags or labels bearing any combination of words 
which would lead customer to believe that garments were manufactured by plaintiff. 

Defendant enjoined from deliberately misrepresenting facts by selling garments bearing tags 
marked “‘Mfd. by Forstmann Woolen Co.,” and from using any substantially equivalent legend. 

Accounting of profits denied since it does not appear that damage to plaintiff, if any, 
is measurable. 433 


Since plaintiff’s trade name “Columbia” is well known, has acquired secondary meaning 
identifying plaintiff, and is synonymous with radio and television, second comer attempting 
to use the name should be required at least to distinguish clearly between its goods and 
articles manufactured, or in reasonable contemplation of manufacture by plaintiff. 

Plaintiff held entitled to judgment against defendant for all relief demanded in com- 


plaint. 316 


Since plaintiff’s trade territory is limited to all or parts of States of Missouri, Kansas, 
Nebraska, Iowa, Minnesota, Michigan, Illinois, Oklahoma, Arkansas, and Texas, held it would 
not be proper to render decree enjoining defendant from carrying on its business or from 
advertising as it may desire in territory not now used by plaintiff, and that injunctive decree 
will be limited to above-named States. 236 


Defendants held to have infringed plaintiff’s trade-mark “Sunbeam” by using it on elec- 
trical lamps, and to have competed unfairly with plaintiff by using “Sunbeam” in their 
corporate and firm names in selling electrical products. 

Plaintiff held entitled to injunction restraining defendants’ use of “Sunbeam” in con- 
junction with their products. 308 


In unfair competition cases, decree for damages or profits does not necessarily follow 
injunction. 

Where plaintiffs obtained decree enjoining use of slogan and referring matter to an 
auditor to determine what, if any, damages have been sustained, held that plaintiffs were 
confined to recovery of actual monetary loss sustained by diversion of customers who were 











56 FORTY TRADE-MARK REPORTER 





deceived by the slogan into believing that they were dealing with plaintiffs rather than 
defendants. 

On facts of record, plaintiffs held to have failed to sustain burden of proving any actual 
damages and Chancellor’s order denying damages affirmed. 585 


Winning plaintiff held not entitled to monetary award of damages, or an accounting of 
profits, as a matter of course, in every case. 

In absence of proof of palming off or fraud, except in knowingly adopting the same trade 
name as plaintiff, held that injunction against use of name without allowance of accounting 
satisfies equities of case. 211 


Plaintiff held entitled to injunction restraining defendant from using the name “New 
York Diesel Heating Corp.” where defendant’s name was confusingly similar to plaintiff’s, and 
on facts of record it appears that defendant chose the name to obtain benefit of plaintiff’s adver- 
tising and reputation, and defendant will not be harmed if compelled to use another name. 240 


In addition to damages for breach of contract, plaintiff held entitled to injunction restrain- 
ing defendants from committing any acts constituting unfair competition with plaintiff’s busi- 
ness, or with plaintiff in sale by plaintiff of its product under the name “Dad’s” in the franchise 
areas. 

Plaintiff held not entitled to injunction against defendants for trade-mark infringement; 
and no accounting of profits awarded. 562 


Declaratory relief held unwarranted, since there has been no trade-mark infringement or 
unfair competition by either party. 1003 


Defendant restrained from using “Loraine” on its goods and in its corporate name. 


Defendant required to destroy, within thirty days of date of final decree, all labels, marks, 
boxes, letterheads and advertising containing the infringing word, “Loraine.” 

Upon facts of record, accounting denied. 

Complainant held entitled to costs. 124 


Defendants’ offering to the public recordings of Metropolitan Opera’s broadcast per- 
formances without any payment to Metropolitan and without any cost comparable to that 
incurred by Columbia Records held to constitute unfair competition with plaintiffs for which 
money damages would furnish no adequate remedy. 1072 


Plaintiff held entitled to injunction restraining defendant’s use of trade name “Con- 
sumers,” in fuel oil business, in Chicago and vicinity, unless (a) distinctive name, not includ- 
ing word “Consumers” is used in juxtaposition to words “Fuel Oil” in advertising; (b) the 
word “Consumers” be used only as part of defendant’s corporate name, in any such adver- 
tising, and in no larger letters than those in the word “Company” and such corporate name 
be arranged so as to form no part of trade name; and (c) defendant’s advertising and sales 
material used in fuel oil business shall be different from any, to defendant’s knowledge, here- 
tofore used by plaintiff. 

Defendant restrained from representing that it is in any way connected with plaintiff 
or its business. 

Defendant required to exercise care and caution to avoid confusion between it and plain- 
tiff and to comply with injunction as rapidly as reasonably possible. 

Costs to be taxed one-half to each of the parties. 1069 


C. Scope of Protection 


While the validity of plaintiff's trade-mark in its entirety is not seriously questioned, it 
does not follow that plaintiff may dissect its mark and claim monopoly on multi-colored 
striped background, which is held functional and descriptive. 
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On facts of record, plaintiff held to have failed to establish either trade-mark infringe- 
ment under 1946 Act or unfair competition by defendant in its use of multi-colored stripes 
which are functional and descriptive on candy package. 520 


A trade-mark is a symbol of good will, and the law of trade-marks is but a part of the 
law of unfair competition. 

Underlying principle of unfair trade practice cases is that one manufacturer or vendor 
may not palm off his merchandise as that of another, nor sell the products of another as his own. 

One who attempts to “take a free ride” and profit by good will built up by another is 
subject to equitable restriction. . 

Person terminating license contract relationship and continuing in same business owes 
greater duty to distinguish than a stranger; and such licensee is under duty to make sincere 
efforts to make known the termination of the previous relationship and to avoid any possibility 
of confusion. 

In trade-mark infringement and unfair competition cases, each case must be decided on 
its own facts. 

On facts of record, defendants held to have failed to measure up to duty to distinguish 
and by positive and negative acts allowed impression of former association to continue. 562 


2. UNFAIR COMPETITION 
A. Unfair Use of Trade Name 
1. SECONDARY MEANING 


The word “Jewel” held to have acquired secondary meaning identifying plaintiff’s retail 
grocery business in Chicago and its suburbs. 

Defendant’s use of “Jewel” in connection with similar business, held to have resulted in 
confusion entitling plaintiff to relief. 120 


Plaintiff having burden of establishing secondary meaning in the mark “Emerson,” held to 
have failed to sustain that burden. 

The word “Emerson” having acquired no secondary meaning as designating plaintiff’s 
product, its rights are not enlarged by Mass. G. L. (Ter. Ed.) c. 110, § 7A. 228 


The word “Columbia” held capable of acquiring secondary meaning; and claims that 
it is descriptive, geographical or generic held without force under circumstances of this case. 
Plaintiff held to have established that its trade name “Columbia” has acquired secondary 
meaning identifying plaintiff in field of radio and television. 316 


The words “American” and “Auto” are not unique, either individually or in combination, 
and are held common in the field and not to have acquired a secondary meaning identifying 
plaintiff’s insurance business. 955 


Greater protection is afforded fanciful trade names than those in common use. 

Where a generic word is widely used in many diverse businesses, use by another may not 
be prohibited, even in closely related fields, unless such use will indicate a common origin 
or endanger the business reputation of the prior user. 955 


Generic terms and words descriptive of place are publici juris and not subject to exclusive 
appropriation. 

Where such words are so used in connection with goods or businesses that the public 
comes to associate them with a particular trader, they take on a secondary meaning which 
will be protected against another’s deceptive use thereof. 

Likelihood of confusion as to source is the basis for injunctive relief; this test is carried 
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into Trade-Mark Act of 1946. Trend of decisions places less emphasis upon competition and 
more on confusion. 955 


On facts of record, the word “Desco,” alone or in combination, held to have acquired 
secondary meaning signifying plaintiff’s product. 

Plaintiff's mark “Desco” held not of a nature entitled to broad protection; nor to preclude 
others from adopting marks ending in “co.” 36 


“(UE)” and “UE” held to have acquired secondary meaning identifying unincorporated 
association represented in suit by plaintiff. 

Generic words “electrical, radio and machine workers” held not to have acquired sec- 
ondary meaning. 131 


Secondary meaning must be proved by fair preponderance of evidence. 

Secondary meaning may be established by a showing of long use, extensive advertising 
and large sales; direct evidence of meaning of trade name or trade-mark in public mind js 
not essential. 

On facts of record, plaintiff held to have established that it had a secondary meaning in 
Kansas City in 1933 and to have failed to establish such secondary meaning in St. Louis at 
that time. 573 


No one can appropriate as a trade-mark a generic name or descriptive word in the absence 
of secondary meaning. 

Elements to be considered in determining whether mark has acquired secondary meaning 
identifying source generally include length of use, nature and extent of advertising, and 
efforts used to create connection in public mind between mark and particular source of goods. 

Mark need not acquire secondary meaning everywhere in order to be entitled to 
protection. 120 


2. DEFENSES 


On facts of record, findings of trial court overruling the affirmative defenses of laches, 
acquiescence, estoppel and abandonment sustained. 211 


Practice of competing magazines to use similar words in titles held no reason for with- 
holding appropriate relief when an unfair use is shown. 704 


Where third, fourth, fifth, sixth and seventh paragraphs of answer and third defense 
couple denial with affirmative allegations to the effect that defendant’s garments were made 
from plaintiff’s fabrics and truthfully labeled, motions to strike and to dismiss denied, as these 
allegations may, if proved, constitute complete defense to trade-mark infringement and unfair 
competition claims. 

Motion to strike and dismiss second affirmative defense granted on ground that it con- 
stitutes a vague catch-all denying that anything defendant has done, is doing, or proposes to 
do is in violation of any of plaintiff’s “valid” rights. 

Allegations as to defendant’s reputation held immaterial. 

Good reputation of an infringer is not a defense in an infringement action, nor a material 
allegation in its counterclaim; and since presence of these allegations might be prejudicial to 
plaintiff, they should be stricken. 830 


Allegations which taken together constitute claim that plaintiff is violating the anti-trust 
laws in certain respects but not that it is using its trade-mark to do so, held insufficient as a 
defense in trade-mark infringement case. 830 


While settlement agreement, terminating prior litigation between plaintiff and one of the 
defendants, provided that defendants’ products should not be sold in containers bearing the 
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words “Distributed by Lenel-New-York—Chicago-Contents 4 fluid ozs.,” complaint as to de- 
fendants’ continued use of the words held not well taken since the law requires such informa- 
tion to be supplied to the public. 


Under Illinois cases which govern, fraud in the inducement must be based upon a mis- 
representation of fact and cannot rest on false promises to do an act in the future, even though 
accompanied by intent not to perform. 675 


District Court’s construction of broad language of consent letter as waiver and abandon- 
ment of all plaintiff’s trade-mark and fair trade rights with respect to the goods involved, 
held justified. 

Although plaintiff’s letter operated to waive all of its rights with respect to the goods in 
question, held that it could not have had the effect of waiving the public’s right to be safe- 
guarded against fraud and deception. 675 


B. Trade Secrets 


On facts of record, contract clause to the effect that molds for box remain plaintiff's 
property, held to carry with it an inference that defendant was under obligation to keep 
secret the fact that it was manufacturing plastic boxes for shipment to plaintiff’s customer. 

Secret consisting of nothing more than that plastic box, as container for fruit cakes, was 
being made for the first time for plaintiff’s customer, was disclosed when defendant manu- 
facturer began shipments to plaintiff’s customer; and thereafter boxes became articles of 
merchandise subject to examination by all. 409 


C. Design Patents 


Controlling factors in determining validity of design patent are whether the design in 
question has “aesthetic skill,” whether “the completed whole rises above the commonplace,” 
and whether the conception of the design required “some exceptional talent beyond the range of 
the ordinary designer familiar with the prior art.” 

On facts of record, including commercial success, design of plaintiff's “Grande Baroque” 
pattern, composed of elements each old in the art, when appraised against background of prior 
art, held unique, outside scope of prior art, and to have required for its development a degree 
of skill beyond range of ordinary designer. 

Plaintiff’s design patent covering flatware design of “Grande Baroque” pattern held 
valid. 692 


The law does not require plaintiff to show servile imitation in order to make out case of 
infringement. 

If in the eye of an ordinary observer, giving such attention as a purchaser usually gives, 
two designs are substantially the same, if the resemblance is such as to deceive such a 
purchaser, inducing him to purchase one supposing it to be the other, the first one patented 
is infringed by the other. 

In determining question of design patent infringement, the test is to be applied to the 
design as a whole. 

Significant evidence of actual confusion in record lends support to circumstantial evidence 
of likelihood of confusion. 

Defendant’s design held an infringement of plaintiff’s design patent. 692 


D. Advertising Ideas 


Upon facts of record, held that no express contract for exploitation of advertising idea 
was ever concluded between the parties. 
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In order for plaintiffs to succeed on theory of impiled contract, it is settled that idea 
must have been new and novel at time of its communication to defendants; upon plaintiffs’ 
failure to protect idea by contract and voluntary communication thereof to defendants it 
became common property. 30 


E. Trade Libel 


Letter described in supplemental complaint, disparaging product but not defaming plain- 
tiff, held to involve only trade libel and not a personal libel. 


Allegations and proof of special damage held necessary to sustain charge of trade libel. 


Broad general allegation that plaintiff had lost sales and had been injured in its credit 
and reputation, held insufficient, under rule requiring proof of special damage, to establish 
disparagement of title. 


Advance Music Corp. v. American Tobacco Co., 296 N. Y. 79, distinguished. 


In unfair competition suit based on diversity of citizenship, New York law held binding 
on federal court. 516 


F. Imitating Dress of Goods 


On facts of record, combination of shape and color of plaintiff’s drug tablets held never to 
have been used by any other manufacturer of pharmaceutical products and to be the means 
by which plaintiff’s tablets are recognized by the trade and public. 


Where defendants, with knowledge of shape and colors used by plaintiff, deliberately 
imitated the plaintiff’s tablets and used publicity material suggesting possibility of substitu- 
tion, and druggists palmed off defendants’ products in filling prescriptions calling for plain- 
tiff’s tablets, held that fact that defendants practiced no deception in dealing with the trade 
is immaterial. 

One who induces another to commit a fraud and furnishes the means of consummating it 
is equally guilty and liable for the injury. 547 


3. Surrs For Unrair Competition 
A. Pleading and Practice 


Complaint alleging publication, in bad faith, of known falsehoods concerning plaintiff’s 
product, with purpose of taking away business and of intentionally inflicting damage, resulting 
in damage in the sum of $1,000,000.00 to plaintiff, held fatally defective for failure to plead 
special damages and dismissed with leave to serve amended complaint. 237 


Plaintiff held entitled to prove under its general allegation, damage from diversion of its 
customers to the New Jersey “agencies” to whom defendant furnished “demonstrators.” 


It will be deemable upon a trial to take a special verdict stating separately plaintiff’s loss 
arising from competition of New Jersey “agencies” and the losses, if any, arising from com- 
petition of New York “agencies.” 26 


B. Evidence 


On facts of record, including weakness of plaintiff's mark evidence of pollers and expert 
testimony as to likelihood of confusion disregarded. 669 
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V. STATE STATUTES 
1. CALIFORNIA 


There is a clear difference between the right to use a trade-mark and the statutory right 
to register it. 

Judgment of federal district court of California in suit between the parties is res judicata 
as to appellant’s right to use its trade-mark, but is not res judicata on this appeal. 804 


2. ILLINOIS 


Illinois law held not to bar plaintiff, advertising on a national scale and doing mail order 
business in all parts of the United States, from securing injunctive relief against defendant’s 
pirating its name and business. 

Plaintiff held not required to have license to do business in Illinois, since plaintiff has 
no headquarters or offices in Illinois and conducts its business there by mail. 211 


3. MASSACHUSETTS 


On facts of record, in absence of any evidence of confusion, preliminary injunction denied 
where differences between the marks are so obvious that it would be highly unlikely that any 
retailer or customer could be confused, and where construction of Massachusetts statute is so 
uncertain that view of any single judge may be in error, and where even if hearing were on 
final injunction and Court had determined that plaintiff were entitled to relief under the 
statute, it would suspend enforcement of the injunction pending an appeal. 37 


4. MINNESOTA 


Minnesota statute prohibiting use of words “Army,” “Navy” and other words which are 
officially used to designate the government or various agencies and activities of the United 
States government, as the name or designation, or as part of the name or designation of any 
business selling or offering for sale any commodity, held reasonable exercise of police power 
of state and not to violate the Fourteenth Amendment. 

Plaintiff corporations having been organized subsequent to enactment of statute, there is 
no basis for claim by them that the statute is invalid on the ground that it impairs contract 
obligations. 450 


5. New York 


Registration of petitioner’s mark under New York State Law held entirely without evi- 
dentiary value. 143 


VI. COURTS—PLEADING AND PRACTICE 


1. JURISDICTION 


Opposition proceeding pending between parties will determine only question of registra- 
tion and will not adjudicate question as to plaintiff’s common law rights to use of marks, or, 
as far as appears of record, the validity of defendants’ registrations. 

Since relief which may be granted in Patent Office cannot be adequate substitute for relief 
plaintiff 2ks here, Court denies motion, addressed to its discretion, to decline jurisdiction 
of this suit. 

Whether suit should be stayed until opposition proceeding is completed is not presented 
for determination on this motion. 442 
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Lanham Act held to confer, upon federal district courts, original jurisdiction of unfair 
competition suits between citizens of same state, though no substantial and related claim under 
the copyright, patent or trade-mark laws is joined therewith, provided the unfair competition 
affects interstate commerce. 

For unfair competition, under Lanham Act, any citizen or resident may invoke, in federal 
court, whatever remedies would be available if infringement of a registered trade-mark were 
charged. 

Jurisdiction over repression of unfair competition, granted by Lanham Act to federal 
courts, held reaffirmed and not withdrawn by revision of Judicial Code (28 U. S. C. 1337). 


Purpose of revised Judicial Code (28 U. S. C. 1338) is to extend federal jurisdiction 
to the furthest possible extent. 

Protection against unfair competition given by Lanham Act is limited, as in case of 
remedies for trade-mark infringement, to the area of constitutional competence of Congress, 
viz: “commerce which may lawfully be regulated by Congress.” 


Fact that action arises under laws of United States must be disclosed upon face of 
complaint. 960 


On facts of record, amount in controversy held to exceed jurisdictional requirement. 


Case at bar held a class suit in which citizenship of the representatives only is relevant 
in determining question of diversity. 


Suit between representatives of unions to determine who is entitled to use of names or 
numbers of the locals held not a “labor dispute” within meaning and contemplation of the 
statute and Norris-La Guardia Act held inapplicable. 827 


Federal jurisdiction over trade-mark infringement and unfair competition causes of action, 
held clearly established. 113 


Statutory jurisdiction of Court of Customs and Patent Appeals is limited to review of 
evidence produced before Commissioner of Patents and its review must be confined to points 
set forth in reasons of appeal. 804 


Federal court clearly has jurisdiction of suit between citizens of different states under 
R. S. 4915 for cancellation of trade-mark registration. 426 


Federal court having acquired jurisdiction in case where claim of unfair competition is 
joined with substantial and related claim under federal trade-mark laws, held entitled to 
retain jurisdiction though it finds only remedy to which plaintiff is entitled is against unfair 
competition. 308 


Federal court has jurisdiction over cause of action for unfair competition, in suit between 
citizens of different states involving the requisite jurisdictional amount. 228 


Motion of appellee, as to whom 4915 suit was dismissed on jurisdictional grounds, for 
remand of case to District Court with leave to appellee to appear and answer, granted, pro- 
vided appellee enters general appearance within ten days after issuance of mandate and files 
an answer, and the Commissioner of Patents intervenes in accordance with section 21 of 


1946 Act. 
Costs of appeal awarded to appellant. 112 


Jurisdiction of Federal District Court for District of Columbia, in actions against the 
United States for breach of contract is limited to claims involving not more than $10,000. 

Court of Claims alone has jurisdiction over actions against United States for breach of 
contract involving amounts in excess of $10,000. 982 


On facts of record, the alleged dilution of plaintiff’s trade-mark rights held to exceed 
$3,000 exclusive of interests and costs. 36 
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Defendant’s allegations, in Patent Office opposition to plaintiff’s application, charging 
infringement of defendant’s trade-marks held to constitute an “actual controversy,” within 
meaning of federal declaratory judgment statute. 128 


Value of plaintiff’s alleged right to use its trade-mark and trade name in St. Louis area 
held to exceed required jurisdictional amount. 573 


Federal courts have jurisdiction over unfair competition case, between citizens of same 
state, where claim of unfair competition is joined with substantial and related claim under 


federal trade-mark statutes. 40 


Plaintiff’s 1905 Act registration of mark secured to plaintiff only the right to sue in 
federal court without diversity of citizenship. 431 


Supplemental complaint held to fail for lack of jurisdiction, so far as it related to 
defendant Personna Blade Co., Inc., because of lack of diversity of citizenship between plain- 
tiff and that defendant. 516 


2. PLEADINGS 


Infringement of federally registered trade-mark requires allegation that transactions com- 
plained of occurred in interstate commerce. 120 


Defendant’s motion for stay of federal court suit granted, where prior action pending in 
state court between same parties based on same alleged trade-mark infringement and unfair 


competition. 
Defendant should not be harrassed and vexed with two actions pending in two separate 
courts over substantially the same subject matter. 235 


Rule 7(a) of Federal Rules of Civil Procedure held not to require answer or reply to 
affirmative defenses such as estoppel, laches, abandonment and acquiescence, in absence of 


order by trial court. 211 


Stipulation between the parties to abide by decision in federal court suit instituted after 
appeal was perfected herein and subsequent to the time when appellee could have elected 
further proceedings under R. S. 4915, held not binding upon Patent Office or Court of Customs 


and Patent Appeals. 804 


Plaintiff held entitled to examine defendants before defendants examine plaintiff; and 
defendants directed to produce at such examination documents specified in notice already 
served by plaintiff. 

Defendants’ examination of plaintiff deferred until after completion of plaintiff's examina- 
tion of defendants; and plaintiff likewise directed to produce at such examination documents 
specified in notice already served by defendants. 52 


On facts of record, held that no genuine issue exists as to material facts, that there is no 
factual dispute as to condition of goods or as to defendant’s reliance upon plaintiff’s letter of 
consent agreeing not to assert rights or claims contrary to rights of pledgee; and granting of 
defendant’s motion for summary judgment was not improper. 675 


Respondent as successful party before Examiner could not have appealed from favorable 
decision. 

Jurisdictional requirements held satisfied by proper filing in Patent Office of notices of 
appeal with proper fees, within the limit of appeal set by Examiner in opposition and cancella- 
tion proceedings; and slight delay in making actual service upon adverse party until after the 
time so limited held an informality which has now been corrected. 


Upon facts of record, motion to dismiss appeals denied. 708 
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Unless the balance is strongly in favor of defendant, plaintiff’s choice of form should 
rarely be disturbed. 


On facts of record, defendant held to have failed to sustain burden of establishing strong 
balance in its favor necessary to support motion for change of venue. 1000 


Under federal court practice, as general rule, pleadings need not be verified. 107 


Whether court should stay proceedings before it is question going to exercise of discretion 
in application of inherent power. 


Party first bringing controversy into court of competent jurisdiction should be free from 
subsequent litigation over same subject matter and courts should not be called upon to dupli- 
cate each other’s work. 


On facts of record, motion for stay of subsequent trade-mark infringement and unfair 
competition suit granted where prior declaratory judgment suit in state court between same 
parties involving substantially similar issues may adjudicate all issue raised here. 1000 


Motion for summary judgment granted, in suit for damages for use of advertising idea, 
where there was voluntary communication, in absence of express contract, and allegation of 
complaint, that plaintiffs submitted idea to defendants on understanding that if defendants 
should use any part of it, defendants would pay reasonable value thereof, is negatived by 
plaintiffs’ testimony. 30 


On facts of record, assertion by plaintiffs of single cause of action and joinder of the 
parties held not only proper but desirable. 30 


Defendants’ admissions, though for limited purposes of their motion for summary judg- 
ment, held still binding on them where trial court granted motion and Court of Appeals did 
not reverse but affirmed with modification on basis of the admitted facts. 969 


3. EvmDENCE 


Court takes judicial notice of widespread use of prefixes such as “Aluma” and “Alumi” 
in terms as indicating or suggesting the presence of aluminum. 804 


On facts of record, defendant held to have added nothing to allegations and denials of © 


verified pleadings by its affidavit. 
Result of private search for prior registrations held inadmissible in form in which 
presented. 107 
General practice of affixing piece of leather extended from base of handle on luggage 
held so well known as to be a matter of common knowledge. 
Usage of straps shown in certain advertisements of record may properly be considered. 1020 
Fact that idea of sponsored advertising, using prominent Negro athletes was not new or 


novel, at time plaintiffs communicated it to defendants, held so well known that court can 
take judicial notice of it. 30 


4. FInpInGcs 


Under Rule 52(a) of Federal Rules of Civil Procedure, findings of fact made by district 
court should not be disturbed unless clearly erroneous. 304 


It is unnecessary on motion to dismiss to determine whether issues in opposition pro- 
ceeding pending between the parties in the Patent Office are sufficient to establish a 
justiciable controversy. 


The mere threat of suit against plaintiff is sufficient to warrant finding that a justiciable 
controversy exists. 442 
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5. Motion PRACTICE 


Plaintiff’s motion to transfer suit from Northern to Southern District denied, where plain- 
tiff Automatic brought trade-mark infringement suit against Easy in Northern District, and 
plaintiff Automatic having intervened in patent infringement and unfair competition suit 
brought by Easy against Macy in Southern District seeks to have its Northern District suit 
transferred and tried concurrently with the pending Southern District suit. 

Motion to transfer involves discretion of the court; and on facts of record held that con- 
venience of neither witnesses nor parties would be served by granting motion, and elimination 
of one trial would not be accomplished. 

Plaintiff’s choice of venue in the Northern District should not be lightly changed, espe- 
cially over defendant’s objection. 683 


Courts are liberal in allowing amendments after issue joined, but decision in each case 
must rest on its own facts. 

Since the allowance of amendment is discretionary, cases cited by both parties become 
merely advisory. 

Timeliness of motion to amend depends on facts. Time of itself held not important. 

Where it appears that new defense offered by amendment would afford complete defense 
to plaintiff’s charges, justice requires that defendant be given opportunity to present such 
defense unless amendment will prejudice plaintiff in some way other than by stating good 
defense. 

On facts of record, leave to amend answer granted on condition that defendant stipulate 
that fact admitted in original answer is true, and that reasonable costs of taking new depositions, 
if required, of witnesses formerly examined be paid by defendant. 444 


Denial of plaintiff’s motion for judgment on’ the pleadings affirmed without prejudice to 
plaintiff’s right to re-apply in modified form as to (1) and (2), where plaintiff, prior user of 
“International Forwarding Co.,” prayed for injunction: (1) enjoining defendant from using 
“International Forwarding Service” and the word “International” in any manner in combina- 
tion with the word “Forwarding” or “Service” as part of trade name; (2) enjoining defendant 
from thus using these words in soliciting, procuring, or transacting business; and (3) that 
defendant be enjoined from using words, actions, conduct, silence or actions in a manner 
calculated to deceive the public and plaintiff’s customers into believing that they are doing 
business with plaintiff, or into believing that defendant’s salesmen, agents, etc., are employed 
by or acting for plaintiff. 

While there is no issue of fact that the use of the names and words covered by (1) and 
(2) of the prayer was wrongful, and that plaintiff was entitled to injunctive relief, held that 
the broad relief asked for under (3), in view of defendant’s denials, presents issues of fact 
and should not be granted on the pleadings. 306 

Pleadings of record held to present a number of genuine issues of material facts. 


Moving party has burden of proof to establish non-existence of genuine issue of fact to 
be tried. 

Failure of adverse party to serve affidavits in answer to motion held not controlling, since 
Rule 56(c) contemplates that answering affidavits will not be used in every case. 

Summary judgment under Rule 56 should be cautiously invoked; and disputes as to trade- 
mark validity and infringement can rarely be determined satisfactorily on motion for summary 
judgment. 

On showing made, District Court held not justified in granting summary judgment dis- 


missing complaint on basis of side-by-side comparison. 107 


In absence of some prejudice to the opposing party, the Federal Rules of Civil Procedure 
do not contemplate correction of inartistic pleadings by motion to strike. 
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Allegations which under some contingency may raise relevant issues will not be stricken. 


Motion to strike does not raise the issue of whether a defense must be pleaded affirma- 
tively or may be proven under general denial. 


On facts of record, redundancy involved in third defense held harmless and motion to 
strike and dismiss the third separate defense denied. 


Under federal rules, a pleading should not be dismissed unless it appears to a certainty 
that pleader is entitled to no relief under any state of facts which could be proved in support 
of the claim. 830 


Counterclaim held not to state a claim upon which relief can be granted since it is not 
alleged that plaintiff’s statements to customers of defendant Judson were false and the 
practices alleged do not tend unlawfully to destroy competition or to create monopoly; specific 
overt acts as well as some specific injury to defendant’s business or property must be pleaded. 


Defendants Davis and Judson required to make counterclaims more definite and certain 
by stating the time, place, and the person who made certain allegedly false statements which 
may be slanderous per se, depending upon law of place of utterance. 

Motion to strike first defense, alleging that complaint fails to state cause of action against 


two defendants, granted since Court has already upheld sufficiency of complaint and that 
defense may be raised at the trial. 52 


On appeal from summary judgment dismissing complaint, Court of Appeals is only called 
upon to ascertain whether any genuine issue of material fact exists. 107 


On facts of record, motion to dismiss first two causes of action for lack of jurisdiction 
and for failure to state a claim upon which relief can be granted must be denied. 442 


Motion to strike third cause of action for failure to state a claim granted, where asserted 
violation of Federal Anti-Trust Laws is based solely upon defendants’ registration of their 
marks and their claim of exclusive rights therein. 


Specific overt acts must be pleaded as well as some specific injury to plaintiff's 
property. 442 


Appeal held to lie from dismissal of supplemental complaint alleging trade libel in trade- 
mark and patent infringement suit because court below held, under Rule 54(b), that there 
was no reason for delay in entering final judgment on supplemental complaint, and entered 
judgment accordingly. 516 


6. PRELIMINARY INJUNCTION 


On facts of record, defendant’s advertising of plaintiff’s fabric trade-mark, in connection 
with clothing made from plaintiff’s fabric, held misleading and, in view of overemphasis, a 
clear violation of preliminary injunction herein. 433 


State courts have jurisdiction to enjoin unfair competition even though facts be such that 
acts constituting unfair competition may also constitute trade-mark infringement. 


On facts of record, held that preliminary injunction motion should be denied and question 


as to whether or not there is unfair competition as distinguished from trade-mark infringe- 
ment should be decided upon a trial. 239 


Defendants restrained until final determination of this suit from making, advertising, 
offering for sale, delivering or selling amphetamine sulphate and dextro-amphetamine sul- 
phate in tablets having the combination of shape and colors of plaintiff's products or in any 
other shape and colors so closely resembling the combination of shape and colors of plain- 
tiff’s products as to be likely to enable druggists to palm off defendants’ products as plaintiff's 
products. 
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If defendants desire to continue marketing their goods in any other shape or colors, 
they may do so but only after application to this court, at which time distinctive features 
which defendants will be required to use will be determined. 

Plaintiff’s motion for preliminary injunction granted. 547 


Plaintiff’s motion for preliminary injunction granted with respect to requests designated 
“29 through qd ” — and a4 ” 
: , 
As to requests “e” and “h,” which are denied, plaintiff granted leave to renew application 
for injunction to cover these requests if it should become necessary by reason of defendants’ 
manner of doing business in the future. 551 


While preliminary injunction is drastic remedy and its issuance rests in Court’s discretion, 
it is not necessary for party seeking injunction pendente lite to prove a case which will entitle 
it to decree after trial. 

It ic sufficient that plaintiff here has shown, by convincing proof, what appear to be 
serious .ouses. 

Court should not decide doubtful questions of law and disputed questions of fact on 
affidavits. 551 


Plaintiffs held entitled to preliminary injunction restraining defendant Pompez from inter- 
fering with contracts between plaintiffs and baseball players, alleged to be outstanding negro 
players in major league baseball, for post season barnstorming tour. 1008 


Plaintiffs held entitled to preliminary injunction restraining defendant baseball players 
from appearing in post season exhibition games for any other employer, in violation of their 
contract with plaintiffs. 1008 


Motion for preliminary injunction denied where, on facts of record, plaintiff held not to 
have clearly established right to exclusive use of registered mark in question nor that irrep- 
arable injury will result from denial of preliminary injunction. 

Granting of preliminary injunction is an exercise of far-reaching power to be indulged 
in only in cases clearly demanding it. 431 


Injunction pendente lite will not be granted unless denial will work irreparable injury to 
plaintiff; and in order to obtain such remedy, plaintiff must clearly establish right to the 
relief. 

Where substantial dispute exists as to facts underlying plaintiff’s claim, preliminary injunc- 
tion should be denied. 134 


On facts of record, held that there is no proof, such as preliminary injunction demands, 
that any confusion has occurred, that plaintiff will wish to enter related field in which 
defendant operates, or that there will be any possible damage to plaintiff’s reputation. 219 


On facts of record, plaintiff held to have failed to sustain burden of establishing irreparable 
injury and its undisputed right to preliminary injunction. 134 


Plaintiffs held entitled to preliminary injunction restraining defendants from recording, 
advertising or distributing musical performances of Metropolitan Opera broadcasts over the 
air, and from using the name “Metropolitan Opera” or any similar name which is calculated 
to mislead the public into believing that records sold by defendants are made or sold under 
the control or supervision or with the consent of plaintiffs. 1072 

Defendant restrained, pending further order of the Court, from using plaintiff’s name 
“United Electrical, Radio and Machine Workers of America,” the designations “(UE)” and 
“UE-CIO,” and insignia, union labels, and other identification devices now used by 
plaintiff. 131 


On facts of record, held it is no mere chance that each local organized by IUE has borne 
same number as the UE local functioning in same area or plant; defendants’ contention, that 
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granting injunction would do greater injury to defendants than denying it would do to plain- 
tiff’s, rejected; and held that under these circumstances equity will intervene. 

Plaintiffs held entitled to preliminary injunction restraining defendants from designating 
any new locals they may hereafter charter, by the same numbers as the UE locals then in 
existence in the same plant or area. 827 


7. CONTEMPT PROCEEDINGS 


Defendants’ advertisements published prior to service of judgment cannot be the subject 
of motion to punish defendants for contempt. 


Defendants’ advertisement inviting the public to call upon “Lapidus Bros., the Ideal 
Kosher caterers for joyous occasions at the Hotel Genadeen, 271 B. 19th St., Far Rockaway 
7-2727,” held not to violate injunction against “using the name ‘Genadeen’ in any fashion or 
together with any other words in conjunction with the operation of the catering business, 
whether within or without the hotel premises located at No. 271 Beach 19th Street, Far Rock- 
away, New York.” 

Defendants, so enjoined, held entitled to use word “Genadeen” in bona fide address at 
Hotel Genadeen, in conducting catering business under another name. 136 


8. APPELLATE PROCEDURE 


In view of fact that final refusal offered applicant little opportunity to argue question 
as to capability of mark to distinguish, and of Examiner’s citation of textile dictionary for 
first time in action finally refusing registration on ground that mark was generic, Commissioner 
accepted affidavits and additional material which ordinarily should have been presented 
before Examiner. 

If mark were otherwise registrable, it would probably be desirable to remand to Examiner 
for further consideration of question as to generic nature of mark, but no determination of 
question is made on this appeal since mark is held unregistrable on other grounds. 475 


It is immaterial that some of the findings of fact appear in the conclusions of law, for 
their true nature is not determined by their labels. 

Findings of fact by trial court cannot be set aside unless they are clearly erroneous. 

Where conflicting stories are told by witnesses whose credibility is at stake, Court of 
Appeals may not supersede determination of finder of facts and substitute its judgment for 
that of trial court; question is not whether Court of Appeals would have made some findings, 
but whether evidence substantially and adequately supports it. 

Where findings rest upon documents, depositions or comparison of names, and credibility 
of witnesses is not involved, or trial court had no opportunity to observe the witnesses, held 
that reviewing court is as well qualified to pass upon weight of evidence as trial court. 664 


Cost of printing additional material requested by appellee taxed against appellee where 
additional matter was not reasonably necessary to decision of issues. 534 


In denying petition for rehearing in banc, Court states that order is not to be taken as 
ruling on question whether petition for rehearing in banc must be entertained and passed upon 
by the Division of or by all of the active members of Court of Appeals or by either. 968 


Findings of fact and conclusions of law should adequately cover the contested issues. 


Rule 52(a) only relieves trial judge from filing findings and conclusions separate from 
opinion. 


Memorandum opinion of trial judge held not to constitute findings and conclusions con- 
templated by Federal Rules of Civil Procedure, but case is not remanded for additional findings 
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because Court of Appeals concludes that, based upon facts mentioned in opinion, decision of 
District Court was correct. 520 

Added material held not necessary and not to aid court in its decision, since only issue 
before it is confusing similarity of the marks and therefore cost of added material will be 
taxed against appellee. 804 


Finding of trial court, in 4915 suit, that marks were used on goods so dissimilar in dis- 
tribution and use that no confusion was reasonably likely, is not binding on Court of Appeals 
and Patent Office findings to the contrary are entitled to great weight. 22 


On petition for writ of mandamus to be directed to District Court Judge to vacate order 
staying proceedings, Court of Appeals orders respondent to show cause why writ should not 


issue as prayed. 1070 


Case remanded to trial court since it made no finding as to whether or not defendant’s 
marks had acquired a secondary meaning prior to plaintiff’s use of its mark. 22 


Motion to dismiss cross appeal of winning party granted where Examiner had dismissed 
notice of opposition and held applicant entitled to register under 1905 Act. 

Practice of Patent Office is to dismiss cross appeal of winning party but permit him to 
urge any matter of record in his brief on appeal. 1103 


9. ConF.ict oF Laws 


In an unfair competition suit between citizens of different states, local law controls; and 
Pennsylvania law of unfair competition held the same as federal law. 131 


Federal court in unfair competition suit held bound to follow state law as declared by 
Court of Appeals and courts of California. 308 


In suit where jurisdiction is based upon diversity of citizenship, federal court required to 
apply local, common and statutory law. 37 


End result held the same whether state law of Minnesota or federal law is relied upon, 
in present case. 1003 


In unfair competition suit based on diversity of citizenship, federal court is required to 
apply the appropriate state law. 

Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, criticized and dis- 
tinguished but held that, as applied to the facts of that case, it states the Illinois rule. 211 


VII. SHERMAN ACT—MONOPOLIES 


It is not necessary that any single business practice or policy adopted by defendant should 
in itself violate the law. 

It is enough that defendant’s practices constitute elements of planned course of conduct 
intended to bring about or maintain a monopoly, and that the various elements are adapted to 
use for the intended purposes, giving the plan a body, if not actually accomplishing that 
purpose. 

Gravamen of the complaint is that defendant obtained monopolistic control of market, 
that it has been following course of action intended to maintain monopolistic control, and in 
fact succeeded in doing so, which would constitute a violation of section 2 of the Sherman Act, 
and it cannot be held as a matter of law, on motion to dismiss, that no violation of the anti- 
trust laws is set forth. 

Neither can it be held that the alleged extent of defendant’s share of the shoe machinery 
market is not such as could be shown to give it such a dominant position as to constitute 
a monopoly under the Sherman Act. 689 
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VIII. COPYRIGHTS 


Defendant’s use of legend “This Is Forstmann’s 100% Virgin Wool” held not to infringe 
plaintiff’s label copyright registration. 


Plaintiff’s copyright registrations of labels marked “100% Virgin Wool” with fleurs de lis, 
held invalid as lacking in originality and possessing no artistic quality. 433 


Performance of operas by Metropolitan and their broadcast over American Broadcasting 
network held not a general publication or abandonment. 1072 


IX. FEDERAL TRADE COMMISSION 


Federal Trade Commission Act gives no right of action to private litigants; Federal Trade 
Commission is set up to enforce Act and relief from alleged violations must in first instance 
be sought from it rather than the courts. 

Under Federal Trade Commission Act, activities in violation must themselves be in inter- 
state commerce, it is not enough that they affect commerce. 33 


X. ROBINSON-PATMAN ACT 


The Act does not forbid seller granting favors to customers any more than it undertakes 
to compel him to grant them; it only insists that the distribution, if any, shall be equal. 


Defendant held to have violated the Act by granting “demonstrators” to its New Jersey 
“agencies,” while not furnishing “demonstrators” to plaintiff engaged in intrastate business 
in New York. It is enough that the wrong be one of federal cognizance; its consequences 
are actionable whether or not they affect interests which are also of federal cognizance. 26 


LL 








